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DISPUTE RESOLUTION SERVICE

D00010901

Decision of Independent Expert

H R Richmond Limited t/a Epsom Coaches

and

Web 3 Resource Ltd

1.
The Parties:

Lead Complainant: H R Richmond Limited t/a Epsom Coaches

Roy Richmond Way

Epsom

Surrey

KT19 9AF

United Kingdom

Respondent: Web 3 Resource Ltd

Victoria House

178-180 Fleet Road

Fleet

GU51 4DA

United Kingdom

2. The Domain Name:

coachesepsom.co.uk

3. Procedural History:

09 February 2012 15:06  Dispute received

10 February 2012 14:22  Complaint validated

10 February 2012 14:34  Notification of complaint sent to parties

14 February 2012 11:30  Response received

14 February 2012 11:35  Notification of response sent to parties

21 February 2012 05:09  Reply received

22 February 2012 10:24  Notification of reply sent to parties

22 February 2012 10:24  Mediator appointed

07 March 2012 15:39  Mediation started

24 April 2012 17:27  Mediation failed

24 April 2012 17:27  Close of mediation documents sent

01 May 2012 12:54  Expert decision payment received 

4. Factual Background

The Complainant, H R Richmond Limited, is a bus and coach operator which offers private and contract hire, day tours and coach holidays.  It is a family owned company that traces its roots back to 1920.  It has always traded as ‘Epsom Coaches’, which reflects the fact that it was established in, and continues to operate from, a base in Epsom.  However, in light of the nature of its business, its operation extends well beyond Epsom.  The Complainant has an on-line presence at www.epsomcoaches.com.

The Respondent, Web 3 Resource Limited, describes itself as an advertising company which helps businesses generate on-line revenue by registering domain names, generating web content and providing on-line advertising.  

The Respondent registered the Domain Name on 26 September 2011 on behalf of its client, Youngs Travel Limited (‘Youngs Travel’).  Youngs Travel was incorporated on 7 December 2010 and it offers coach services.  At the date of the Complaint, the Domain Name pointed to a web site that offered coach services in Epsom.  The name Youngs Travel appears on that web site in several places, including as the part of the contact details.  Youngs Travel operates a separate web site from www.youngstravel.co.uk.  
5. Parties’ Contentions

5.1
Complainant

The Complaint, so far as is material, is summarised below.

5.1.1
The Complainant’s rights

The Complainant has over time built up an established reputation and goodwill in its trading style, Epsom Coaches.
The Complainant's coach business was founded in 1920 and has been always been based in Epsom, although the business is not limited to Epsom.  The Complainant has always traded under the style ‘Epsom Coaches’ and it has become one of Europe's longest established and respected bus and coach operators.
The Complainant operates a fleet of 23 coaches and 79 buses.  All of its vehicles (unless under subcontract) contain the Epsom Coaches trading style as does all of its marketing and other literature, including its website at www.epsomcoaches.com, advertising, correspondence, orders and invoices.
The Complainant has a turnover of approximately £16,000,000 and the net profit before tax for the year ended 31st October 2011 was £250,000.  The Complainant employs 300 staff.

Much of the Complainant's bus work is on contracts placed by Surrey County Council and Transport for London.  A significant part of the balance of the Complainant's business is private hire, day tours and holidays and much of this work is generated through the Internet.  Some 35% of day trips and 12% of holidays are currently booked directly on-line.  Around 30% of private hire enquiries are as a direct result of viewing the Complainant’s web site.   

The business remains in the ownership of the Richmond founding family.  The road in which the business is located was renamed ‘Roy Richmond Way’ by the local council in June 2011 as a mark of recognition of the standing of the business in the local area.
5.1.2
Abusive Registration

The Domain Name is being used to promote a newly established coach business, Youngs Travel Limited, which was incorporated on 7 December 2010.  That business is not based in Epsom. 

The Domain Name is confusingly similar to the Complainant's trading name Epsom Coaches and its own web site address at www.epsomcoaches.com as the Respondent has merely transposed the words ‘Epsom’ and ‘Coaches’.  This is abusive as the primary purpose and/or effect of such a confusingly similar name will be, and has been, that customers will wrongly believe that they are dealing with the Complainant.  

The Domain Name is being used to promote the competing business of Youngs Travel which, until recently, adopted the trading styles of ‘Coaches Epsom’ and ‘Epsom Coaches Services’.  The web site was altered but only after the Complainant’s solicitors had raised concerns on behalf of the Complainant.

Notwithstanding those alterations, Internet users seeking coach hire in Epsom and elsewhere are likely (as has already occurred) to be drawn to the Respondent's web site, when they are in fact searching for the Complainant's. 
The similarities in the advertising and the Domain Name have already caused confusion and have led some of the Complainant's customers into thinking they were dealing with the Complainant, when they were not.  Youngs Travel itself has conceded it has received communications from clients who were, in fact, trying to contact the Complainant.

Use by the Respondent of the Domain Name appears to be a deliberate attempt to trade off the back of the Complainant's long established trading style in order to gain a head start for the new Youngs Travel business.

It is noteworthy that Youngs Travel additionally advertises its services under another domain name at youngstravel.co.uk. This web site has a completely different ‘look and feel’ and the potential customer is left in no doubt that they are dealing with Youngs Travel which provides ‘Coach Hire [in] Epsom’.  The inference is that the use of the additional and confusingly similar Domain Name is a deliberate attempt to gain business arising out of confusion and that is abusive. 
The Domain Name was registered by Web 3 Resource Limited, who appear to be connected with Youngs Travel.  

The Complainant has no wish to impede legitimate competition in the Epsom area. There are several other competing operators based in Epsom, but none of them mislead potential customers into thinking they are connected with the Complainant.

The matter first came to the Complainant's attention on about 10 October 2011, following a complaint from a regular client.  The client’s secretary mistakenly believed that the web site at the Domain Name was the Complainant’s web site.  The coach that had been booked did not arrive which led to a complaint being lodged with the Complainant.  John Fowler of the Complainant, in his position as Coach Services Manager, discovered that no booking had been placed with the Complainant. Because the potential customer was sure the booking had been made through a web site, Mr Fowler carried out a Google search and discovered the existence of the Domain Name.
Gill Hughes of the Complainant sent an e-mail to Youngs Travel on 10 October 2011 pointing out that the web site was very confusing and potentially misleading.  The clearest evidence that the Domain Name has led to confusion has been supplied by Youngs Travel itself.  Youngs Travel responded to the e-mail from the Complainant referred to above by referring the Complainant to the Respondent.  The e-mail went on to state:

‘I have become aware that some enquiries are made in the mistaken belief that we are Epsom Coaches…’. 

On 20 November 2011 Jon Ball, the Complainant's Bus Services Manager, was informed by the Complainant's work controller that a customer had called complaining that the coach they had ordered had not turned up. On checking the computer, there was no booking in the customer’s name. The controller apologised and asked if he had a confirmation slip. The customer stated that he had but it turned out it was blank and not on Epsom Coaches’ letterhead.  Upon investigation, it transpired that the customer had booked with Youngs Travel.  The customer apologised and hung up. 

The Complainant also relies upon an e-mail dated 2 December 2011 from one of the its customers, Jet Air, in which they refer to ‘something confusing happening’ when they carried out an on-line search for the Complainant and the first link that was returned by the search engine was to the Domain Name.

The Complainant is concerned that unless the Domain Name is transferred confusion will continue and irreparable and unquantifiable damage will be done to the Complainant's business.  Given the relatively short period of time the Domain Name has been in use, compared to the lengthy time the Complainant has been using the trading style Epsom Coaches, the Complainant seeks a transfer of the Domain Name on the basis of an Abusive Registration.

5.2
Respondent

The Response, so far as is material, is summarised below.

The Respondent is an advertising company that provides advertisements for businesses across the UK and helps them to generate new business via the Internet.  Typically, this involves registering a domain name, generating web pages and providing Google advertising.  The domain name normally consists of the type of business involved - in this case ‘coaches’ -  and the area in which the service is to be advertised - in this case ‘Epsom’.  
H R Richmond Limited t/a Epsom Coaches do not have any rights based on how long they have been in business in the area that allows them to prevent other companies from using the place name ‘Epsom’ or the word ‘coaches’ to describe the nature of their business or services that they offer, or to prevent them from advertising in the same area.  The Complainant does not have any more ‘rights’ to use the Domain Name than the Respondent or any other party.  

The Complainant is H R Richmond Limited which has adopted the trading styles ‘Epsom Coaches’ and ‘Epsom Coaches Group’, which are clearly not the same as the Domain Name.  
The Domain Name is not the same Web 3 Resource Limited, which is the Respondent’s name and the Respondent is not trying to pass itself off as the Complainant.  The Respondent rents the web site to Youngs Travel, which is a different name to the Domain Name.  The Respondent’s client, Youngs Travel, is not trying to pass itself off as the Complainant.

The landing page of the web site is clearly marked with the company name Youngs Travel on the header and in various other highly visible places.  The contact page clearly displays the name and address of Youngs Travel and the e-mail address info@youngstravel.co.uk is displayed on all web pages on the site.  The web site looks completely different from the Complainant’s web site at www.epsomcoaches.com and could not possibly be mistaken as being operated by the same company.
The web site alludes to offering coaches and coach services in the Epsom area; it does not in any way mislead people into believing that it is operated by, or is, Epsom Coaches.
The parties’ solicitors have been in contact and it was concluded that there was no further action to be taken.
5.3
Reply

The Reply raised a number of points but most of them had already been covered in the Complaint itself.  The Complainant reiterated that, in its view, there was a likelihood of confusion as Internet users would be faced with the choice of the two competing web addresses and, once again, sought to rely upon the ‘admission’ by Youngs Travel that confusion had taken place.  

The Complainant pointed out that the Respondent’s description of the web site – i.e. that it alludes to offering coaches and coach services in the Epsom area – is a description of the web site following changes that were made but only after correspondence from the Complainant's solicitors.  In any event, the Complainant argues that the mere fact that the name ‘Youngs Travel’ now appears within the body of the text on the web site does not mean that potential customers will understand they are not dealing with the Complainant.  
The Complainant points out that there has been no communication with the Respondent’s solicitors.  There has been communication with the solicitors acting for Youngs Travel and no further action was taken against them given the changes that were made to the web site.  The Complaint is made against the Respondent as the registrant of the Domain Name.

6. Discussions and Findings
6.1
General

In order for the Complainant to succeed it must prove to the Expert, on the balance of probabilities, that: 

it has Rights in respect of a name or mark which is identical or similar to the Domain Name; and 
the Domain Name, in the hands of the Respondent, is an Abusive Registration as defined in Paragraph 1 of the Policy.
The meaning of ‘Rights’ is defined in the Policy in the following terms: 
Rights means rights enforceable by the Complainant, whether under English law or otherwise, and may include rights in descriptive terms which have acquired a secondary meaning. 
An Abusive Registration is defined in the Policy as follows: 
Abusive Registration means a Domain Name which either: 
was registered or otherwise acquired in a manner which, at the time when the registration or acquisition took place, took unfair advantage of or was unfairly detrimental to the Complainant's Rights; or 
has been used in a manner which took unfair advantage of or was unfairly detrimental to the Complainant's Rights. 
A non-exhaustive list of factors which may be evidence of an Abusive Registration is set out in paragraph 3 of the Policy.  A non-exhaustive list of factors which may be evidence that the Domain Name is not an Abusive Registration is set out at paragraph 4 of the Policy.   
6.2
Rights

6.2.1
Unregistered rights

The Complainant does not have the benefit of a registered mark.  The Complainant sets out its case on unregistered rights in these terms:
The Complainant’s coach business was founded in 1920 in Epsom and has been based there ever since.  The [Complainant] has always traded under the style ‘Epsom Coaches’.

The Complainant has over time built up an established reputation and goodwill in its trading style. 

The Complainant has provided some information about the nature and extent of its trading activities together with a bundle of supporting documentation on the issue of unregistered rights, which is considered below.

The Respondent accepts that the Complainant adopted the trading style of Epsom Coaches but does not accept that the Complainant has a right to prevent other parties from using the words Epsom and Coaches.  In effect, the Respondent takes two objections on the issue of rights:  (i) the Domain Name is not the same as that trading style of the Complainant and (ii) that trading style, which is made up of a two word combination, is descriptive.  The Respondent puts its case as follows:

The name of the Complainant’s company is H R Richmond Limited and they chose to trade as Epsom Coaches or Epsom Coaches Group which is clearly not the same as [the Domain Name].

H R Richmond Limited t/a Epsom Coaches do not have any right based on how long they have been in business in the area that allows them to prevent other companies from using the place name Epsom or the word Coaches to describe the nature of their business or services that they offer, or to prevent them from advertising in the same area.

The following issues of fact fall to be determined under this section of the Policy:

· Does the Complainant have enforceable rights in the mark Epsom Coaches?

· Is the mark identical or similar to the Domain Name?

If the answers to those two questions are yes, then the Complainant has satisfied the rights test and demonstrated that it has a legitimate interest in bringing the Complaint.  The issue of whether the mark is descriptive is best addressed under the second hurdle of Abusive Registration.

6.2.2
Does the Complainant have enforceable rights in the mark Epsom Coaches?

For the purposes of establishing an enforceable right in an unregistered mark, the Complainant needs to show that it has used the mark and that the mark is relied upon to identify the origin of the goods.  The Nominet DRS Expert Overview (‘the Overview’) supports this proposition by stating that, in the case of an unregistered right, the Complainant will ordinarily need to produce evidence to show that (a) it has used the mark for a not insignificant period and to a not insignificant degree and (b) the mark is recognised by the purchasing trade/public as indicating the goods or services of the Complainant.

The Complainant has provided a bundle of documents in support of its case on unregistered rights, which includes a 5 page history of the business (which is available on its web site) as well as copies of brochures and programmes from a number of years, including 1951, 1960, 1969, 1975, 1980, 1983 and 2012, booking conditions, compliments slips, photographs and invoices.

The Complainant says, although no documents have been supplied in support, that its turnover is around £16 million and its net profit for the year ended 31 October 2011 was £250,000.  It says that it employs 300 staff and has a fleet of 23 coaches and 79 buses, all of which (save those under sub-contract) have the Epsom Coaches livery.

The Complainant has supplied copy letters from the following organisations: 

· Huggins Edwards & Sharp – chartered surveyors

· Epsom & Ewell Borough Council

· Surrey County Council

· Surrey Chambers of Commerce

· Epsom Civic Society

· Tudor John – chartered accountants

These amount to third party testimonials about the reputation and profile of Epsom Coaches.  In some cases, the writers have made comments, the gist of which is that the use of the name ‘coaches epsom’ is likely to lead to confusion.

The evidence supplied by the Complainant clearly establishes that the Complainant has unregistered rights in the name Epsom Coaches.

6.2.3
Is the mark identical or similar to the Domain Name?
Clearly, as the Respondent has pointed out, the mark and the Domain Name are not the same but that is not the test.  It is sufficient for the purposes of bringing a Complaint to show that they are similar.

The Overview contains a passage which explores what is meant by ‘identical or similar’ in paragraph 2(a)(i) of the Policy.  It states:

Those responsible for the drafting of the Policy were aware of the difficulties arising under the UDRP (the policy covering disputes in the gTLDs) as a result of its wording, ‘identical or confusingly similar’.  The wording of the Policy is broader and less restrictive, which matches the reality that the first hurdle (i.e. proving the existence of rights in a relevant name or mark) is intended to be a relatively low-level test.  Issues relating to confusion are best addressed under the second hurdle.  The objective behind the first hurdle is simply to demonstrate a bona fide basis for making the complaint. 

To determine whether the mark and the Domain Names are similar one has to compare the extent to which they share common characteristics and the extent to which there are differences.  For these purposes, one ignores the .co.uk suffix and the space that appears between the words Epsom and Coaches in the Complainant’s mark.

They both consist of two word combinations and, disregarding the order in which they appear for the moment, each word taken separately is identical.  The only difference between them is the order of those two words within the combination.  In the Expert’s opinion, simply reversing the order of these two particular words does not mean that they are sufficiently far apart to conclude they are not similar.  The Expert therefore finds that the Complainant does have rights in a mark which is similar to the Domain Name.

6.3
Abusive Registration

6.3.1
Explanation for the choice of the Domain Name

This is not a case in which the Domain Name cannot sensibly refer to anyone other than the Complainant.  The Respondent has put forward an explanation for registration of the Domain Name.  It says that it registered the Domain Name because it was descriptive of the type of business that its client operated (i.e. coaches) and the area in which the service was to be advertised (i.e. Epsom).  The Respondent’s explanation is plausible and it has some attraction as the words are descriptive and there are public policy reasons why rights holders should not be able to monopolise ordinary dictionary words.  

The Respondent was clearly alive to this aspect of intellectual property law and was initially entirely dismissive of the Complainant’s cause for concern, although it did subsequently alter the content of the web site.  The Respondent accused the Complainant, in the exchanges of e-mails that took place before the DRS was invoked, of anti-competitive behaviour.  The e-mail dated 29 November 2011 from the Respondent to the Complainant’s solicitors contains the following passage:

Are you claiming you[r] client solely owns the right to use the words Epsom Coaches, Epsom Coach hire or both?  As I understand it nobody can claim intellectual property rights on [a] town name.

It is noteworthy that the Respondent does not say in express terms in its Response (or in the communications that have been provided to the Expert) that the Domain Name was arrived at independently (i.e. without any knowledge of the Complainant’s trading name), which is an important issue that the Expert considers in more detail at paragraph 6.3.7 of this decision below.

Youngs Travel’s position is that the Domain Name and the web site to which it is connected are owned and controlled by the Respondent.  The e-mail from Youngs Travel to the Complainant dated 7 November 2011 contains the following passage:

We do not own or have any editorial control over the content of the site.  We simply pay [the Respondent] to market our services.

6.3.2
Paragraph 3(a)(ii)

The Complainant puts its case firmly on the basis of actual and likely confusion.  It points out that Youngs Travel is a relatively recently established competitor, which is not based in Epsom.  According to its web site at www.youngstravel.co.uk, it is based in nearby Guildford and Weybridge, which makes it highly probable that Youngs Travel was well aware of Epsom Coaches.   
Whilst the Complainant has not specifically referred to any of the factors in paragraph 3 of the Policy, which may be evidence of an Abusive Registration, it is clear that paragraph 3(a)(ii) needs to be considered.

This paragraph reads as follows:
Circumstances indicating that the Respondent is using or threatening to use the Domain Name in a way which has confused or is likely to confuse people or businesses into believing that the Domain Name is registered to, operated or authorised by, or otherwise connected with the Complainant.

It is clear from the Overview that the ‘confusion’ referred to in paragraph 3(a)(ii) of the Policy is confusion as to the identity of the person or entity behind the Domain Name. The Overview frames the issue by asking the following question:
Will an Internet user seeing the domain name or the site to which it is connected believe or be likely to believe that the domain name is registered to, operated or authorised by, or otherwise connected with the Complainant? 

If the answer to that question is yes, the Internet user will have been drawn to the web site by use of the mark of the Complainant and, in the absence of any other factors to show that it is not an Abusive Registration, that is not a ‘legitimate’ use of the mark.  
6.3.3
Evidence of actual confusion
The Complainant seeks to rely upon two instances of actual confusion that it says came to light shortly after registration of the Domain Name.  These are set out in the Complaint but no documentary evidence in support has been provided.
The Complainant says that it first became aware of the existence of the Domain Name on about 10 October 2011, which was two weeks after registration of the Domain Name.  It says that a regular client was looking for the Complainant on-line and booked a coach through the web site at the Domain Name in the mistaken belief that it was the Complainant’s web site.  The client contacted the Complainant to complain when the coach did not arrive.  The client explained that it had made the booking through a web site and the Complainant carried out a Google search and discovered the existence of the Domain Name.

There is no documentary evidence in support of this instance of confusion.  The Complainant has however produced an e-mail dated 10 October 2011 from its Marketing Manager to the e-mail address info@youngstravel.co.uk which includes the following passage:

If you are in charge of the website can you please reword the bottom from Epsom Coach Hire – to coach hire in Epsom please, as you can imagine it is very confusing and maybe misleading.
It is clear that within two weeks of the registration of the Domain Name the matter had been drawn to the attention of the Complainant and contact had been made with Youngs Travel on the basis of confusion arising from use of the Domain Name.

The Complainant refers to a further instance of confusion.  It is said that on 20 November 2011, Jon Ball, the Complainant's Bus Services Manager, was informed by the Complainant's work controller that a customer had called complaining that the coach they had ordered had not turned up. On checking the computer, there was no booking in that customer’s name. The controller apologised and asked if the customer had a confirmation slip. The customer stated that he had but it turned out it was blank and not on Epsom Coaches’ letterhead.  The Complainant says, that upon investigation, it transpired that the ‘customer’ had booked with Youngs Travel.  

There is anecdotal evidence of actual confusion in the form of statements by the Complainant that, on at least two occasions, people have contacted the Complainant thinking that they had booked with the Complainant, when in fact they had booked with Youngs Travel by mistake.  In both cases, the people complained about the service provided by the Complainant so it can be seen that there is potential for damage to the Complainant’s reputation and therefore goodwill arising from such confusion.  

6.3.4
Initial interest confusion
The Complainant says that shortly after discovering the existence of the Domain Name it sent the e-mail dated 10 October 2011 to Youngs Travel, which is referred to above.  The response from Youngs Travel was an e-mail dated 11 October 2011 from George Baigrie, the Transport Manager, which included the following passage:

I have become aware that some enquiries are made in the mistaken belief that we are Epsom Coaches the company rather than a coach company operating in the Epsom area.  We always take great care to explain who we are and redirect those people to you.

This is a significant statement.  The company that pays the Respondent for use of the Domain Name and the web site to which it is connected has confirmed that it has received enquiries that were intended for the Complainant.  
In a subsequent e-mail to the Complainant dated 7 November 2011 Mr Baigrie of Youngs Travel said:

Meanwhile we will continue to pass on your contact details to any enquirer whom we perceive as having contacted us in error thinking we may be Epsom Coaches Limited.  

The fact that Youngs Travel says that it seeks to correct any misunderstandings and it re-directs enquiries intended for the Complainant does not detract from the fact that those visitors have only arrived at the Respondent’s web site in the mistaken belief that it was the Complainant’s web site.  This is what as known as ‘initial interest confusion’ and it can be a basis for a finding of Abusive Registration.  The Overview contains a useful analysis of ‘initial interest confusion’ in the following terms:

Commonly, Internet users will visit web sites either by way of search engines or by guessing the relevant URL. If the domain name in dispute is identical to the name of the Complainant and that name cannot sensibly refer to anyone else, there is bound to be a severe risk that a search engine, which is being asked for the Complainant, will produce high up on its list the URL for the web site connected to the domain name in issue. Similarly, there is bound to be a severe risk that an Internet user guessing the URL for the Complainant’s web site will use the domain name for that purpose. 

In such cases, the speculative visitor to the registrant’s web site will be visiting it in the hope and expectation that the web site is a web site “operated or authorised by, or otherwise connected with the Complainant.” This is what is known as ‘initial interest confusion’ and the overwhelming majority of Experts view it as a possible basis for a finding of Abusive Registration, the vice being that even if it is immediately apparent to the visitor to the web site that the site is not in any way connected with the Complainant, the visitor has been deceived. Having drawn the visitor to the site, the visitor may well be faced with an unauthorised tribute or criticism site (usually the latter) devoted to the Complainant; or a commercial web site, which may or may not advertise goods or services similar to those produced by the Complainant. Either way, the visitor will have been sucked in/deceived by the domain name. 

Findings of Abusive Registration in this context are most likely to be made where the domain name in issue is identical to the name or mark of the Complainant and without any adornment (other than the generic domain suffix). See for example DRS 00658 (chivasbrothers.co.uk). 

The further away the domain name is from the Complainant’s name or mark, the less likely a finding of Abusive Registration. However, the activities of typosquatters are generally condemned - see for example DRS 03806 (privalege.co.uk) - as are those people who attach as appendages to the Complainant’s name or mark a word appropriate to the Complainant’s field of activity. See for example the Appeal decision in DRS 00248 (seiko-shop.co.uk).
The Complainant also seeks to rely upon an e-mail from the Administration Manager of JetAir (Scheduled Services) Limited to the Complainant dated 2 December 2011.  The body of this e-mail reads as follows:

Something confusing happened today.  I was trying to look up some information on your website, but when I ‘googled’ Epsom Coaches, the first link took me to a site called www.coachesepsom.co.uk with an e-mail address of info@youngstravel.co.uk and a phone number in Guildford or Weybridge, but not Epsom.  

This is certainly not the Epsom coaches website!

I thought you should know about this.

In this particular instance, it would appear that the Internet user realised, upon inspection of the web site, it was not connected to the Complainant but she only arrived there in the first place because she was looking for the Complainant’s web site.

The Complainant has produced an e-mail from Gary Thomas dated 23 January 2012 which attached a screen shot.  The e-mail reads as follows:

Just happened to search Epsom coaches on google & this is [the] screen grab.  The top coaches Epsom highlighted in yellow is a paid for ad which came up when I clearly searched for ‘Epsom Coaches’.  Thought you’d be interested in this.

The attachment is a screen shot of a Google search for ‘epsom coaches’ which produced ‘about 306,000 results’.  The first web site that is listed is www.coachesepsom.co.uk (i.e. the web site to which the Domain Name is connected) under the heading ‘Epsom Coach Hire’.  It has the word ‘Ad’ next to it, which implies it was indeed a paid for Google advert.  The second listing is the Complainant’s own web site at www.epsomcoaches.com.  

There is therefore some evidence that the Respondent has used the Domain Name in such a way that people have been confused, at least initially, and it may be that some people remained confused at the point of purchase.  In addition, the Respondent has used the Domain Name in a way that ensured that its web site ranking came out above the Complainant’s, when a search for the Complainant’s name was carried out.    

The Respondent rejects the suggestion that people will be confused.  In the Response it points to a number of features of the web site, which are listed below, that it says make it clear that the web site is promoting the services of Youngs Travel:

· The landing page of the website www.coachesepsom.co.uk is clearly marked on the header and in various other highly visible places at the beginning of and within the body text on the page with the company name Youngs Travel.

· The contact page of the website clearly displays the name and address of Youngs Travel.

· The left sidebar on all pages of the site displays the email address info@youngstravel.co.uk.

· The site alludes to offering Coaches and Coach Services in the Epsom area it does not in any way mislead people into believing that it is operated by or is Epsom Coaches.

On the basis of its own analysis of the current version of the web site the Respondent concludes:

The website looks completely different from the Complainant’s website www.epsomcoaches.com and could not possibly be mistaken as being operated by the same company.

However, this overlooks the fact that a number of the ‘distinguishing’ features that are relied upon by the Respondent were only introduced following a letter before action from the Complainant’s solicitors.  The screen shot of an earlier version of the web site shows that the heading of the home page was ‘Epsom Coach Hire’.  There was no reference to the fact that the services were provided by Youngs Travel in the header or in the body of the text, although the e-mail contact was info@youngstravel.co.uk.

The Expert has been provided with two subsequent screen shots of the home page as follows:

	Date of screen shot
	Heading on web page
	Opening text

	12 December 2011
	Epsom Coach Services
	Epsom Coach Services provided by Youngs Travel offers…[note: the emphasis appears on the original]

	14 December 2011
	Coach Services in Epsom
	Youngs Travel offers…


There is sufficient evidence to support a finding under paragraph 3(a)(ii) of the Policy that the Respondent has used the Domain Name in a way which has confused or is likely to confuse people or businesses into believing that the Domain Name is registered to, operated or authorised by, or otherwise connected with the Complainant.  

Whilst the Respondent can point to alterations that were made to the web site after it was put on notice by the Complainant’s solicitors that, of itself, is not enough to defeat a finding under paragraph 3(a)(ii).  The immediate use to which the web site was put following registration of the Domain Name provides a useful insight into the Respondent’s motivation, which is a matter that is explored in due course in this decision.

This finding is however not an end to the matter as the factors listed in paragraph 3 of the Policy are merely factors that may be evidence of an Abusive Registration.  The Overview puts it in these terms:

If the Complainant has satisfied the Expert that there is a case to answer, the Expert will be looking for an answer. 
Paragraph 4 [of the Policy] simply sets out the matters, which, if established to the satisfaction of the Expert, are likely to be regarded as a satisfactory answer to the Complainant’s case. 
It is therefore necessary to consider the Respondent’s contentions and, in particular, whether there are any factors under paragraph 4 of the Policy which may lead to a finding that, notwithstanding the likelihood of confusion, the Domain Name is not, in the hands of the Respondent, an Abusive Registration. 

6.3.5
Paragraph 4(a)(ii)
The Respondent argues that, in effect, the Complainant took a risk by choosing two descriptive words to promote its services and it cannot prevent third parties from using those words, particularly when those words appear in reverse order within the Domain Name.  The Respondent has not specifically referred to any of the factors in paragraph 4 of the Policy but it is clear that paragraph 4(a)(ii) of the Policy needs to be considered on the facts in this case.  It reads as follows:

The Domain Name is generic or descriptive and the Respondent is making fair use of it.

The following questions arise for determination under this paragraph:

· Is the Domain Name generic or descriptive?

· Is the Respondent making fair use of the Domain Name?

6.3.6
Is the Domain Name generic or descriptive?

As explored above, the Domain Name consists of the combination two dictionary words, being the noun ‘coaches’ and the place name ‘Epsom’.  The Complainant has conceded as much.  The e-mail from the Commercial Director of the Complainant to Youngs Travel dated 7 November 2011 contains the following passage:

I can see that ‘coachesepsom’ is a generic title, which could quite easily be ‘coachesblackburn’ or the like, we just happen to have the name Epsom, which takes after the town.  

It should be noted that this e-mail is headed ‘without prejudice’ but, as paragraph 6 of the Policy makes clear, the Expert is entitled to consider ‘without prejudice’ material, subject to two caveats that do not apply here.

It is possible that a particular combination of ordinary dictionary words may be so well known that its ordinary meaning is overwhelmed by its fame as a mark.  The Appeal Panel in DRS 04884 - which was concerned with the domain name maestro.co.uk - cited BIG BROTHER and POP IDOL as examples.  

The Complainant has not run the argument in the Complaint that the combination of the words ‘Epsom’ and ‘Coaches’ has acquired a secondary meaning but it was raised in correspondence by the Complainant’s solicitors.  The letter from the Complainant’s solicitors dated 6 December 2011 contains the following passage:

It is, with respect, obvious that our client has an established reputation in the trading style ‘Epsom Coaches’.  Those words, whilst descriptive, have acquired a secondary meaning.  If necessary our client will adduce evidence to confirm the same.

The Complainant is a fairly substantial business with a long trading history.  A bundle of supporting marketing and other material, going back many decades, has been provided.  The Complainant has an on-line presence which generates a reasonable proportion of enquiries and business.  The evidence, including the testimonials from third parties, suggests that the name Epsom Coaches is quite well known, certainly in Epsom and the surrounding areas.  

The words are descriptive but the particular combination has become associated with the Complainant.  Whilst the Expert can envisage a situation in which fair use could be made of those descriptive words, this case turns on whether the actual use of the Domain Name by the Respondent was fair or unfair.

6.3.7
Is the Respondent making fair use of the Domain Name?

The term ‘fair use’ is not defined in the Policy and there is significant scope for subjective assessment on the part of the Expert.  The issue for determination is whether the use has taken unfair advantage of, or has been unfairly detrimental to, the Complainant’s rights.  

The Overview contains the following section which considers whether the use of a purely generic or descriptive term can ever be abusive:
Yes [it can] but, depending on the facts, the threshold level of evidence needed to establish that this is the case is likely to be much higher. It may well often depend upon the extent to which such a term has acquired a secondary meaning, which increases the likelihood that any registration was made with knowledge of the rights that existed in the term in question. In many such cases where there is little or no evidence of acquired secondary meaning the Respondent is likely to be able to show that the domain name in question has been arrived at independently and accordingly cannot have been as a result of an Abusive Registration. 
The Appeal Panel in the maestro case (DRS 04884) put it in these terms:

When the trade mark in question is a dictionary word, there has to be something more than knowledge of the trade mark to justify a finding of Abusive Registration.  Were it otherwise, owners of trade marks which are dictionary words would effectively be able to monopolise the use of such words for domain names.

On the facts of that case, the Appeal Panel was not satisfied that the domain name was an Abusive Registration.  

The Appeal Panel in DRS 04889 – which was concerned with the domain name wiseinsurance.co.uk - found that the Respondent had not used that domain name unfairly and there was no reason why paragraph 4(a)(ii) should not apply.  The Appeal Panel felt that whilst the Complainant had sufficient rights in the name Wise Insurance to found the Complaint, those rights were not particularly strong.  In that case, it was not known why the Complainant had chosen its name and there was little or no evidence as to how the business was marketed.  It was noted that the Complainant’s on-line presence was rather low key because on-line quotations and credit card payments were not available.  There was no evidence in that case that the Respondent had registered the domain name with the Complainant in mind or had even been aware of the existence of the Complainant.

The Complainant constructs its case on unfair use by comparing two web sites that are operated on behalf of Young Travel and drawing an inference from the fact that the ‘look and feel’ of those web sites is completely different.

The Complainant points out that the web site at www.youngstravel,co.uk has a particular ‘look and feel’ and the potential customer is left in no doubt that they are dealing with Youngs Travel who, amongst other things, provide ‘Coach Hire [in] Epsom’.  The Complainant has provided a screen shot of the home page from the web site at www.youngstravel.co.uk and it is very clearly marked at the head of the page in large font with the name Youngs Travel.  A number of three word combinations appear on the home page which consist of the words ‘Coach’ and ‘Hire’ and a particular location.  These include, but not limited to, ‘Coach Hire Epsom’.  The other combinations are ‘Coach Hire Guildford’, ‘Coach Hire Windsor’, ‘Coach Hire Woking’, ‘Coach Hire Farnborough’, ‘Coach Hire Weybridge’ and ‘Coach Hire Kingston’.

In contrast, the Complainant points out that the web site at the Domain Name has a completely different ‘look and feel’ and, in its original manifestation, it promoted the services of ‘Epsom Coach Hire’ and it did not make it clear the services were provided by Youngs Travel.

The order in which words appear clearly has an impact on the meaning of those words.  The Complainant draws an inference that the decision to promote the business on the web site at the Domain Name as ‘Epsom Coach Hire’ and not ‘Coach Hire Epsom’ was a deliberate and cynical attempt to attract Internet traffic as a result of confusion.  The Complainant puts it in these terms in the Complaint:

Use by the Respondent of the Domain Name appears to be a deliberate attempt to trade off the back of the Complainant’s long established trading style in order to gain a head start for the new Youngs Travel Limited business.

The Complainant accepts that the web site was subsequently altered but points out this was only after the Complainant’s solicitors had written a formal letter threatening proceedings and says that, notwithstanding those alterations, the Domain Name remains confusingly similar.  

This case is about where the dividing line lies between fair confusing use and unfair confusing use.  The Overview puts it in these terms:

Another use, which may not be regarded as unfair within the terms of the DRS Policy, is where the Complainant’s name or mark is a dictionary word or a combination of dictionary words and not well-known and the Respondent reasonably registered and has been using the domain name in ignorance of the Complainant’s rights.  In such circumstances, if the confusion is likely to be very limited, an Expert might conclude that it would be unjust to deprive the Respondent of his domain name. 

As explored above, the Complainant’s mark is a combination of dictionary words and, whilst each word taken individually is descriptive, the combination is not a familiar expression in the English language.  For these purposes, descriptiveness needs to be assessed not only in relation to each word taken separately, but also as a whole.  

The Complainant’s rights are certainly much stronger than those of the Complainant in the wiseinsurance.co.uk case but they are not in the BIG BROTHER or POP IDOL category.  The evidence suggests that the name Epsom Coaches is quite well known, certainly in Epsom and the surrounding areas.  

This leads to consideration of the evidence concerning the acts and motivation of the Respondent in registering and using the Domain Name and whether that was done in ignorance of the Complainant’s rights.  Ordinarily, one would expect someone in the Respondent’s position - faced with an allegation that there has been a deliberate attempt to trade off the back of the Complainant’s goodwill - to assert that it had no knowledge of the Complainant’s rights and it arrived at the Domain Name independently.  

As the Appeal Panel in the maestro.co.uk case pointed out, it is easy for a Respondent to say that he had no knowledge of the Complainant’s rights when he registered the Domain Name and it is difficult to disprove, unless the mark in question is very well-known.  Somewhat surprisingly in this case, the Respondent has not said that it was unaware of the Complainant’s trading name of Epsom Coaches.  This was either an unfortunate omission (given that the onus is on the Respondent to make out its case on fair use) or because it is unable to make such an assertion.   

In an e-mail to the Complainant’s solicitors dated 28 November 2011 the Respondent states as follows:

However, given the fact that we have never seen your client’s web site I think it would be very unlikely that it [the web site at the Domain Name] looks anything like it.

The Respondent has said that it had not seen the Complainant’s web site prior to registration of the Domain Name but stops short of saying that it arrived at the Domain Name independently.

The Respondent’s explanation for deciding to promote the services of Youngs Travel as ‘Epsom Coach Hire’ is not convincing.  The e-mail from the Respondent to the Complainant’s solicitor dated 5 December 2011 contains the following passage:

Our site uses the words Epsom Coach Hire which is a description of the service provided.  We don’t refer to ourselves as Epsom Coaches, however even if it did I would not change it.

The difficulty the Respondent faces is that it failed to make it clear on the original version of the web site that the coach services were operated by its client Youngs Travel and not by Epsom Coaches.  If that was inadvertent and done in ignorance of the reputation of Epsom Coaches, the Respondent would surely, at some point, have pointed that out.  The failure to do so leads the Expert to infer that the motivation was to attract to its web site Internet traffic that was searching for the Complainant.  That appears to be precisely what actually happened, which is evidenced by the concession made by Youngs Travel in its e-mail dated 11 October 2011.  In addition, the Respondent was able to secure top spot in the Google rankings for its web site when Internet users searched for the Complainant’s name.

These is a suggestion in the evidence that the Respondent’s modus operandi is to register generic names as domain names and then resist calls from rights holders on the basis that it is difficult to maintain a claim based on a generic name.  The e-mail from the Respondent dated 28 November 2011 to the Complainant’s solicitors includes the following passage:

We have dealt with issues in relation to companies using generic search terms before as their trading names on many occasions and on no instance have we ever had to change anything.  We are well versed in defending this sort of claim that we consider to be nothing more than anti-competitive behaviour.

The Expert draws the inference that the Respondent acted with knowledge of the Complainant’s rights and felt it could take advantage of those rights because of the descriptive nature of the trading name.  The Respondent realised it may be in some difficulties once the Complainant’s solicitors had threatened proceedings and it made certain adjustments to the web site.  The focus in the Response was on (i) the technical argument that the Complainant could not have a monopoly on descriptive words and (ii) the features of the current version of the web site which, the Respondent says, means it is clear the service is offered by Youngs Travel and not by Epsom Coaches.  The Respondent does not properly address the Complainant’s assertion that the original version of the web site was misleading as it suggested that the services were provided by Epsom Coach Hire.  Whilst that is not exactly the same as the Complainant’s trading name, it is close enough to ensure there was a degree of confusion.  For the reasons set out in this section of the decision, there is enough evidence in this case to infer an abusive intent on the part of the Respondent.  

On the basis of the available evidence, the Expert has come to the finding that the use of the Domain Name to promote a business called Youngs Travel as ‘Epsom Coach Hire’ (without making it clear that the services were provided by Youngs Travel) took unfair advantage of the Complainant’s rights.  It was likely to and did cause confusion.  The Expert is therefore not satisfied that paragraph 4(a)(ii) has been made out.

In light of the finding under paragraph 3(a)(ii) above, to which there has been no satisfactory answer – the Respondent having failed to establish its case under paragraph 4(a)(ii) – the Expert finds that the Domain Name is, in the hands of this particular Respondent, an Abusive Registration.  
7. Decision

The Expert finds, on the balance of probabilities, that the Complainant has rights in a mark which is similar to the Domain Name and that the Domain Name, in the hands of the Respondent, is an Abusive Registration.  The Expert directs a transfer of the Domain Name to the Complainant.
Signed ……………………..

Dated 29 May 2012
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