TRADE MARKS ACT 1994

IN THE MATTER OF
APPLICATION NO 2107667
TO REGISTER A TRADE
MARK IN CLASS 35

DECISION AND GROUNDS OF DECISION

On 14 August 1999 The Reynolds and Reynolds Company of 800 Germantown Street,
Dayton, Ohio 45407, United States of America applied under the Trade Marks Act 1994 to
register the trade mark DEALERNET in Class 35 in respect of the following services:

“Information, collection, storage, retrieval and dissemination services; provision of
access to information databases, computer services relating to al the aforesaid.”

Objection was taken to the application under Section 3(1)(b) of the Act as the mark is devoid
of any distinctive character for e.g. networked information services relating to, or provided by
dedlers.

At ahearing, at which the applicants were represented by Mr Hitchcock of Lloyd Wise,
Tregear & Co, their trade mark agents, the objection was maintained. The applicants
subsequently provided details of how the mark is used in relation to the goods contained
within the specification filed (copy attached at Annex A). However, | was not persuaded that
the mark is distinctive and maintained the objection. At this time the applicants were referred
to information retrieved from their own Web site which supported the objection (copy
attached at Annex B). The applicant was allowed a period until 28 June 1999 in which to
respond. However, by 17 August 1999 no response hade been received and the application
was refused in accordance with Section 37(4) of the Act.

Following refusal of the application under Section 37(4) of the Act I am now asked under
Section 76 of the Act and Rule 56(2) of the Trade Mark Rules 1994 to state in writing the
grounds of my decision and the materials used in arriving at it.

No evidence of use has been put before me. | have, therefore, only the prima facie case to
consider.

Section 3(1)(b) of the Act reads as follows:
“The following shall not be registered -
(b) trade marks are devoid of distinctive character

Thetest of distinctiveness was laid down by Mr Justice Jacob in the TREAT case [1996] RPC
281 page 306 lines 2-5 when he said:



“What does devoid of any distinctive character mean? | think the phrase requires
consideration of the mark on its own, assuming no use. Isit the sort of word (or other
sign) which cannot do the job of distinguishing without first educating the public that it
isatrade mark?’

The mark consists of the English dictionary words DEALER and NET conjoined. The primary
definition of the word DEALER in Collins English Dictionary (Millennium edition) is:

1 A person or firm engaged in commercial purchase and sale; trader: a car dealer
The same dictionary defines the word NET as denoting, inter dia
8 informal. Short for Internet. and

9 another word for network,
but limits thisto areference to the word NETWORK meaning - A system of
intersecting lines, roads, veins etc.

The registry has, since it’s publication on 12 March 1997 in Trade Mark Journal no 6166, had
aclear practice in respect of trade marks which incorporate the word NET. This practice is set
out below:

1. Theword NET isrecorded in Collins Dictionary as an abbreviation for “network”.
The words NET and NETWORK are becoming increasingly interchangeable for
electronic goods and services. Consequently applications to register trade marks,
which contain the word NET for such goods and services, whether or not as part of
a domain name, are unlikely to be accepted primafacie if the same mark with the
word NETWORK substituted, would be refused.

2. This means that applicationsto register the word NET in combination with a word
describing characteristics of electronic networks (eg FAST NET), are likely to be
refused registration for network apparatus and services in Classes 9 and 38, unless
there is evidence that the mark has acquired a distinctive character. The same is true of
marks in Class 9 which describe characteristics of computer software (eg NET
CONTROLLER).

3. Applications to register atrade mark consisting of the word NET in combination
with the name of subject (eg WEATHERNET) are also likely to be refused primafacie
registration for electronic information services in Class 38 and for software for
supplying such information in Class 9.

4. A number of marks have been accepted in the past which are not in line with the
above practice. However, in view of the increasing use by traders of the abbreviation
NET referred to above, the Registrar considers that the significance of the word has
now changed and a change in practice is appropriate.

In relation to the services applied for | consider that the words DEALERNET are descriptive
of services which enable customers or potential customers to contact a network of dealers. It
is clear from the applicants own web site ( a copy of which was sent to Mr Hitchcock on 28



January 1999) that the services applied for link customers, and potential customers, to a dedler
network. It appears that these services are directed at purchasers of, and dealers in, motor
vehicles. The applicants state in their own web site that their services enable customersto have
direct accessto a*“network of over 4,500 accredited dealers’. The information provided by
the applicant (Annex A refers) makesit clear that the services provide a connection to a
network of automotive dealers. In my view the mark is directly descriptive of such services
and is, therefore, devoid of any distinctive character. Indeed, an objection under Section
3(1)(c) of the act would also have been appropriate.

It is my conclusion that the mark is devoid of any distinctive character. | do not say that the
mark isincapable of achieving registration but | do not consider that the public would, without
education, regard this sign to be an indication of origin of the goods. | therefore conclude that
the sign is debarred from registration by virtue of Section 3(1)(b) of the Act.

In this decision | have considered all the documents filed by the applicant and all the
arguments submitted to me in relation to this application and, for the reasons given, it is
refused under the terms of Section 37(4) of the Act because it fails to qualify under Section
3(1)(b) of the Act.

Dated this 17 day of November 1999

A JPIKE
For the Registrar
The Comptroller General
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Retail technology

DealerNet is back,with new features

DONNA HARRIS
Staff Reporter

DealerNet, one of the earliest
dealer Web sites, is making a
comeback after being sold twice
and going through a couple of revi-
sions.

The latest incarnation, sched-
uled to be launched today, Sept. 14,
will be the first independent auto-
buying service to allow shoppers to
browse both new- and used-vehi-
cle inventory.

Unlike the major online buying
services, dealers who subscribe
will not have to commit to no-hag-
gle prices. Internet auto-buying
services send Internet shoppers to
dealerships for a fee.

The other services let customers
shop virtual used-car lots. The ad-
vantage to posting new-vehicle in-
ventory is that customers will be
able to confirm what cars the deal-
erships have in stock. On
DealerNet, customers can reserve a
specific vehicle for a test drive.

“There are a lot of buying ser-
vices out there, but what those
sites aren’t doing is attaching a
(purchase) request to a specific ve-
hicle on a dealer’s lot,” says
Suzanne Sellers, product manager
for DealerNet. “Our research has
shown that this is what consumers
really want. We will drive more
leads to dealers.”

Many dealers are expected to
like the price negotiation policy.
Some have complained that sales
prospects are taking no-haggle
price quotes they get online and
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The revamped DecalerNet Web site, which is scheduled to debut today,
Sept. 14, will allow shoppers to browse through vehicle inventories.

using the quotes to shop other
dealerships. On DealerNet, deal-
ers will have the chance to make
a counteroffer and save some
sales they might have lost if they
were barred from negotiating
prices.

“We encourage dealers to offer
the most competitive price from
the beginning,” says Sellers. “If
consumers find exactly the car

they want, they are also less likely
to go down the street to another
dealer.”

Diane Wetherington, vice presi-
dent of marketing for the Cobalt
Group, says dealerships can still
chooser to offer no-haggle prices.
“It is their choice,” she says.

More than 600 dealers have
subscribed to DealerNet since
Cobalt began recruiting dealer-

Getting your share of the Net yet?
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ships in July. Because the secvice
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‘Ninety-cight NeW cars on DealerNet.

Introducing the all new dealernet.com,

the car selling service that puts your new

car inventory in front of thousands of Hu-.oﬂmo m—.onﬂo m—.oﬂﬂ k.j

on-line buyers. In real time. Get links to

For a limited time only, you can post your new car inventory on DealerNet for free*
You heard it right. For free. But don‘t wait, you wouldn’t want to end up singing solo.

V\OC—, O_mm_mﬁmj:u />\mU M_Hm NDQ a _JOMH O.—“ *Free trial ends January 1, 1999, so sign up today!
other new cutting-edge features. To hit
a high note on the Net, call Cobalt today

at 1-800-909-8244, ext. 200.

Getting your share of the Net yet? ™ &S
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Brought to you by The Cobalt Group, the nation's largest publisher of automotive Web sites, DealerNet is the
most comprehensive Internet site for conducting automotive research and finding vehicles in inv i Redar
dealerships across the United States. According to 100hot.com, DealerNet is one of the most pARUIREL. ... xpo 114
automotive sites on the Web. Since 1994, millions of customers have used our free, no obligation service to

OO R ROVERR 00:accted

s ; * Switchboard

01633-814000
With DealerNet, consumers can:

Minicom: 0645 22250
» Research model specifications, pricing and reviews
+ Find new and used vehicles in dealer inventory
« Submit vehicle purchase requests to dealers
« Calculate finance and car insurance payments
« Regquest service appointments and submit parts requests
« Link to dealer Web sites

For more information, please choose one of the following links:

« | want to participate as a dealer.
* | am interested in advertising on DealerNet.
« | have general comments & questions about the DealerNet site.

By using this service you agree to the terms contained in our visitors agreement.
© Copyright 1994-1998, The Cobalt Group, Inc.



