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BY MR T BALL TO REGISTER A MARK IN CLASSES 18, 20, 24 AND 25

AND

INTHE MATTER OF OPPOSITION THERETO UNDER No 51517
BY LZB PROPERTIESINC



TRADE MARKSACT 1994

IN THE MATTER OF Application No 2228667
by Mr T Ball to Register aMark in Classes 18, 20, 24 and 25

and
IN THE MATTER OF Opposition thereto under No 51517
by LZB Propertiesinc

DECISION

1. On 18 April 2000 Mr T Bdl applied to register the following mark

%ﬁ.

2. The specification gpplied for is asfollows
Class 18:
Bags.
Class 20:
Furniture (including beds and mattresses).
Class 24:
Textile and textile goods including bed and table covers.
Class 25:

Footwear, clothing, headgear.



3. The gpplication is numbered 2228667.

4. On 5 October 2000 LZB Properties Inc filed notice of opposition to this gpplication. They are
the proprietors of the following regigtrations (dl of which are earlier trade marks within the meaning
of Section 6(1)(a)).

No. Mark Class Goods
605575 (UK) LA-Z-BOY 20 Chairs.
1500705 (UK) LAZY BOY 20 Furniture; upholstered furniture;

chairs, settees and ottomans, al
being upholstered; parts and fittings
for dl the aforesaid goods; dl
included in Class 20.

40675 (CTM) LAZY BOY 20 Furniture.
40691 (CTM) LA-Z-BOY 20 Furniture.
40709 (CTM) LA-Z 20 Furniture.

They object asfollows:
0] under Section 5(2)(b) in so far as the application covers Class 20 goods.

(i) under Section 5(3) in so far as the application covers goods other than in Class 20.
In the event the opponents written submissons indicated that this ground was not
being pursued.

(i) under Section 5(4)(a) in so far as the Class 20 goods are concerned based on the
use of their mark LA-Z-BOY since 1981.

5. The gpplicant filed a counterstatement denying the above grounds.

6. Both Sdesask for an award of cogtsin their favour.

7. Only the opponents filed evidence. Neither side has asked to be heard. Written submissions
have been received on behdf of the applicant under cover of aletter dated 10 April 2002 from
Appleyard Lees and on behdf of the opponents under cover of aletter dated 11 April 2002 from J

A Kemp & Co. | take these submissionsinto account.

8. Section 5(2)(b) reads



"5.-(2) A trade mark shal not be registered if because -

@
(b)

itissmilar to an earlier trade mark and is to be registered for goods or services
identical with or smilar to those for which the earlier trade mark is protected,

there exists alikelihood of confusion on the part of the public, which includes the likelihood
of association with the earlier trade mark.”

9. The opponents have referred me to anumber of decisons of the European Court of Justice
(ECJ). | take into account the guidance provided in Sabel BV v Puma AG [1998] E.T.M.R. 1,
Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc [1999] E.-T.M.R. 1, Lloyd Schuhfabrik
Meyer & Co GmbH v Klijsen Handel B.V. [2000] F.S.R. 77 and Marca Mode CV v Adidas
AG [2000] E.-T.M.R. 723.

10. Itisclear from these cases that:-

@

(b)

(©

(d)

(€

®

©

the likelihood of confusion must be appreciated globdly, taking account of dl
relevant factors, Sabel BV v Puma AG, paragraph 22;

the matter must be judged through the eyes of the average consumer of the
goods/services in question; Sabel BV v. Puma AG, paragraph 23, who is deemed
to be reasonably well informed and reasonably circumspect and observant - but who
rardly has the chance to make direct comparisons between marks and must instead
rely upon the imperfect picture of them he has kept in his mind; LIoyd Schuhfabrik
Meyer & Co. GmbH v. Klijsen Handel B.V. paragraph 27,

the average consumer normally perceives amark as awhole and does not proceed
to andyseits various details, Sabel BV v. Puma AG, paragraph 23;

the visua, aural and conceptua smilarities of the marks must therefore be assessed
by reference to the overdl impressons created by the marks bearing in mind their
digtinctive and dominant components, Sabel BV v. Puma AG, paragraph 23;

alesser degree of amilarity between the marks may be offset by a greater degree of
amilarity between the goods, and vice versa; Canon Kabushiki Kaisha v. Metro-

Goldwyn-Mayer Inc, paragraph 17;

there is a greater likelihood of confusion where the earlier trade mark has ahighly
distinctive character, either per se or because of the use that has been made of it;
Sabel BV v. Puma AG, paragraph 24;

mere association, in the sense that the later mark brings the earlier mark to mind, is



)
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not sufficient for the purposes of Section 5(2); Sabel BV v. Puma AG, paragraph
26;

further, the reputation of amark does not give grounds for presuming alikelihood of
confuson smply because of alikelihood of association in the strict sense; Marca
Mode CV v. Adidas AG, paragraph 41,

but if the association between the marks causes the public to wrongly believe that the
respective goods come from the same or economicdly linked undertakings, thereisa
likelihood of confusion within the meaning of the section; Canon Kabushiki Kaisha
v. Metro-Goldwyn-Mayer Inc, paragraph 29."

Digtinctive character of the opponents mark

11. The opponents have filed a gatutory declaration by Thomas Brown of Centurion Furniture Pic,
the UK subsidiary of La-Z-Boy Inc and an affidavit by Richard G Micka, Vice Presdent
Adminigration of LaZ-Boy Inc. LZB Properties Inc (the opponents) is awholly owned subsidiary
of La-Z-Boy Inc. Mr Brown gives evidence of use of the opponents marksin the UK. Themain
points to emerge are

the marks have been used since a least 1992 in relation to reclining chairs and seets
aong with parts and fittings for such goods. Product informétion literature is
exhibited a TB/1

sdes volumes have increased from £4.5 million (8000 units) in 1994/5 to £14 million
(27,410 units) in 1999/2000.

Mr Brown clams that these sales figures represent a Sgnificant proportion of the
redining chair market

goods have been sold throughout the UK as evidenced by the invoices a Exhibit
TB/2

the goods have been extensvely promoted in publications such as 'House Beautiful,
‘Time Out Living Guide, 'Manchester United Officid Magazine, ‘the Guardian' and
'Radio Times aswell aslarge audience TV shows such as The Big Breskfast' and
'BBC Breskfast Show'. (Exhibit TB/3)

advertising expenditure has risen from £26,507 in 1994/5 to £213,256 in
1999/2000.

12. Mr Mickas evidence supplements the above with information on trading in the UK prior to
Centurion Furniture's involvement in 1992. He traces thistrading activity back to 1979 though
detailed records from this earlier period are no longer available. The gpplicant has filed no evidence



and has not taken issue with any of the claims made in the opponents evidence.

13. Theconclusons| draw from the evidence are that

the opponents trade is largely based on a single product namely a sophisticated
reclining char

- in that context | do not find it difficult to accept Mr Brown's claim that the opponents
enjoy asgnificant market share

- the mark that isused isLA-Z-BOY. If thereareusesof LAZY BOY or LA-Z they
are not immediately obvious

- the mark LA-Z-BOY islikely to have ahighly digtinctive character in relaion to
redining chairs,

Smilarity of goods

14. The gpplicant's pecification in Class 20 covers furniture a large. The opponents CTM
regidtrations aso cover furniture. Thereisno doubt therefore, that identical goods are involved.

Smilarity of marks

15. The opponentsin their written submissons suggest that both marks convey ameaning; that the
meanings have no relevance to the goods and hence are digtinctive; that the respective marks suggest
smilar ideas and could be used interchangesbly; that the first lement creates visud and aurd
amilarity and that sart of the second dement (BO) heightensthis amilarity. It is submitted that both
marks are suggestive of someone who wants to laze around and that the applicant's mark will be
seen as another venture by, or connected with, the 'lazy' range of furniture. They quite rightly
emphasise that | must gpproach the matter on the assumption of notiona fair use of the mark gpplied
for.

16. The gpplicant submits that the opponents mark LA-Z-BOY will be pronounced either as"dle
ay" -"zed"-"boy" or "laah" -"zed" -"boy" and that as a consequence there will be no phonetic
amilarity with their own mark; that visudly their own mark is both longer and stylised; and thet there
are conceptud differences aswell with LA-Z-BOY/LA-Z having no understood meaning in the UK
whilst LAZY BOY suggests an individud whereas their own mark refersto agenerd appearance or
type of behaviour.

17. With the parties submisson in mind | come to my own view of the matter. | propose to
congder the matter firgly on the basis of the form of the mark used by the opponentsthat is LA-Z-
BOY. The abbreviated and hyphenated presentation mugt, | think, be considered to be part of the
digtinctive character of the opponents mark from avisud standpoint. The gpplicant's mark on the
other hand is adso presented in a somewhat stylised ‘wave' form with the repested Zs at the end of



the mark. The marks are therefore of unequa length and overal appearance.

18. From an oral/aural standpoint the question arises as to how the opponents mark would be
pronounced. The written submissions on behdf of the applicant offer two suggestions neither of
which involves pronouncing LA-Z asif it were lazy’. | do not think | can accept the submission that
this dement will be either, asitisput, 'dle ay’ and 'zed' or ‘laah’ 'zed'. The public has been educated
to the use of quirky spdlings or phonetic renditions of words particularly in an advertisng context. |
would be surprised therefore if the average consumer did not see or render LA-Z asif it werethe
word lazy when it is used in conjunction with the word BOY. On that basis the marks are effectively
LAZY BOY and LAZY BONES (I am assuming consumers would not attempt to refer in speech to
the additiond Zs of the gpplied for mark).

19. If | amright in these assumptions (I have no evidence of what hgppensin actua usage) then |
would hold that both marks convey easily understood meanings and are composed of common
dictionary words. Moreover LAZY BONES will be heard and understood as awell known
expresson initsownright. That isnot to say that the common dement (LA-Z/LAZY) will go
unnoticed smply that this feature does not make for overdl aurd amilarity.

20. Conceptudly | again start from the proposition that the average consumer will recognise the
opponents mark for what | think it is intended to be, namely, a somewhat unusud rendering of the
words LAZY BOY. The opponents may be right to suggest that there is a degree of amilarity in the
ideas conveyed by the marks but it falls some way short in my view of the expressions being
interchangeable. 'Lazybones is very much aninforma expresson for alazy person. It carriesatone
of friendly admonishment. It isdifferent in character in my view to LAZY BOY. | do nat, therefore,
think the opponents submissions as to ‘anal ogous semantic content' should be given too much
weight. Nevertheess both marks might, in context be taken as oblique and clever dlusonsto the
comforts of the goods (furniture) and/or the characterigtics of the users.

Likelihood of confusion

21. Taking dl the above factors into account | find that there are certain smilarities between the
marks. But furniture, even relatively smdl items, are not usualy purchased without a reasonable
degree of care and attention and usudly after a visud ingpection of the goods including whatever
brand names are being used. It is possible that a consumer encountering the applicant's mark would
make a mental association with the mark in which the opponents have a reputation by virtue of the
element the marks have in common. However, | am not persuaded that any such association would
be of more than a superficid nature and would not lead consumers to condder that even identical
goods offered under the respective marks came from the same trade source.

The opponents other marks

22. My above considerations are based on the mark used by the opponents, that is LA-Z-BOY .
They dso haveregidrations of LAZY BOY and LA-Z. | do not need to say agreat ded more
about the firgt of these marks as for aural and conceptua purposes | have treated the LA-Z-BOY



mark asequivdent to LAZY BOY. It might be sad that visudly the 'normd’ spelling of LAZY
brings the mark LAZY BOY rather closer to the gpplied for mark. That may be the case but it does
not benefit from the acquired reputation of LA-Z-BOY. Overdl | do not think it produces a
different result. The respective marks have points of visud smilarity in terms of the word (LAZY)
and the positioning of the word or element at the start of the marks. However the marks ill consst
of common dictionary words which are easily recognisable and distinguishable and in the case of the
goplied for mark make up awell known expresson (augmented by the presentationd aspects of the
mark).

23. The other mark isLA-Z. Taken on its own and disassociated from any other word the potential
adjectiva dgnificance and meaning may be less easily understood. Itisnot sofar as| an avarea
common misspelling or presentation of theword LAZY . 1t may ill be read that way or asthe
goplicants suggest smply as'dleay’ - 'zed. Thedifficulty here, | think, isthat, taken out of context
(by which I mean any obvious and meaningful adjectiva association with anoun), | cannot be certain
what the average consumer would make of the mark. To extract LAZY would, it ssemsto me,
require the consumer to pronounce the Z in the American fashion (along e sound) as opposed to a
short e sound in the normd English rendering (ZED). In dl probability different pronunciations
should be dlowed for.

24. Neverthelessit seemsto methat even if the mark istaken at itsworst asit were for the applicant
and was pronounced asiif it were LAZY , that word and meaning is but one aspect of the mark. The
unusua presentation itself must be taken to be afeature of the mark. That is particularly the casein
terms of the visud apped of the mark. It dso leads me to the clear view that there can be no
likelihood of confusion with the applied for mark when al rdlevant consderations are factored into
the equation as part of the globd test. The Section 5(2)(b) ground fails.

25. The only remaining ground is under Section 5(4)(a) based on the opponents use of the mark
LA-Z-BOY inthe UK snce 1981 in relation to reclining chairsetc. As| have dready taken thisuse
into account in relation to the position under Section 5(2)(b) | see no need to give separate
consideration to the Section 5(4)(a) ground. The opponents useisof oneof their registered marks
and within the scope of the registered specification. In those circumstances no issues arise which are
capable of yielding a more favourable result for the opponents under Section 5(4)(a).

26. The gpplicant has succeeded and is entitled to a contribution towards hiscodts. | order the
opponents to pay the gpplicant £1000. This sum isto be paid within seven days of the expiry of the
gpped period or within seven days of the find determination of this case if any gpped againd this
decidon is unsuccessful.

Dated this29™ day of April 2002



M REYNOLDS
For the Registrar
the Comptroller-General



