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THE PATENT OFFI CE
Har nswort h House
13 - 15 Bouverie Street
London, ECAY 8DP.

Tuesday, 16th April 2002.
Bef or e:

MR SI MON THORLEY, Q C.
(Sitting as the Appointed Person)

In the Matter of The Trade Marks Act 1994
and

In the Matter of Trade Mark Application No. 2198259
in the nanme of BUBBLES

and

In the Matter of an Qpposition thereto by
TOVMMY H LFI GER LI CENSI NG | NC. and
B.M FASH ONS (LEI CESTER) LI M TED

Appeal of the Appellant fromthe Decision of M. G Salthouse

(Comput er-ai ded Transcript of the Stenograph Notes of
Marten Wl sh Cherer Ltd., M dway House,
27/29 Cursitor Street, London, EC4A 1LT.

Tel ephone No: 020-7405 5010. Fax No: 020- 7405 5026)

THE APPELLANT/ APPLI CANT did not appear and was not
represent ed.

MR STEPHEN JONES, MR. JOSH and MR FLI NTOFF
(of Messrs. Baker & McKenzie) appeared on behal f of
t he Respondent/ Qpponent .

DECI SI ON
(As Approved)
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THE APPQO NTED PERSON: This is an appeal to the Appointed Person

froma decision of M. Salthouse acting on behalf of the

Regi strar dated 22nd Novenber 2001

The deci sion arose in opposition proceedi ngs brought by

TOMW HI LFI GER Licensing Inc. and B.M Fashions (Leicester)
Limted against the registration of Application No. 2198259
in class 25 by an entity known as "Bubbl es".

The trade mark in question was applied for on 22nd May
1999 and consists of the word "TOMW" in black capital
| etters against a white background in the niddle of which
there is a rectangul ar white box which contains, in smaller
capital letters, the word "CASUAL".

The application was opposed on the basis of earlier
trade mark rights within the nmeani ng of section 6 of the
Trade Marks Act 1994, both by TOMW HI LFI GER (relying on a
nunber of trade marks registered or applied for in class 25
consi sting or conprising the word "TOMW" i ncl udi ng,
particularly, TOMW JEANS, No. 1473971 claiming a priority
from 20t h August 1991) and by B.M Fashions (relying on an
application for the registration, again in class 25, of the
mark TOMMY SPORT, No. 2119386, clainmng priority from
3rd January 1997).

As matters turned out, by the date of the hearing
B. M Fashions had assigned their trade mark application to

TOMW HI LFI GER and t hus the opposition proceeded as a single
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opposition with TOMWY H LFl GER as t he sol e opponent.

The nmatter cane for a hearing before M. Salthouse on
30t h August 2001. The opponent was represented by M. Jones
of Baker & McKenzie. The applicant was not represented but
submtted witten observations. A nunber of grounds of
opposition were relied upon but, in the event, M. Salthouse
found it necessary only to consider the ground of objection
based under section 5(2)(b) of the Act which states:

"(2) Atrade mark shall not be registered if because --
(b) it is simlar to an earlier trade mark and is to be
regi stered for goods or services identical with or
simlar to those for which the earlier mark is
protected,
there exists a likelihood of confusion on the part of the
public, which includes the Iikelihood of association with the
earlier trade mark."

M. Salthouse concluded that, of all the marks before
him the best case fromthe point of view of the opponents
was represented by the two registrations | have referred to,
2119386 and 1473971. As at the date of application, neither
of these marks was in fact registered but, none the |ess, by
virtue of section 6, which defines the nmeaning of "earlier
trade mark", M. Salthouse -- correctly, in ny view-- held
that both these narks were "earlier trade marks" since they

had earlier dates of application than the earliest priority
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date of the mark applied for, which was 22nd May 1999, and
were, by the date of adjudication, registered trade narks.

M. Salthouse directed hinself as to the correct
approach in law in paragraph 27 of his decision. | do not
propose, in this judgnent, to set it out in full, but he
rem nded hinself of the guidance given by the European Court
of Justice in the now well-known cases of Sabel BV v. Puma AG
[1998] RPC 199; Canon Kabushi ki Kaisha v. Metro- CGol dwyn- Meyer
Inc. [1999] ET.MR 1; Lloyd Schuhfabrik Meyer & Co. GrbH v.
Klijsen Handel BV [2000] FSR 77 and Marca Mdde CV v. Adidas
AG [2000] E.T.MR 723.

He then went on to consider the facts of this case and
considered, first, the mark applied for and concl uded that
the mark could be seen as either TOMMY CASUAL or CASUAL TOMWY
but concluded that the TOMW el enrent was dominant. He then
consi dered the two marks TOMWY SPORT and TOMW JEANS and
conpared those with the mark opposed visually, phonetically
and conceptually. 1In the end, he concluded that the trade
marks were clearly simlar; the marks of both parties have
the nane TOMW as the domi nant el enment; the other el enents of
the mark differ but they are all descriptive of the goods.

He therefore cane to the conclusion, considering all factors,
that there was a realistic likelihood of confusion as at
22nd May 1999 and consequently held that the opposition under

section 5(2)(b) succeeded.



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

Bubbl es served notice of appeal which was received by
the Registry on 24th Decenber 2001. Since filing the grounds
of appeal they have taken no further part in the proceedi ngs
and did not appear before ne today. As indicated at the
outset of the proceedings, | was satisfied that they had been
infornmed of the date of the hearing by the Treasury Solicitor
and therefore directed that the hearing should continue. |
had received, in advance, a skel eton argurment from M. Jones
of Baker & McKenzie, who appeared before ne, and he anplified
inlimted respects upon that skeleton at the oral hearing.

| should, at this stage, nmake it plain that there is no
obligation on any appellant or indeed respondent to an appea
to appear on the oral hearing. It is quite sufficient that
they should rely upon witten docunents; whether those be
grounds of appeal or skel eton argunents.

However, parties who put in grounds of appeal and seek
a hearing and do not w thdraw the appeal prior to the hearing
must face the consequence that, if the witten material is
insufficient to result in the appeal being allowed, the other
party will be put to the cost and expense of turning up at a
hearing. |t cannot, therefore, be expected that, by not
turning up, the party can escape any consequence with regard
to costs. It is inportant, if a party wi shes to withdraw an
appeal, that they should do so at the earliest possible tine.

It is for this reason that the appeal had to be heard.
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M. Jones drew ny attention to the decision of
Punfrey J. in South Cone Incorporated v. Jack Bessant & O's.
trading as "REEF" given on 25th July last year in which he
considered, in the light of the change in practice with
regard to appeals, the correct approach of an appellate
tribunal to a decision of the Registry in inter partes
proceedi ngs. He concluded that the appeal should be by way
of review, not rehearing, and that the procedure before the
Court of Appeal, as set out in cases such as Designers Quild
Ltd. v. Russell WIllianms (Textiles) Ltd. [2001] FSR 113, was
equal ly applicable to appeals to the Hi gh Court fromthe
Regi stry.

In ny decision in the Royal Enfield case, which was
given on 27th July 2001, | held that exactly the sanme applied
to appeals to the Appointed Person. It is therefore
necessary for any appellant to denonstrate, on an appeal,
that the Registrar's Hearing Oficer has fallen into an error
of principle or was, in sonme other respect, plainly wong.

M. Jones urged before nme that the decision of
M. Salthouse was thorough and careful, both in his review of
the evidence and in his approach to the | aw and the
application of the facts to the | aw

In their grounds of appeal, Bubbles raised the
follow ng points. First, in paragraph 3, it is contended

that the TOMW SPORT and TOMWY JEANS nark were unregistered
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marks at the tine the application was made for the mark in

i ssue in these proceedings. That is correct, but, as of the
date of hearing, the marks were registered trade marks which
had earlier priority and thus fell to be considered to be
earlier trade marks within the neaning of section 6. The
Hearing O ficer fell into no error in this regard.

In paragraph 4 it was subnitted that TOMW was a conmon
name and therefore should not be registered or be the
property of any one person. That, | feel, whilst no doubt a
genui nely held belief, is not relevant to the present case.
There is no bar to the registration of forenanmes provided
they fall within the category of distinctive marks within the
meani ng of section 3 of the Act. In any event, Bubbles
obj ection does not justify the registration of its mark. The
nmost it mght have done was to formthe basis of an attack on
the validity of earlier registrations.

In paragraph 5, there is a criticismof TOMW
H LFI GER s research data which were relied upon as part of
the evidence. | do not see that the Hearing O ficer placed
any wei ght upon this evidence and it certainly cannot be said
that his failure to do so was an error of principle.

In paragraphs 6 and 7, there is a suggestion that TOMW
H LFI GER acquired the TOMMY SPORT trade mark by sonme form of
financial inducenent. That, again, is wholly irrelevant to

any question | have to decide.



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

THE

THE

In paragraph 8, it is stated that Bubbles intends to
di stance their clothing fromany TOMW H LFI GER cl ot hi ng.
Again, that is not a matter relevant to the present appeal
There is nothing to stop Bubbles using the trade mark TOMWY
CASUAL subject, of course, to the laws of infringenent of a
regi stered trade mark and passing off.

M. Jones urged upon ne that none of these objections
constituted the sort of error of principle which would cause
nme to review the reasoning of M. Salthouse. | agree with
M. Jones that M. Salthouse's decision was an exenpl ary and
carefully reasoned decision. Not only do | think there is no
error of principle, | entirely agree with it and, thus, this
appeal will fall to be disnissed.

JONES: Thank you, sir. You have already referred to costs
and | think we would be entitled to an order on this appea
as well as the award that has al ready been made.

APPO NTED PERSON:. You have already had £1870. That, as
understand it, was in relation to a nunber of grounds of,
appeal and, | suspect, a hearing rather |onger than this one.
How | ong did the previous hearing last, do you think?

JONES: Probably not nuch | onger than this one, bearing in

m nd that you have given a decision, sir, which M. Salthouse
reserved for sonme tine. It was probably about 40 minutes or
so.

APPQO NTED PERSON:. Perhaps not surprisingly, in the |ight of
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the comments nmade in ny decision, M. Jones has sought a
contribution to the costs of the respondent in opposing this
appeal and in attending at the hearing before me. This is
perfectly proper. | can see no grounds for refusing that
appl i cati on.

I am conscious of the fact that the decision of Bubbles
not to be represented has probably significantly shortened
this hearing and it is plain, fromM. Jones' skeleton, that
the points he had to nake were limted.

In all the circunstances, | believe it would be
appropriate to order the appellant to pay the respondents a
further sumof £1000 as a contribution towards the costs of
the appeal. This sumshould be paid within 14 days of the
date of the order, since | have already indicated that
shall not sign that order for a period of tine after it is
supplied to Bubbles so that Bubbles nmay make any observati ons
upon it they see fit. O course, if any observations are
made | shall direct that the Treasury Solicitor should serve
a copy on Baker & MKenzie.

I's there anything el se?

MR JONES: | think that is it. Thank you, sir.

THE APPO NTED PERSON: Thank you very much indeed



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

POSTSCRI PT

Subsequent to delivering this Decision, | was sent a
copy of a letter dated 15th April 2002 from
M. J.M Chaudhary, a partner in Bubbles. This was faxed to
the Treasury Solicitor early on 16th April 2002 -- the day of
the hearing -- but, understandably, was not brought to ny
attention before the hearing.

It records that, due to unforeseen circunstances,
M. Chaudhary was unable to attend the hearing, and asks that
certain further considerations be taken into account.
Qoviously, | did not do so in reaching nmy Decision

As previously indicated, Bubbles have 14 days to
consi der whether they wish to nmake an application for a
further hearing before the Order is perfected. If they fee
that there are further matters which should be considered, |
woul d be minded to hear the application for a further hearing
and any subsequent hearing at the same tine. A separate
costs order would be appropriate in respect of any such

heari ng.






