INTHE MATTER OF APPLICATION NUMBER 2191353
IN THE NAME OF LOMBARD NORTH CENTRAL PLC
TO REGISTER A TRADE MARK IN CLASSES, 35, 36, 37,38 & 42

AND

INTHE MATTER OF OPPOSITION THERETO
UNDER NUMBER 50256
BY LOMBARD RISK SYSTEMSLIMITED &
LOMBARD RISK CONSULTANTSLIMITED



IN THE MATTER OF application number 2191353
in the name of Lombard North Central Plc
toregister atrademark in Classes 9, 35, 36, 37, 38 & 42

And

IN THE MATTER OF opposition thereto under number 50256
by Lombard Risk SystemsLimited
& Lombard Risk Consultants Limited

Background

1. On 10 March 1999, Lombard North Centra Pic filed an gpplication to regigter the trade
mark LOMBARD NETWORK SERVICESin Classes 9, 35, 36, 37, 38 & 42 in respect of
the following goods and sarvices

Class9 Computers and data processing apparatus and instruments, visual display units
and printers for use with the aforesaid goods, modems; parts and fittings for all
the aforesaid goods; computer programs and computer software; all included in
Class9.

Class 35 Provision of business and commercial information services, advisory service
relating thereto; provision of management information and data by means of
printed matter and by computer and other el ectronic means.

Class 36 Banking services; credit services; charge, credit and debit card services;

financing services; securing funds for others; insurance services; credit
protection insurance services; but not including institutional and private
investment management and investment services; al included in class 36

Class 37 Installation, maintenance and repairs services; advisory services relating
thereto; all the aforesaid services being provided in connection with the hire,
leasing, rental and sales of computer equipment, all included in Class 37.

Class 38 Telecommunications and other data transmission systems; advisory services
relating thereto; all the aforesaid services being provided in connection with the
hire, leasing, rental and sales of computer equipment, all included in Class 38.

Class 42 Hire, leasing and rental of computers, data processing installations and
ancillary equipment and of installations and apparatus for use therewith; all
included in Class 42.

2. On 7 October 1999, Lombard Risk Systems Limited and Lombard Risk Consultants
Limited as joint opponents filed notice of oppastion in which they say thet they are the
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proprietors of a number of trade marks, details of which can be found as an annex to this
decison. The ground on which the opposition is based isin summary:

Under Section 5(2)(b) because the opponents earlier trade marks and the
gpplication in suit indude the digtinctive dement
LOMBARD and the gpplication is sought to be
registered for goods identicd or Smilar to those
covered by these earlier trade marks, as aresult
there exigs alikdihood of confuson on the part of
the public.

3. The goplicants filed a countersatement in which they deny the ground on which the
opposition isbased. Both sdesrequest that an award of cogts be made in their favour.

4. Both sdesfiled evidence in these proceedings. The matter was scheduled to be heard
on 22 November 2001, but at the request of the parties the hearing was postponed to
dlow for a settlement to be investigated. This proved not to be possible and both parties
confirmed their agreement to a decison being reached from the evidence onfile.

Opponents: evidence

5. Thisconggs of a Statutory Declaration dated 14 August 2000 by Rebecca L Ferrari, a
trade mark attorney in the employ of D Young & Co, the opponents representetivesin
these proceedings.

6. Ms Farrari saysthat the opponents are the proprietors of the four trade marks cited in
the grounds of opposition and gives the particulars of these marks as exhibit RLFL.

Applicants evidence

7. Thiscongsts of a Statutory Declaration dated 8 February 2001 by Paul Barratt, a
solicitor employed by Lombard North Central Pic, a podition he has hed since January
1995. Mr Barait confirmsthat he is authorised to make the Declaration and thet the facts
st out are drawn from the records of the gpplicants as well as from his own persond

knowledge.

8. Mr Barratt gates that the gpplicants principd busnessisthat of the provison of
financid services and thet they have ahigory of use of the name LOMBARD dating back
more than 50 years. He goes on to give an outline of changes affecting his company from
itsformation in October 1971 by the merger of Lombard Banking Limited and the North
Centrd Finance Group of companies and to list the other companies within the group of
companies that have LOMBARD as part of their name and the trade marks that include
the word LOMBARD that the gpplicants have registered.



9. Mr Barratt detalls the various activities carried out by this group which are carried out
through a number of business unitsincorporating specidist subsdiaries trading in the
following:

Contract hire & asset management sour aing, financing, maintenance and
disposd of business assts,

Vendor services point of finance for business users,

Business asst finance provison of finance for business, induding
the purchase and ingalation of computers
and computer systems,

Trade debtor services factoring and invoice discounting,

Direct financid products provison of persond loans, credit cards,

savings and generd insurance.
Retall depogts banking services.

10. Mr Barratit says that in many of the areas the gpplicants and its subsdiaries are the
market leeders, and he goes on to give the fallowing details of their finances for the years
1993 through to 1996 in respect of new loans, customer balances and pre-tax profits.

11. Mr Barratt refersto exhibit PB1, which congds of extracts from the 1995 and 1996
accounts for the applicants. The accounts make frequent references to the applicants as
LOMBARD and to be the largest finance house in the United Kingdom, gives details of a
number of units within the LOMBARD group that use LOMBARD as part of their
corporate identity and the locations of the LOMBARD subsdiaries throughout the United
Kingdom. Mr Barrait goes to the gpplicants promotiond activities, saying thet in 199 a
totd of ,23.67 million was spent on promotion and public rdlations. He introduces exhibit
PB2, which conssts of brochures, lesflets and other items of printed meatter, the earliest
dating from 1992. These are primarily vehicles for promoting the LOMBARD Groups
financid services, some showing use of the name LOMBARD solus.

12. Mr Bardt saysthat in addition the gpplicants have promoted the name through many
different publications and promations, examples of which he shows as exhibit PB3. The
exhibit shows use of LOMBARD solus and in conjunction with a separated AL@ logoin
relation to financia services.

13. Mr Barratt makes reference to use of the name LOMBARD on ahot air baloon in
1997 (a photograph of which can be seen in exhibit PB3) and on sde bannersfor the
1996/97 season a the Harlequins Rugby Football ground. He goes on to refer to the



applicants having produced items of promotional materid, mentioning T-shirts,
sweatshirts, basebd| hats, umbrellas, pens, mouse méts, pagper holders, blotters and golf
bals, dthough provides no corroborative evidence.

14. Mr Barratt goes on to mention his companies sponsorship of various events, including
that of Steve Redgrave and Matthew Pinsent who represented Greet Britain and gained
the country=s only gold medd in Atlanta, and aso a the Sydney gamesin 2000. He gives
further details of events and persondities that his company has sponsored, dthough gives
no detalls of how thisinvolved use of LOMBARD.

15. Mr Barrat says that much of the advertisng materid is no longer available athough
not why thisisthe case. He goes on to refer to exhibit PB4, which conssts of schedules
and copies of advertisements dating from 1996 promoting financia services, primarily
loans, avalable under the name LOMBARD DIRECT with the AL@ logo. The details
show the amounts expended to be significant and the promotion to have covered the

United Kingdom.

16. Mr Barrait assarts that as aresult of the use that the gpplicants have made of the word
LOMBARD in relation to banking, asst finance and ingtament credit services he
congders the mark has become extremey well known to the public in the United Kingdom
as denoting the gpplicants services. He refers to market studies as having shown
LOMBARD to be the best known finance house in the business but gives no specific
details as to how or when these studies were conducted. He continues saying thet in the
persond market the word LOMBARD achieved 83% prompted awareness amongst
adults, but again gives no specific details. Mr Barratt refersto the basis of the opponents
cams, saying that he congders the gpplicants to have a more legitimate cdlam to the word
LOMBARD in goods and services rdaing to financid métters.

17. Mr Barrat next goes to the gpplicants use of the name LOMBARD NETWORK
SERVICES, noting that the company was formed in 1986 under the name Lex Systems
Leasing Limited (changing to LOMBARD NETWORK SERVICES in 1994) the am of
the business being to provide business finance and sarvices spedificdly inthe IT fidd. He
refers to exhibits PB5 and PB6, mentioning in particular the turnover, the description of its
principa business as AThe company undertakes the supply of computer equipment both by
sdeand leasd], to the formation and change of name to LOMBARD NETWORK
SERVICES and therange of IT services provided by the company.

18. Mr Barrat saysthat the oppogtionisaprior dam to the word LOMBARD dating
from May 1996 in relation to computer software, financid consultancy and financid
training services. He says that much of the gpplicants business has, for anumber of years
been conducted via computer, but thet the financing and supply of computer equipment

and software had been a sgnificant part of their business for many years prior to May
1996, and had been providing financid consultancy and financid training long before that



date.

Opponents evidencein reply

19. This conggts of a Statutory Declaration dated 30 April 2001 and comes from Pendope
Ann Nichals, atrade mark atorney in the employ of D Young & Co, the opponents
representatives in these proceedings. Ms Nichols states that where she makes reference to
Satements made by other persons or to any source of information not within her persona
knowledge, she has gated thisto be the case, identifies such person or source and believes
the contents of such statements or sources to be true.

20. Ms Nichols goesto Mr Barratt-s Dedlaration in which he gives the principa business
of the gpplicants to be the provison of financid services, assarting that specific dams
relating the sgnificance of the applicants company and corporate group as being
irrdlevant, noting the lack of any evidence to support the claim that the gpplicants are
known as LOMBARD solus, and that much of the evidence does not relate to
LOMBARD NETWORK SERVICES and istherefore aso irrdlevant.

21. Ms Nichals refutes the applicants: assertion that they have amore legitimate daim to
use of theword LOMBARD in relation to goods and services relating to financid meatters
and goes on to explain why the word LOMBARD is non-didtinctive in repect of financid
sarvices, namdy, that Lombard Street is a street in the City of London that had acquired
its name because of its relationship with bankers from the Itaian province of Lombardy.
Sherefersto exhibit PAN1 that congsts of dictionary extracts and a print from the
Internet showing LOMBARD to have the higtoricad significance ascribed by Ms Nichols.
Ms Nichals refers to exhibits PAN2 and PAN3 which, she says show that LOMBARD is
aso known in banking circles as the name for the central bank determined interest ratein
Germany and thet theterms LOMBARD LOAN, LOMBARD FACILITY and
LOMBARD POLICY are generic terms.

22. Ms Nichols notes that Mr Barratt says that the change of name from Lex Leasing
Limited to Lombard Network Services took place in 1994, and whigt acknowledging thet
LOMBARD NETWORK SERVICES gppearsin the Directors Report & Financia
Statement for the years ending December 1994 and 1996, thisis as a company name not
asatrade mark. She comments on the lack of evidence to substantiate the gpplicants
claim to have conducted business via computer systems and databases, or to the financing
and supply of computer equipment and associated software as having been part of the
goplicants business. Ms Nichols says that the fact that the gpplicants may have provided
financid advice as an adjunct or ancillary service to the provision of financeis not
evidence that they have provided financid consultancy per se, and that the in-house
training sarvices referred to, relates to the training of employees not the provision of
training in the course of trade.



That condludes my review of the evidence insofar asit is relevant to these proceedings.
Decision

23. Turning to the ground on which the opposition is based. Section 5(2)(b) off the Act
reads asfollows.

A5.-(2) A trade mark shdl not be registered if becauseB

(a) itisidenticd with an earlier trade mark and isto be registered for
goods or services Smilar to those for which the earlier trade mark is
protected, or

(b) itisamilar to an erlier trade mark and is to be registered for goods or
svicesidentica with or smilar to those for which the earier trade mark is
protected,

there exigs alikelihood of confusion on the part of the public, which indudes the
likelihood of associetion with the earlier trade mark.(

An earlier trade mark is defined in Section 6 of the Act asfollows:

6.- (1) InthisAct an Aearlier trade marki meansB

() aregigered trade mark, internationd trade mark (UK) or Community
trade mark which has a date of gpplication for registration earlier than that
of the trade mark in question, taking account (where gppropriate) of the
priorities claimed in respect of the trade marks{)

24. In my congderation of alikdihood of confuson or deception | take into account the
guidance provided by the European Court of Justice (ECJ) in Sabel BV v Puma AG

[1998] RPC 199, Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc [1999] RPC
117, Lloyd Schufabrik Meyer & Co GmbH v Klijsen Handel B.V. [2000] 45 F.SR. 77 and
Marca Mode CV v Adidas AG [2000] E.-T.M.R. 723. It isclear from these cases that:

A. thelikdihood of confuson must be gppreciated globdly, taking account of
al rlevant factors, Sabel BV v Puma AG,

B. the matter must be judged through the eyes of the average consumer of the
goods'sarvices in question; Sabdl BV v Puma AG, who is deemed to be
reasonably well informed and reasonably circumspect and observant - but
who rarely has the chance to make direct comparisons between marksand
must ingteed rely upon the imperfect picture of them he has kept in his



mind; LIoyd Schuhfabrik Meyer & Co. GmbH v Klijsen Handel B.V.,

C. theaverage consumer normaly perceives amark as awhole and does not
proceed to andyse its various detalls, Sabel BV v Puma AG,

D. thevisud, aurd and conceptud smilarities of the marks mugt therefore be
asesed by reference to the overdl impressions created by the marks
bearing in mind their didinctive and dominant components;, Sabel BV v
Puma AG,

E. alesser degree of amilarity between the marks may be offset by a greater
degree of amilarity between the goods, and vice versa; Canon
KabushikiKaisha v Metro-Goldwyn-Mayer Inc,

F. thereisagreater likdihood of confusion where the earlier trade mark hasa
highly digtinctive character, either per se or because of the use that has
been made of it; Sabel BV v Puma AG,

G mere asociation, in the sense thet the later mark brings the earlier mark to
mind, is not sufficient for the purposes of Section 5(2); Sabel BV v Puma
AG,

H. further, the reputation of amark does not give grounds for presuming a
likdihood of confuson smply because of alikdihood of associaion in the
gtrict sense; Marca Mode CV v Adidas AG,

[. butif the association between the marks causes the public to wrongly
believe that the respective goods come from the same or economicaly
linked undertakings, there is alikelihood of confuson within the meaning
of the section; Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc,.

25. The opponents rely on four trade marks, two for the words LOMBARD RISK
(Community Trade Mark (CTM) 272302 and United Kingdom (UK) 2100513) and two
for the words LOMBARD RISK GROUP OF COMPANIES (CTM 265199 and (UK)
2100514). The goods and services covered by dl four marks are the same, the only
difference being in the classfication of financid training sarvices, the CTM-sshowing
these in Class 36, the UK trade marksin Class 41.

26. The applicants are seeking regidration in respect of awide range of goods and
sarvices, some of which may be obtained by persond sdection, be it by sght of the goods
or promationa matter, others may well be acquired by word of mouth such as by persond
recommendation. Consequently, | would say that the visud and aurd smilarity should be
regarded as being of equa standing.



27. Themark applied for consgts of the words LOMBARD NETWORK SERVICES,
Sel- evidently this mark and the opponents earlier marks LOMBARD RISK and
LOMBARD RISK GROUP OF COMPANIES have the word LOMBARD in common o
at leadt to that extent have some visud, aural and conceptud Smilarity. However, whilst
in any comparison it isinevitable that particular ements of amark will be referred to, and
should beif they are the distinctive and dominant components, from the cases aboveit is
clear that the average consumer normaly perceives amark as awhole and that the visud,
aurd and conceptua smilarities of the marks must be assessed by reference to the overdl
impressions created by the marks.  Even dementsthat are, in themsdlves devoid of
distinctive character can have an effect on the look, sound and idea crested by amark, and
whilst they are undoubtedly identical in repect of one eement, as awhole they are
different.

28. The applicants have submitted evidence to show that in respect of financid services a
least, the word LOMBARD has, and would be recognised as having some decriptive
relevance, and particularly so when combined with LOAN, FACILITY and POLICY.
Whilgt this may well be the case to those engaged in the financid services sector,
particularly banking, | congder this would not be o in respect of the average consumer.
The remaining parts of the marks, NETWORK SERVICES, RISK and RISK GROUP OF
COMPANIES are ordinary descriptive words, the relevance of which in rdaion to the
sarviceswould be plain to see. Network services can describe, for example, services that
are provided to a network of businesses, or organisations that have a network such as
interlinked computer sysemsor intranets. Theterm ARISK{ isused in variousfidds, for
example, finance, to describe activities such as risk management, risk assessment. The
meaning of the word GROUP OF COMPANIES is sf explanatory. Accordingly, | find
that the digtinctive and dominant eement of each mark (as much by its postioning a the
beginning) is the word LOMBARD.

29. Apart from making reference to their earlier trade mark regidirations the opponents are
slent on the use that they may have made and rights that they consider that they are
entitled to daim in their marks, ingtead directing ther evidence to dismantling the
gatements and damsin the gpplicants evidence. Consequently, | am unable to say
whether their earlier trade marks are any more distinctive by virtue of the use they may
have made of them.

30. The opponents earlier marks arein repect of computer software, financia training
and financid consultancy services. Computer software and computer programs are
specificaly mentioned in the gpplication so dearly identica goods areinvolved, & leegt in
part. Theremander of the goodsin this class are dl computers or computer peripherds.
Although there is no evidence that a trader in software dso trades in hardware, | would
condder that they are S0 closdly dlied that they would be considered as smilar goods.

31. Class 35 of the gpplication covers arange of busnessinformation services, which,
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given the synergy between the business and financiad aspects of the management of a
commercid undertaking would, in my view be conddered cgpable of being provided by
one and the same undertaking and therefore, are Imilar services.

32. Class 36 of the gpplication covers arange of financid servicesdl of which inmy view
are capable of involving Aconsultancyf, and where not, are dosdly dlied, and
consequently, identical and smilar services areinvolved.

33. The sarvices in Classes 37 and 38 involve arange of sarvicesfor the ingalation
maintenance, repair and use of computer hardware. Thiswould not include any services
relating to software, which would properly fdl in Class42. Consequently, | consider the
sarvices in Classes 37 and 38 of the gpplication to be different services, but that the Class
42 of the application covers Smilar services,

34. Nether the opponents earlier mark nor the pecifications of the gpplication are limited
in any way, so notiondly at least | have to proceed on the bass thet there is commonadlity
in the channels and means by which the respective goods and services reach and appear in
the market, and aso in the rlevant consumer.

35. Taking dl of the above factors into account and gpplying the guidance of the cases
referred to, | cometo the view that given the smilarity, inter dia, in the respective marks,
overlgp in the goods and services, the identity in respect of the trade and consumer, that
should the gpplicants use the mark applied for, the public will wrongly believe thet the
repective goods'services come from the same or economicaly linked undertakings and
that thereis alikdihood of confuson. The objection under Section 5(2)(b) succeeds
accordingly.

36. My finding in repect of Section 5(2)(b) does not end the matter. That section
requires that the trade mark for which regigration is sought be at leest Smilar to an erlier
mark and to be registered in respect of goods or services that are identica or smilar for
which the earlier mark is protected. It isclear from my comments above thet | do not
consider the services covered by classes 37 and 38 of the gpplication to be amilar, and

consequently not open to objection.

37. Thereis d 0 the matter that the earlier marks relied upon by the opponents are not yet
registered. Although Section 6(1) sates that pending gpplications qudify as earlier marks,
the proviso in sub-section (2) saysthat if the earlier mark is not yet registered its status as
an earlier mark issubject to it being registered. My decison under Section 5(2)(b) is
therefore stayed pending the regidration, or otherwise of the earlier marks cited in the
grounds of opposition. Accordingly, | direct thet this decison will not take effect until

one month following the date of regidration of any d trade mark numbers CTM 272302,
CTM 265199, UK 2100513 and UK 2100514. Should any of the earlier trade marks
achieve regidration the application is ill free to proceed for the services covered by
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Classes 37 and 38, and in such an event the gpplicants are required to file a Form TM21
requesting the deletion of Classes 9, 35, 36 and 42 from the gpplication. However, if none
of the opponents earlier marks achieve registration the application will be free to proceed
as published

38. In the event that any of the earlier trade marks become registered, | order that the
goplicants pay the opponents the sum of , 835 as a contribution towards their costs. This
sum to be paid within seven days of the expiry of the goped period or within seven days of
the find determination of this case if any gpped againg this decison is unsuccessful.

Dated this 16" day of August 2002

Mike Foley
for the Registrar
The Comptroller General
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Number Mark

272302 (CTM) LOMBARD RISK 9

265199 (CTM) LOMBARD RISK 9
GROUP OF COMPANIES

2100513 LOMBARD RISK

2100513 LOMBARD RISK

GROUP OF COMPANIES

Class

41

4

Annex
Specification
Computer software.
Finandd training and
financid consultancy
services.
Computer software.
Fnandd training and
financdia consultancy
services.
Computer software.

Financid consultancy
services.

Fnandd training
sarvices
Computer software.

Financid consultancy
services.

Fnandid traning
services.



