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TRADE MARKSACT 1994

IN THE MATTER OF Application No. 2111872
by News Group Newspapers Limited
toregister aTrade Mark in Classes 16 and 38

AND

IN THE MATTER OF Opposition thereto under No. 46861
by Sun MicrosystemsInc

BACKGROUND

1. On 4 October 1996 News Group Newspapers Limited applied to register the following
series of two trade marks:

THE SUN FOOTBALL FOOTBALL
THE SUN'SFOOTBALL FOOTBALL

in Classes 16 and 38 of the register for the following specifications of services.
Class 16:

Stationery; stationery products; printed matter; periodical publications; books;
newspapers, magazines, printed journas, photographs; graphic reproductions; printed
cards, posters; transfers and decalcomanias.

Class 38

Teecommunications, information and network services, computer
intercommunication services, broadcasting by radio, teevison and sadlite,
information and advisory services relating to teecommunication services,
communication services provided by dectronic, computer, cable, teleprinter, teleetter
and dectronic mail means;, communication services provided on the Internet.

2. The application was subsequently accepted by the Registrar and published in the Trade
Marks Journd.

3. On 19 May 1997 Sun Micrasystems Inc. filed a Notice of Opposition. In summary the
grounds were:

(i)  Under Section 5(2)(b) of the Act because the mark applied for is smilar to the
following marks owned by the opponent which cover identica and Smilar services
and goods and alikelihood of confusion exists on the part of the public - registration
numbers 1188313, 1256593, 1256594, 1339862, 1502547, 1502557, 1502590,



1502623, 1502653, 1502690, 1502842, 1516151, 1588540, 1508989, 1573491,
1534825, 1543203, 1557803, 1557804, 1543204, 1534826, 1542727, 1557805 and
application numbers 1478484, 2045913, 2029125, 2042045, 2045913, 2055564 and
2109006. Details of these marks, as supplied by the opponent in the Statement of
Grounds, are at Annex One to this decison.

(i)  Under Section 5(3) of the Act because the mark applied for issmilar to the
earlier trade marks owned by the opponent and to the extent that the services and/or
goods are deemed not Smilar, regigtration of the mark in suit would take unfair
advantage of or be detrimental to, the distinctive character or the repute of the
opponent's earlier marks.

(i) Under Section 5(4)(a) of the Act by virtue of the law of passing off.

(iv) Under Section 3(6) of the Act because the application was made in bad faith.

(v) Regigration should be refused under the Registrar's discretion.
4. On 13 August 1997 the applicant filed a Counterstatement denying the above grounds.
Both sides have filed evidence and have asked for an award of costsin their favour. The
matter came to be heard on 16 July 2002 when the applicant for registration was represented
by Mr Birss of Counsdl ingtructed by Hasdltine Lake Trademarks and the opponent by Mr
Vanhegan of Counsdl ingtructed by Field Fisher Waterhouse.

Opponent's Evidence

5. Thisconsgsof a gatutory declaration by David Thompson dated 28 April 2000. Mr
Thompson is Product Sales Director at Sun Microsystems Limited, awholly owned
subsidiary of the opponent company Sun Microsystems Inc.

6. Mr Thompson explainsthat Sun Microsystems (Sun) grew through the 1980's by building
computers and developing operating systems software, computer networking hardware,
software and services and other microdectronics and quickly led the market for computers,
software and related goods and services. He adds that immediately prior to 4 October 1996,
of the world's top 25 computer companies, ranked in terms of financid turnover, Sun
occupied 20" position and a Exhibit "DTI" to Mr Thompson's declaration is an extract from
the Journd “Datamation” illugtrating this point. He states that International Data Corporation
(IDC) quote that Sunis Number 1 in UNIX workstations and Number 2 in UNIX servers.

7. Mr Thompson gates that Sun have traded in the United Kingdom since 1983 and their
activities have been advertised and have received coverage in nationd newspapers, aswell as
in computer focussed literature. He adds that goods and services are marketed under names
and marks incorporating SUN and are advertised to the public through print advertising,
digribution of promotiond literature, gppearances a exhibitions, promotiona vigts and the
sponsoring of high profile events such as motor racing.

8. Turning to the value of sales of products and services, under the name of Sun
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Microsystems and marks incorporating SUN, Mr Thompson states that worldwide since the
date of firgt use they amount to $26 billion or gpproximately £17 billion when converted. He
saysthat UK figures regarding the volume and vaue of turnover are confidentid.

9. Mr Thompson submits that, having regard to the use and reputation of SUN in the name
Sun Microsystems and the large family of trade marksincorporating SUN, he believes use of
the marks gpplied for on or in relation to business and financia servicesislikely to imply to a
business person that the services are offered by the opponent. He contends that the relevant
customers would be similar ie. companies buying hardware and software sysems aso buy in
the support services covered within the gpplication in suit. He adds that thereis dmost
adways alink between information technology and business and information services.

Applicant's Evidence

10. Thiscongsts of awitness statement by Steven Hutson dated 2 August 2001. Mr Hutson
isadirector of News Group Newspapers Limited (the applicant).

11. Mr Hutson explains that the gpplicant is the publisher of THE SUN daily newspaper
which was launched on 17 November 1964 and has an audited circulation in the period
August 2000 - January 2001 of 3,614,303, making it the largest circulation daily newspaper in
the United Kingdom. Exhibit SH1 to Mr Hutson's declaration comprises an extract from
Willings Press Guide 2001 confirming the circulation figures. This, of course, post datesthe
relevant date for these proceedings which is the date of application for the mark in suit ie.

4 October 1996.

12. Mr Hutson points out that the gpplicant has spent the following amounts on television
promotion of THE SUN newspaper in the past five years.

YEAR AMOUNT (£)
2001 (to date) 7,605,000
2000 9,173,665
1999 9,037,664
1998 9,076,868

1997 5,079,192

13. At Exhibit SH23 to Mr Hutson's declaration is a videotape compilation of advertisng for
the newspaper. He adds that these advertisements have gppeared on terrestrial and satdllite
televison channels and he goes on to list a number of these channels.

14. Mr Hutson explains that, in addition to income generated through circulation of the
newspapers, the Applicant, in common with other newspapers, rdies on the sde of
advertising space to generate revenue and in the case of THE SUN newspaper, the revenues
generated from this source are very subgtantial and the Applicant has a legitimate and bona



fide clam to regigtration of the mark gpplied for in relaion to advertisng services performed
for others. Mr Hutson draws attention to Exhibit SH.3 to his declaration which contains
details taken from Willings Press Guide 2001, showing the advertising rates for
advertisements placed in THE SUN. Mr Hutson believes that, given the fame of THE SUN
newspaper and the association between newspapers generally and advertising there is no
possibility of members of the public beieving advertising and related services, including such
services as the organization of exhibitions offered under the trade mark THE SUN emanate
from any undertaking other than the Applicant.

15. Mr Hutson goes on to say that in recent years the range of advice and information
provided by newspapers generaly and the Applicant's newspaper in particular has increased
greatly. With thisin mind, the Applicant istherefore seeking to regigter itstrade mark in
relation to the provison of financia advice, information relating to banking services such as
credit cards interest rate comparisons or mortgage offers. He adds that the Applicant has
offered its own credit card as a service to readers and has been known to offer other reader
sarvices, such as holiday insurance and exchange rate information. At Exhibit SH.4 to Mr
Hutson's declaration is an article from the Thursday 24 June 1999 edition of THE SUN
following up on financid advice previoudy given to reeders. Mr Hutson believes thet the
very extengve reputation of THE SUN newspaper in the United Kingdom serves to ensure
that there is no possibility of the confuson or association of any of these services with those
of any other undertaking.

16. Mr Hutson draws attention to UK trade marks registered by the applicant consisting of or
containing the words THE SUN, which are listed at Exhibit SH5 to his declaration, including
SUNCARD in Classes 35 and 36.

Opponent’'s Evidence in reply

17. Thisconggts of three witness statements, two from Nidl Tierney dated 2 November
2001 and 4 March 2002 and one from Fiona Gallagher dated 2 November 2001.

18. Mr Tierney isemployed by Fidd Fisher Waterhouse, the opponent's professiona
advisorsin this opposition case. In relaion to the likelihood of confusion, Mr Tierney draws
atention to Exhibit NT 1 to his statement to e-mail extracts taken from various publications
dated 1999 and 2000 (after the relevant date of 4 October 1996) relating to the opponent's
worldwide activities. He goes on to State that the goods of Sun Microsystems under names
and marks incorporating SUN are aso advertised to the public at exhibitions and through
promotiona materia provided to customers a exhibitions and a Exhibit NT 2 are examples
of such materids provided to customers a an exhibition held in September 2000 (after the
relevant date).

19. Turning to the proposed expanson of the gpplicant's services, Mr Tierney States that the
opponent has alarge number of clientsin the business and financid services industries who
use and purchase their products. The opponent had specidist teams dedling with individua
service sectors. He adds that Sun Microsystemsis the leader in network computer systems
and has become a leading supplier of computer technology throughout the world, including
the UK. He lists anumber of clients, including Abbey Nationd, Barclays Bank, Eagle Star
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Direct, Nat West Bank and Nationwide Building Society. Customers use Sun Microsystems
for risk management, securities trading, accounting, clearing and settlement, trading
information, retail banking, capita markets, wholesale banking, customer service, credit and
processing etc.

20. Fiona Gdlagher isthe Marketing Manager of the opponent. She confirms that the
opponent uses the SUN mark and other trade marks incorporating the word SUN on awide
range of computers and computer related services e.g. busness administration and
management services, database management, advertising, arranging and conducting trade
shows, advisory services and education and training. At Exhibit FG 1 to her satement area
User Guide to Sun's Services and a Sun Catal ogue both dated 2000.

21. Ms Gdlagher goes on to confirm that Sun Microsystems has alarge number of clientsin
the business and financid services industries and the manufacturing sector and provides
examples of various "household names' as clients.

22. Ms Gdlagher adso draws attention, at Exhibits 3 - 5 of her statement to publications,
success gories and exhibitions relating to the opponent, dl of which concern events after the
relevant date for these proceedings.

23. Mr Tierney has provided a second witness statement for the opponent. He saysthat in
order to highlight the strong reputation that Sun Microsystems had in the UK during the year
the applicant filed their gpplication, acopy of the Report and Accounts for the year ended 30
June 1996 for Sun Microsystems Limited is atached as Exhibit NT1 to his satement. Mr
Tierney draws particular attention to page 6 of the Report which shows that turnover of
£104,545,000 was generated for the year ended 30 June 1996 and that the cost of saleswas
£22,370,000. He adds that figures for the year ended 30 June 1995 are dso included. Mr
Tierney dso refersto the "Activities' Report in page 2 to the Report and Accounts which
dtates that “The company is engaged in the sale and service of UNIX based computers and
related products that support the distributed computing modd™.

24. At exhibit NT 2 to his statement, Mr Tierney draws attention to newspaper articles from
autumn and winter 1996 editions of the Financid Timeswhich refer to Sun Microsystems.

25. This completes my summary of the evidencefiled in thiscase. | now turn to the decision.
DECISION
26. Mr Vanhegan dropped the grounds based on the Registrar’ s discretion at the hearing.

27. | turnfirst to the ground of oppaosition based upon Section 5(2)(b) which reads as
follows

“5.-(2) A trade mark shal not be registered if because -

@ it isidentica with an earlier trade mark and is to be registered for
goods or services Smilar to those for which the earlier trade mark is
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protected, or

(b) itisgamilar to an earlier trade mark and isto be registered for goods or
services identica with or Smilar to those for which the earlier trade
mark is protected,

there exists alikelihood of confusion on the part of the public, which includes the
likelihood of association with the earlier trade mark.”

28. An ealier right is defined in Section 6, the relevant parts of which ate:
“6.-(2) ....

@ aregisered trade mark, internationa trade mark (UK) or Community trade
mark which has a date of application for registration earlier than that of the
trade mark in question, taking account (where gppropriate) of the priorities
claimed in respect of the trade marks,”

29. | take into account the guidance provided by the European Court of Justice (ECJ) in

Sabel BV v Puma AG [1998] E.T.M.R. 1, Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer
Inc [1999] E.-T.M.R. 1, Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen Handel B.V. [2000]
F.S.R. 77 and Marca Mode CV v Adidas AG [2000] E.T.M.R. 723.

It is clear from these cases that:

@ the likelihood of confuson must be gppreciated globdly, taking
account of dl relevant factors;, Sabel BV v Puma AG, paragraph 22;

(b) the matter must be judged through the eyes of the average consumer of
the goods/services in question; Sabel BV v. Puma AG, paragraph 23,
who is deemed to be reasonably well informed and reasonably
circumspect and observant - but who rarely has the chance to make
direct comparisons between marks and must instead rely upon the
imperfect picture of them he has kept in his mind; LIoyd Schuhfabrik
Meyer & Co. GmbH v. Klijsen Handel B.V. paragraph 27;

(© the average consumer normally perceives a mark as awhole and does
not proceed to andyse its various details, Sabel BV v. Puma AG,

paragraph 23,

(d) the visud, aurd and conceptua smilarities of the marks must therefore
be assessed by reference to the overdl impressions created by the
marks bearing in mind their distinctive and dominant components;
Sabel BV v. Puma AG, paragraph 23;

(e alesser degree of amilarity between the marks may be offset by a
greater degree of smilarity between the goods, and vice versa; Canon
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Kabushiki Kaisha v. Metro-Goldwyn-Mayer Inc, paragraph 17;

® there isa greater likdihood of confusion where the earlier trade mark
has a highly digtinctive character, either per se or because of the use
that has been made of it; Sabel BV v. Puma AG, paragraph 24;

()} mere association, in the sense that the later mark brings the earlier
mark to mind, is not sufficient for the purposes of Section 5(2); Sabel
BV v. Puma AG, paragraph 26;

(h) further, the reputation of amark does not give grounds for presuming a
likelihood of confuson smply because of alikelihood of association in
the dtrict sense; Marca Mode CV v. Adidas AG, paragraph 41;

0] but if the association between the marks causes the public to wrongly
believe that the respective goods come from the same or economicaly
linked undertakings, thereis alikelihood of confusion within the
meaning of the section; Canon Kabushiki Kaisha v. Metro-Gol dwyn-
Mayer Inc, paragraph 29.

30. Thereputation of atrade mark is an eement to which importance may be attached in
Section 5(2) consderationsin that it may enhance the distinctive character of the mark at
issue and widen the penumbra of protection awarded to such amark. The opponent hasfiled
evidence relating to the reputation of the marks SUN MICROSY STEMS and SUN, in
relation to computer apparatus and in particular, web stations and servers.

31. Thewords THE SUN or indeed SUN or SUN MICROSY STEMS, while obvious
dictionary words, seem to meto be inherently digtinctive in relation to the relevant goods and
services but | go on to consider whether the evidence filed demonstrates that these marks
have acquired a reputation in the United Kingdom sufficient to enhance thair intrindc merits.

32. Asmentioned at the hearing, most of the evidence filed in this oppogtion reaes to
documents and events post dating the relevant date for these proceedings (4 October 1996)
and much of it relates to the globa pogtion. As at the relevant date the opponent has not
provided details of UK figures regarding the value and volume of UK sales under its SUN or
SUN MICROSY STEMS trade marks, there are no specific examples of use of these marksin
the market place, sdles under these marks, nor examples of the marketing and promotion of
the marks. Furthermore, the opponent has not filed any independent evidence from the public
or the trade which goes to the repute of the marks.

33. At the hearing Mr Vanhegan drew my attention to the copy of the Report and Accounts
for the year ended June 1996 for Sun Microsystems Limited which wasfiled as Exhibit NT1

to Mr Tierney’ s witness statement of 2 November 2001 - paragraph 23 of this decision refers.
He referred to the high volume of sales shown in the report - turnover was £104,545,000 for
the year ended 30 June 1996 and was £86,430,000 for the year ended 20 June 1995, and also
pointed out that the “ copyright footnote” on page 13 to the document states SUN
MICROSY STEMS and SUN to be trade marks of Sun Microsystems Inc. However, while
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this Report and Accounts undoubtably shows that Sun Microsystems Limited had a

sgnificant market presence in 1994/95 in relation to “the sdle and service of UNIXT based
computers and related products....” it does not demonstrate a reputation or even any sales
under SUN or SUN MICROSY STEMS trade marks. As Mr Birss pointed out for the
opponent’s, the “ copyright footnote’ to the Report and Accounts aso makes mention of
severd other trade marks eg. SPARC, UNIX and JAVA. He added that hisown client in this
opposition is News Group Newspapers Limited but the name of the company does not
necessarily equate with or share the repute of its products e.g. THE SUN or THE TIMES, in
the market place with customers.

34. Mr Vanhegan aso drew my attention to the extracts from the Financid Times at Exhibit
NT2 to Mr Tierney’ switness statement of 2 November 2001 which he submitted, went to the
opponent’ s reputation. However, while these 1996 articles show Sun Microsystemsto be a
leading businessin the field of internet servers and computer workstations, with particular
reference to its JAVA systems and language, they do not demondirate that Sun Microsystems
have areputation, or even use, in relation to goods or services in the trade marks SUN or
SUN MICROSY STEMS in the UK. Inmy view, it does not follow that because a company
is mentioned in the financid press, that its goods or services are sold under the company
name and have a reputation under that name. | can only confirm that the opponent has
provided no actua examples of use of the trade marks SUN or SUN MICROSY STEMS in
relation to its goods and/or services.

35. The onusis upon the opponent to show that its earlier trade marks enjoy a reputation or
public recognition and on the basis of the evidence filed in this opposition | do not believe
this onus has been discharged. However, | acknowledge that the opponent’ s earlier
registrations possess inherent strengths in relation to the goods and services for which they
areregistered.

36. In essence the test under Section 5(2) is whether there are smilarities in marks and goods
which would combine to creete alikelihood of confusion. In my consideration of whether
there are amilarities sufficient to show alikelihood of confusion | am guided by the recent
judgements of the European Court mentioned earlier in thisdecison. The likelihood of
confusion must be appreciated globaly and | need to address the degree of visua, aurd and
conceptuad smilarity between the marks, evauating the importance to be attached to those
different dements, taking into account the degree of smilarity in the goods and/or services,

the category of goods and/or servicesin question and how they are marketed. | must assume
norma and fair use of the marks across the full range of goods and servicesincluded within

the respective specifications.

37. At the hearing Mr Vanhegan made it clear that the opponent’ sfelt that their strongest

case in relation to the Section 5(2) ground rested with the following four registrations:-
numbers 1502653 in Class 9; 1256594 in Class 9, 1502557 in Class 9; and 1573491 in Class
35. Details of these regidrations are a Annex Two to this decision.

38. He went on to submit that the remainder of the opponent’ s registered trade marks support
their case to areputation in afamily of house marksin the form of “Sun....”. However,
athough the common feature of the opponent’ s registrationsis the word SUN | do not
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consider it gppropriate to link these marks together in consideration of likelihood of

confuson and the possibility of imperfect recollection. 1n arecent unreported decison of the
Appointed Person - In the matter of Application No 2070392 to register a series of four trade
marks in the name of The Infamous Nut Company Ltd in classes 29 and 31 and in the matter
of Opposition thereto under No 47392 by Percy Daton (Holdings) Ltd (BL 0/411/01) at
paragraphs 35, 36 and 37, Professor Ruth Annand stated that:

“Itisimpermissible for Section 5(2)(b) collectively to group together severd earlier
trade marks in the proprietorship of the opponents.

Section 5(2)(b) speaks of regigtration being refused on the basis of an earlier trade
mark (as defined by Section 6). Thus where the opponent relies on proprietorship of
more than one earlier trade mark, the registrability of the applicant’s mark must be
congdered against each of the opponent’s earlier trade marks separately (ENER-CAP
Trade Mark [1999] RPC 362).

In some circumstances it may be possible for the opponent to argue that an element in
the earlier trade mark has achieved enhanced distinctiveness in the eyes of the public
because it is common to a“family of marks’ in the proprietorship and use of the
opponent (AMOR, Decision No 189/1999 of the Opposition Division, OHIM OJ
2/2000 p 235). However, that has not been shown by the evidence to exist in the
present opposition and cannot, as contended by Mr Walters on behaf of the opponent,
be presumed from the state of the register in classes 29 and 31.”

39. | would add that in the present case the opponent’ s evidence has not demondtrated
enhanced digtinctivenessin rdation to their earlier trade marks.

40. Turning to acomparison of the respective services and/or goods, | have to decide whether
the services covered by the gpplication are the same or smilar to the services and goods
covered by the opponent’ s registrations. My comparisons take into account that the opponent
has stated that its strongest case rests in trade mark registrations number 1502653, 1256594,
1502557 and 1573491.

41. In determining whether the services covered by the gpplication are Smilar to the goods
and services covered by the opponents trade marks | have considered the guiddines
formulated by Jacob Jin British Sugar Plc v James Robertson & Sons Ltd [1996] RPC 281
(Pages 296, 297) as set out below:

"The following factors must be relevant in consdering whether thereis or is not
amilaity:

@ The respective uses of the respective goods or services,
(b) The respective users of the respective goods or services,

(© The physica nature of the goods or acts of services,
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(d) The respective trade channels through which the goods or services reach the
market;

(e In the case of sdlf-serve consumer items, where in particular they are
respectively found or likdly to be found in supermarkets and in particular
whether they are, or are likely to be, found on the same or different shelves,

® The extent to which the respective goods or services are competitive. This
inquiry may take into account how those in trade classify goods, for ingtance
whether market research companies, who of course act for industry, put the
goods or services in the same or different sectors.”

42. Whilgt | acknowledge that in view of the CANON-MGM judgement by the European
Court of Justice (3-39/97) the Treat case may no longer be wholly relied upon, the ECJ said
the factorsidentified by the UK government in its submissions (which are liged in TREAT)
are dill relevant in respect of a comparison of goods and/or services.

43. The specifications of the gpplication in suit are in Classes 16 and 38 and the opponent’s
“grongest case” prior regidrationsarein Classes 9 and 35.

44. In his skeleton argument and at the hearing, Mr Vanhegan limited his main atack under
Section 5(2) to the applicant’ s Class 38 specification, in particular “communication and
computer and Internet communication services’. This accords with my view thet the
goplicant’s Class 16 specification does not include goods which have a smilarity with those
specified in the opponent’ s prior regigrations. While | have no evidence before me on the
issue (and the onus would have been on the opponent to provide such evidence), it does not
seem to methat it isnormd in trade for those companies engaged in the fields of computer
hardware, software or business management to aso be engaged in the business of printing
and publishing.

45. Turning to the applicant’ s Class 38 specification, while communication services and
computer and Internet communication services obvioudy utilise computers, computer
software and computerised information, it does not follow that the services are Smilar to
computer hardware or software or database management services. While, once again, | have
no evidence on the point, it does not seem to methat it isnorma in trade for those businesses
engaged in the provison of Internet or communication servicesto dso be in the computer
hardware, or software trade or in business management. In my view the respective aress of
trade have different uses and users and are not directly competitive. Accordingly, any
amilarity between the Class 38 services of the gpplicant and the goods or services of the
opponent is not of any red sgnificance.

46. | now go on to compare the marksin suit with the opponent’ s earlier trade marks, bearing
in mind the four “best casg” trade marks put forward by the opponent.

47. The marksin suit comprises four obvious dictionary words while the opponent’s
registrations comprise the word SUN, a device mark, a device mark with the word SUN
adjacent and the words SUN SITE.
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48. The respective marks must be compared as awhole and by reference to overal
impression but, as recognised in Sable v Puma AG (mentioned earlier in this decison), in any
comparison reference will inevitably be made to the ditinctiveness and dominance of
individud eements. Itis, of course, possible to over andyse marks and in doing so shift
away from the red test which is how marks would be percelved by customersin the norma
course and circumstances of trade and | must bear this in mind when making the
comparisons.

49. Onavisud and aurd comparison of the respective marks, the smilarity and differences
areplainto see. Theword SUN isacommon eement but the differences have an obvious
visua and aurd impact. Turning to a conceptua comparison, theword SUN in the marksisa
strong and memorable eement.

50. In assessing the degree of smilarity between the marks and whether it is sufficient to
giveriseto alikelihood of confusion | must consider who the average customer is and make
gopropriate dlowance for imperfect recollection.

51. Theapplicant’s Class 16 and Class 38 specifications relate to goods and services which
could be purchased by the public at large and this dso applies to the opponent’s goods in
Class 9. Accordingly, imperfect recollection could prove a possbility. However, it does not
follow that confusion would be likely, when the differencesin the respective goods and
sarvicesisfactored into the equation.

52. On aglobd gppreciation, taking into account al the rlevant circumstances, it ssemsto

me that the differences or lack of smilarity between the goods and services of the applicant

and the goods and services of the opponent is such that, notwithstanding amilarities between

the marks themsdlves, there is no likelihood of confusion to the relevant public.

53. The opposition under Section 5(2) of the Act fails.

54. Next, | go to the Section 5(3) ground. Section 5(3) of the Act reads as follows:-
“5.-(3) A trade mark which -

@ isidentical with or amilar to an earlier trade mark, and

(b) isto be registered for goods or services which are not smilar to those
for which the earlier trade mark is protected,

shdl not beregistered if, or to the extent that, the earlier trade mark has areputationin
the United Kingdom (or, in the case of a Community trade mark, in the European
Community) and the use of the later mark without due cause would take unfair
advantage of, or be detrimentd to, the distinctive character or the repute of the earlier
trade mark.”

55. Section 5(3) requires consderation of:
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0] whether the trade mark opposed isidentical with or smilar to the earlier trade
mark;

(D) whether the trade mark opposed is sought to be registered for goods or services

which are not smilar to those for which the earlier trade mark is protected;

@)  whether, and to what extent, the earlier trade mark has a reputation in the
United Kingdom;

(iv)  whether the use of the later trade mark is “without due cause’;
v) whether the use of the later trade mark:

@ takes unfair advantage of; and/or

(b) is detrimentd to;

the digtinctive character of the repute of the earlier mark.

56. Earlier inthisdecison | accepted that the respective marks are smilar and that the
respective specifications included services and goods and services which are dissmilar
(points (i) and (ii)).

57. Guidance in relation to reputation under Section 5(3) have been set out in General
Motors Corporation v Yplon SA, 2000 RPC 572, in paragraphs 23 to 27. Paragraph 26
indicates the standard that must be reached:

“26. The degree of knowledge required must be considered to be reached when the
earlier mark is known by a significant part of the public concerned by the products or
services covered by that trade mark.”

58. Thistest setsout ahigh threshold in my view and the onusis upon the opponent to prove
that its trade mark enjoys a reputation and public recognition. In the present case there are
obvious and glaring deficiencies in the opponent’ s evidence on this point - paragraphs 31 to
35 of thisdecison refer. To sum up, in relation to their trade marks the opponent has not
provided any specific details or examples of .- use of their marks; the value and volume of
sdes, the market share of their marks; the promotion and marketing of goods or services
under their marks; and no independent evidence from the public or trade.

59. Inlight of the aove | am unable to find or infer that the opponent had a reputation in the
UK a the rdlevant date, especidly taking into account the strict requirements which need to
be satisfied under Section 5(3) to expand the parameters of “normal” trade mark protection.
The opposition under Section 5(3) of the Act mugt fail on this bas's.
60. Next, the Section 5(4)(a) ground. Section 5(4)(a) states.

"5.-(4) A trade mark shdl not be registered if, or to the extent that, its use in the
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United Kingdom is liable to be prevented -

@ by virtue of any rule of law (in particular, the law of passng off) protecting an
unregistered trade mark or other sign used in the course of trade,”

61. Thelaw on the common law tort of passing off is clearly set out by Geoffrey Hobbs QC,
acting asthe 'Appointed Person’, in Wild Child [1998] 14 RPC, 455:

"A hepful summary of the e ement of an action for passing off can befound in
Halsbury's Laws of England 4™ Edition Vol 48 (1995 reissue) a paragraph 165. The
guidance given with reference to the speeches in the House of Lords in Reckitt &
Colman Products Ltd v Borden Inc [1990] RPC 341 and Erven Warnink BV v J
Townend & Sons (Hull) Ltd [1979] ACT 731 is (with footnotes omitted) as follows:.

"The necessary elements of the action for passing off have been restated by the
House of Lords as being three in number:

@ that the plaintiff's goods or services have acquired a goodwill or
reputation in the market and are known by some distinguishing festure;

(b) that there is a misrepresentation by the defendant (whether or not
intentiond) leading or likely to lead the public to believe that goods or
services offered by the defendant are goods or services of the plaintiff;
and

(© that the plaintiff has suffered or islikely to suffer damage as aresult of
the erroneous belief engendered by the defendant's misrepresentation.”

The restatement of the dements of passing off in the form of this dlassical trinity has
been referred as providing greater assstance in andlyss and decison than the
formulation of the eements of the action previoudy expressed by the House. This
latest statement, like the House's previous statement, should not, however, be treated
as &kin to agtatutory definition of ‘passing off', and in particular should not be used to
exclude from the ambit of the tort recognised forms of the action for passing off
which were not under consideration on the facts before the House."

62. Further guidanceis given in paragraphs 184 to 188 of the same volume with regard to
establishing the likelihood of deception or confusion. In paragraph 184 it is noted (with
footnotes omitted) that:

"To establish alikelihood of deception or confusion in an action for passing off where
there has been no direct misrepresentation generdly requires the presence of two
factud dements.

Q) that aname, mark or other ditinctive festure used by the plaintiff has acquired
areputation among arelevant class of persons; and
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2 that members of that class will mistakenly infer from the defendant's use of a
name, mark or other feeture which is the same or sufficiently smilar thet the
defendant's goods or business are from the same source or are connected.

Whileit is hdpful to think of these two factud dements as successive hurdles which
the plaintiff must surmount, consideration of these two aspects cannot be completey
separated from each other, as whether deception or confusion islikdly, the court will
have regard to:

@ the nature and extent of the reputation relied upon,;

(b) the closeness or otherwise of the respective fields of activity in which the
plaintiff and the defendant carry on business;

(© the smilarity of the mark, name etc used by the defendant to that of the
plantiff;

(d) the manner in which the defendant makes use of the name, mark etc
complained of and collaterd factors; and

(e the manner in which the particular trade is carried on, the class of personswho
itisdleged islikely to be decelved and dl other surrounding circumstances.

In assessing whether confusion or deception is likely, the court attaches importance to
the question whether the defendant can be shown to have acted with a fraudulent
intent, although a fraudulent intent is not a necessary part of the cause of action.”

63. Thus, to succeed in apassing off action, it is necessary for the opponents to establish that
a the rdlevant date (i) they had acquired goodwill under their mark, (ii) that use of the
gpplicant's mark would amount to a misrepresentation likely to lead to confusion asto the
origin of their goods; and (iii) that such confusion islikely to cause red damage to their
gooadwill.

64. Thusto succeed in apassing off action it is necessary for the opponent’ sfirgt of dl to
establish that at the relevant date (14 October 1996) they had acquired goodwill under their
trade mark or marks.

65. | congdered the evidence filed in relation to the opponent’ s repute in its marks and
pointed out its obvious shortcomings earlier in thisdecison. 1t ssemsto me that the opponent
falled to show areputation in its marks a the relevant date. Notwithstanding, the copy of the
1996 Report and Accounts of Sun Microsystems Limited that were filed in these proceedings,
it has dso falled to demondtrate relevant use of its marksin trade on, or directly in relation to,
its goods and services.

66. The requirement upon an opponent to demonstrate goodwill in the context of passing of f
has been considered in two recent cases. In the case of Radio Taxicabs (London) Limited v
Owner Drivers Radio Taxi Services Limited, 12 October 2001, Mr Robert Englehart QC
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sitting as a Deputy Judge in the High Court pointed out that the court was faced with “the
total absence of evidence from the wider public” and went on to find that the burden of
proving reputation with the generd public lay on the claimant. At paragraph 89 the judge

Stated:

“| consider it possible that the claimant may have built up a sufficient reputation in
the ways relied on but | cannot conscientiously put it any higher in the claimant’s
favour than that .... . Thusoneisleft to speculate Speculation is not enough. At the
end of the day the burden of proving on the balance of probabilities, the requisite
reputation with the general public in the name “ Radio Taxis’ lies on the claimant and
| find that the claimant has not discharged it.”

67. Furthermore, in the case of South Cone Inc v Jack Bessant and Others (a partnership)
16 May 2001, wherein consdering an appea from adecision of the Registrar to rgect an
opposition under Section 5(4)(a), Pumfrey Jsaid:-

“Thereisone major problemin assessing a passing off claim on paper, as will
normally happen in the Registry. Thisisthe cogency of the evidence of reputation and
itsextent. It seemsto methat in any case in which this ground of opposition is raised
the Registrar is entitled to be presented with evidence which at least raises a prima
face case that the opponent’ s reputation extends to the goods comprised in the
applicant’ s specification of goods. The requirements of the objection itself are
considerably more stringent that the enquiry under Section 11 of the 1938 Act (see
Smith Hayden (OVAX) (1946) 63 RPC 97. As qualified by BALI [1969] RPC 472).
Thus the evidence will include evidence from the trade as to reputation; evidence asto
the manner in which the goods are traded or the services supplied; and so on.

Evidence of reputation comes primarily from the trade and the public, and will be
supported by evidence of the extent of use. To be useful, the evidence must be directed
to the relevant date.”

68. | have come to the conclusion that the opponent’ s evidence does not establish sufficient
reputation or goodwill at the relevant date under its trade marks to sustain a passing off
action. Accordingly, the passng off ground fals at thefirgt hurdle and | must dismissthe
Section 5(4) (a) opposgition.

69. Findly, the bad faith ground Section 3(6) of the Act States:

“(6) A trade mark shdl not be registered if or to the extent that the applicationis
made in bad faith.”

70. In his skeleton argument, Mr Vanhegan set out the opponent’ s case under Section 3(6) as

follows

“Despite the great age of News Group'’ s application there is absolutely no evidence led
by it that it has used the mark as atrade mark at dl. Inthese rather exceptiond
circumstances and bearing in mind:
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Q the nature of News Group’s actua business,

2 there being no suggestion that there is or will be amateria change in News
Group's commercia circumstances,

3 the width of the registrations sought;

it isafair and reasonable inference to draw that News Group does not and never has

had any bonafide intention to use this Sign as atrade mark, let done as a trade mark

across the full width of the regigtrations sought.

News Group'sred interest insofar asit has oneisin the trade mark The Sun. In those
circumstances the gpplication should be refused as having been made in bad faith,
pursuant to section 3(6).”

71. Inreaion to the mark in suit, Mr Vanhegan aso submitted at the hearing that the
gpplicant’ s specification of goods and services should be limited to goods and services
relating to football as the applicant’ s intention can only be to use the mark in such amanner.

72. Inthe current opposition, Section 32 of the Act, which dedls with basic gpplication
requirements, isrelevant. Sub section (3) reads.

“The application shdl gate that the trade mark is being used, by the gpplicant or with
his consent, in relation to those goods or services, or that he has a bona fide intention
that it should be so used.”

73. In Gromax Plasticulture Ltd v Don & Low Nonwovens Ltd [1999] RPC 367, Lindsay J
considered the meaning of “bad faith” in Section 3(6) of the Act and Stated (at page 379):

“| shall not attempt to define bad faith in this context. Plainly it includes dishonesty
and, as | would hold, includes also some dealings which fall short of the standards of
acceptable commercial behaviour observed by reasonable and experienced men in the
particular area being examined. Parliament has wisely not attempted to explain in
detail what is or isnot bad faith in this context; how far a dealing must so fall-short in
order to amount to bad faith is a matter best left to be adjudged not by some
paraphrase by the courts (which leads to the danger of the courts then construing not
the Act but the paraphrase) but by reference to the words of the Act and upon a
regard to all material surrounding circumstances.

74. 1n arecent unreported decison of the Appointed Person. In the matter of Application No
2031741 by Eicher Limited - Royad Enfield Motor Unitsto register amark in Class 12 and in
the matter of Opposition thereto under No 45356 by David Matthew Scott Holder T/A

Ve ocette Motorcycle Company and in the matter of Application No 9188 by David Matthew
Scott Holder T/A Ve ocette Motorcycle Company for a declaration of invaidity in respect of
Trade Mark No 15614064 in the name of Eicher Limited -Royd Enfidld Motor Units,
paragraph 31, Simon Thorley QC in relation to Section 3(6) stated that:

“ An allegation that a trade mark has been applied for in bad faith is a serious
allegation. It isan allegation of a form of commercial fraud. A plea of fraud should

not lightly be made (see Lord Denning M.R. in Associated Leisure v Associated
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Newspapers (1970) 2 QB 450 at 456) and if made should be distinctly alleged and
distinctly proved. It isnot permissible to leave fraud to be inferred from the facts (see
Davy v Garrett (1878) 7 Ch. D. 473 at 489). In my judgment precisely the same
considerations apply to an allegation of lack of bad faith made under Section 3(6). It
should not be made unlessit is distinctly proved and thiswill rarely be possible by a
process of inference.”

75. | havelittle doubt that applying for atrade mark without the intention to use the mark on
al the goods specified amounts to bad faith, especidly given that the application form for the
registration of atrade mark requires asignature by or on behaf of the gpplicant agreeing that:

“The trade mark is being used by the applicant or with hisor her consent, in relation
to the goods or services stated, or thereis a bona fide intention that it will be so
used.”

76. | amfortified in this view by the following comment on Section 3(6) from the publication
‘Notes on the Trade Marks Act 1994 (which was prepared for the use of Parliament during the
passage of the Bill) that bad faith might be found “where the gpplicant has no bonafide
intention to use the mark, or intended to use it, but not for the whole range of goods and
sarvicesliged in the gpplication.” Furthermore, in the case of the Demon Ale Trade Mark
Application [2000] RPC 345, the Appointed Person, Mr Geoffrey Hobbs QC, held that where
the gpplicant was a person who could not truthfully clam to have a bona fide intention to use
the mark applied for as atrade mark for beer, the fact that his gpplication included aclam to
that effect was sufficient to judtify its rgection under Section 3(6).

77. Whileitisclear that bad faith can arise where there is no actud dishonesty, bad faith is
nevertheless a serious alegation and there is aclear onus on the opponent to satisfy the
Regigrar that the ground of opposition is made out. Furthermore, an objection under Section
3(6) isadifficult oneto substantiate. It is difficult for the opponent to prove a negetive; that
the gpplicant did not have an intention to use.

78. Itisclear from the Act that thereis no requirement for a mark to have been used prior to
gpplication and it is sufficient that an applicant has a bona fide intention to usethe mark. The
gpplicant for the mark in suit has not demongtrated use of the mark in relation to the Class 38
sarvices prior to the date of gpplication. However, the applicant rebuts the dlegation that the
mark was gpplied for in bad faith and Sates that thereis an intention to usethe mark in
relation to the services. | would only add that it is not uncommon for an applicant to secure
regidration of atrade mark before findisng and implementing trading plans. The opponent’s
evidence does not demondtrate the claim that the opponent has no intention to trade in the
services secified.

79. While | acknowledge the difficulties faced by the opponent in attempting to prove a
negetive, the opponent’ s evidence cannot assigt its claim in the face of the rebutta and
explanations of the applicant. As sated earlier, the onus rests with the opponent and on the
evidence before me the opponent has not shown and | fed unable to infer that, the gpplication
was made in bad faith in respect of dl or some of the goods and services for which
registration is sought. Certainly, on a primafacie basis and after taking into account the

18



evidence filed, the specifications of goods and services applied for do not appear to me to be
unduly wide or unredidtic in their scope or potentia application.

80. | go on now to consder Mr Vanhegan's submission that the specifications should be
limited to goods and services relating to football because, at the date of application, the
gpplicant only intended the mark to have been used in this manner. However, if the opponent
cannot show that the gpplicant had no intention of using the mark on al the goods and
sarvices specified, it must be presumed that the mark was intended to be used on dl such
goods and services. | see no reason to limit the applicant to a subset of these goods and
sarvices and in reaching this decison | pay regard to the following comments of Neuberger J
in the yet unreported decison in Wyeth v Knoll Aktiengesed schaft, paragraph 27:

“Over and above this, it isimportant to bear in mind that section 3(6) of the 1994 Act,
upon which the dlamant’ s case hinges, involves dleging not merdly that the gpplicant
has framed its claim to widdy, but that it was guilty of bad faith. The precise meaning
of “bad fath” may vary depending on its linguistic context and purpose, but it mug, |
think, aways involve a degree of dishonesty, or at least something approaching
dishonesty. To say that one intends to use a mark in connection with “pharmaceutica
substances’, when one intends to use the mark in connection with a pecific category
of pharmaceutica substances, does not appear to me, as amatter of ordinary language
or concept, to amount to want of good faith.”

81. The opposition under Section 3(6) falls.

82. Asthe opposition has failed the applicant is entitled to a contribution towards its costs. |
therefore order the opponent to pay the applicant the sum of £650. Thissum isto be paid
within saven days of the expiry of the apped period or within seven days of thefind
determination of this caseif any gpped againg this decison is unsuccessful.

Dated this 27" day of August 2002

JOHN MacGILLIVRAY
For the Registrar
the Comptroller-General
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ANNEX ONE

Mark No. Class Advertised in Trade Marks
Journal
SUN 1188313 9 5768 - page 1842
WORKSTATION
SUN 1256593 9 5768 - page 1843
MICROSY STEMS
SUN and Device 1256594 9 5660 - page 447
SUNLINK 1339862 9 5800 - page 6489
SUNPRO 1502547 9 6141 - page 1202
SUN and Device 1502557 9 6097 - page 8617
SUNCONNECT 1502590 9 6026 - page 3142
SUNSELECT 1502623 9 5967 - page 1762
SUN 1502653 9 6072 - page 2664
SUNPICS 1502690 9 5967 - page 1762
SUNEXPRESS 1502842 9 6006 - page 8087
SUNDISK 1516151 9 6015 - page 1323
SUNSCREEN 1588540 9 6134 - PAGE 8901
SUNWORLD 1508989 35 5982 - page 4391
SUN SITE 1573491 35 6127 - page 5423
SUNSPECTRUM 1534825 37 6013 - page 1072
SUNSERVICE 1542303 37 6030 -page 3813
SUNNETWORKS 1557803 37 6090 - page 6637
SUNSERVICE 1543204 41 6030 - page 3824
SUNSPECTRUM 1534826 42 6013 -page 1082
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SUNSERVICE 1542727

SUNNETWORKS 1557805

42

42

6014 - page 1248

6090 - page 6647

The Opponent is the proprietor of the following applications for the marks incorporating the words

SUN.

Mark No.

SUNDANCE 2045913

SUNSOFT 1478484

ULTRA/SUN ULTRA
SUNULTRA

SUN MEDIACENTER/
SUN MEDIA
CENTER/MEDIA
CENTER

SUNDANCE

SUN
MICROELECTRONICS

SUN SUN SUN
MICROSY STEMS SUN
READY/SUN
READY/SUN READY
and Device

2029125

2042045

2045913

2055564

2109006

Class
5
9
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Filing Date

22 November 1995
2 October 1991

2 August 1995

20 October 1995

22 November 1995

3 February 1996

2 September 1996



ANNEX TWO

REGISTRATION
NUMBER

MARK

SPECIFICATION OF
GOODS/SERVICES

1502653

Class: 09

Computers, computer hardware,
computer software; parts and fittings
for dl the aforesaid goods; dl included
in Class 9: but not including computer
software used principaly for
accounting purposes.

1256594

Class: 09
Computing gpparatus, computer
programmes.

1502557

Class: 09

Scientific apparatus and instruments,
computer gpparatus and instruments;,
computer hardware; computer
software; parts and fittings for dl the
aforesaid goods, al included in Class
9; but not including microscopes.

1573491

SUN SITE

Class: 35

Business management services,
computerised database management;
dtorage, retrieval and dissemination of
computerised information rdating to
computer technology; al included in
Class 35.
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