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1 Patent Number GB 2294744 B (“the patent”) was filed under the Patents Act 1977 (“the
Act”) on 5 October 1994 without claiming priority and was granted on 12 August 1998
to Colin Stephen Pownall, who is also named as the inventor. On 28 September 1999,
through his patent agents, Craske & Co, Mr Pownall filed a request under section 27(1)
to amend the specification of the patent, citing as his reason “to distinguish the invention
from new prior art which has recently come to light”. Following preliminary
consideration by the Patent Office, the amendments were advertised in the Patents and
DesignsJournal of 26 January 2000 and re-advertised inthe Patentsand Designs Journal
of 19 April 2000 to correct printing errors.

2 On 19 June 2000, notice of opposition to the application to amend was given under
section 27(5) by J Maple & Son Limited (“Maple’) through their patent agents,
Sanderson & Co. Induecourse, statements of case and the usual rounds of evidence were
filed. Both parties agreed that the comptroller should decide the matter on the papers as
filed, and skeleton arguments were filed in lieu of submissions at a hearing. | should
make clear at this point that in coming to a decision in this case, | have carefully
considered all the papersonfile.



Evidence

Evidencefiled on behalf of Maple comprises: two statutory declarationswith exhibits by
Mr Alan James Maple, a Director of Maple; two statutory declarations with exhibits by
Mr Richard Wigmore, Engineering Director of Mead Fluid DynamicsLimited; astatutory
declaration with exhibits by Mr Terence Orton, Managing Director of Maple Fleet
ServicesLimited; and astatutory declaration with exhibit by Anthony SPeck, aconsultant
engineer working in the transport industry. Evidence filed on behalf of Mr Pownall
comprises a statutory declaration with exhibits by Mr Pownall himself. (In referring to
the statutory declarations of Mr Maple and Mr Wigmore, | shall adopt the “1” and “I1”
nomenclature used in the parties' skeleton arguments.)

Preliminary Points

Before considering the substantive matter, | need first to deal with an evidential issue of
admissibility raised by Mr Pownall. The issue arises in respect of “an independent
assessment” made by Mr Peck, which was first submitted as an exhibit (RW-9) to
Wigmorel, and was subsequently refiled asexhibit ASP-1 to the statutory declaration of
Mr Peck himself.

In aletter dated 24 May 2001, the Office noted that exhibit RW-9 was a statement by Mr
Peck and therefore hearsay, and that the Hearing Officer would giveit appropriate weight
when making his decision. Mr Pownall also objected that RW-9 may constitute new
evidence beyond “evidence strictly in reply”. Subsequently, Maple filed Mr Peck’s
statutory declaration exhibiting the same independent assessment from him. They
commented that they did so to remove any doubt there can be consequent on Mr Peck’s
previousstatement (asexhibit RW-9) being hearsay. They also maintainedthat Mr Peck’ s
declaration is not new evidence but simple confirmation of the veracity of his previous
statement since Mr. Peck has now sworn that his statement istrue. They argue that Mr
Pownall has not suggested that it is not true, but merely doubts its admissibility asbeing
strictly inreply to hisown evidence. On the other hand, Mr Pownall saysthat Mr. Peck’s
statutory declaration isnew evidence, but has not identified wherethat new evidencelies.

It isno longer the case that hearsay evidenceisper seinadmissible; theissueisrather one
of theweight to begiventoit. Inany event, thefiling of Mr. Peck’ s statutory declaration
confirming his belief in the truth of his “independent assessment” would eliminate any
hearsay issue. Arguably that filing might be objectionable onthe groundsthat it waslate-
filed, but Mr Pownall has not raised that point, and in any case that would be mitigated
by the fact that it was being done to remedy a procedural infelicity.

This leaves the question of whether Mr. Peck’ s statutory declaration isinadmissible on
the grounds that it may go beyond evidence strictly in reply. Maple note that in Mr
Pownall’ sstatutory declaration he statesthat “ Pilot operated and direct acting valvescan
have the same effect in some applications. |n many applications such asthe present one
the effects are very different.” They say that the evidence in reply (Wigmore I1) refutes
that statement of Mr Pownall and backsthat up with Mr. Peck’ sindependent assessment.
Mr Pownall has not identified in what respects he considers Mr. Peck’ s statement to go
beyond evidence strictly in reply and has submitted no arguments on thisissue.
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On reviewing the evidence, | note that Mr Pownall’s evidence quoted above was in
relation to point 3 of paragraph 6.0.1 of Wigmore |, where Mr Wigmore says “Pilot
operated and direct acting 3/2 valves have the same functional effect.” Mr Pownall
disagrees and says that this is not true in the case of brake line applications where the
effects are very different. Wigmore Il says that he believes the pilot operated or direct
acting valves are interchangeable in the particular brake lock application and sought
independent advice from Mr. Peck to support hisbelief. Given that the question that Mr
Wigmore asked Mr. Peck concernsthe sametype of valve and the use of that valvein the
same application that Mr Pownall refersto in his evidence, | am not persuaded that Mr.
Peck’ s evidence goes beyond that “ strictly in reply”.

Onthebasis of these considerations, | admit Mr. Peck’ sevidence, along with all the other
evidence which has been filed.

The patent

The patent relatesto avalve, in particular asolenoid valve, for fitting in thefluid pressure
operated braking system of avehicletoimmobilisethe vehicle and resist itstheft. 1n use,
the valve is fitted in the spring brake line which supplies air under pressure to the
actuator(s) of the parking brake. When the parking brake is applied, the brake line is
depressurised and the brakes cannot be released except by re-energising the valve, thus
preventing unauthorised attempts to drive away the vehicle.

The patent specification as granted contains 11 claims which read:

“1. A valve for association with a spring brake line of a vehicle, the valve being
operable between afirst condition in which it is adapted to retain air under pressure
within the spring brake line and a second condition in which it releases air under
pressure from the spring brakeline; the valve being arranged to be energised to bring
it toitsfirst condition fromits second condition and to return to its second condition
when not energised, and further being arranged toremaininitsfirst condition aslong
as the spring brake line contains air under pressure.

2. A vave according to claim 1 comprising an actuator which is electrically
energised to bring the valveto itsfirst condition, and spring means for bringing the
valve to its second condition when the actuator is not electrically energised.

3. A valve according to claim 2 wherein the actuator is a solenoid.

4. A valve according to any one of the preceding claims comprising a body; first,
second and third ports; a first valve member moveable between a first position
wherein it provides communication between the first and second ports and a second
position wherein it prevents said communication; asecond valve member moveable
between a first position wherein it prevents communication between the first and
third ports and a second position wherein it provides for said communication; said
valve members being connected together for movement with one another between
their first and second positions.
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5. A valve according to claim 4 as appendant to claim 2 or claim 3 wherein said
actuator is arranged, when energised, to bring the valve members to their first
position.

6. A valve according to claim 4 or claim 5 wherein the valve members co-operate
with seatingsin the valve body to provide for and prevent said communication, and
thedimensions of the valve membersand seatings are sel ected so that when air under
pressure is present at the first port of the valve it overcomes the spring means to
retain the valve membersin their first positions even if the solenoid of the valve has
been de-energised.

7. A vehicle having spring brakes and avalve according to any one of the preceding
claims connected in the spring brake line.

8. A vehicleaccording to claim 7 whereinthevalveisasclaimed in claim 4 and the
first port thereof isconnected to adriver’ scontrol valve, the second port isconnected
to a parking brake actuator or actuators, and the third port connected directly or
indirectly to atmosphere for releasing air from the spring brake line.

9. A vehicle according to claim 7 and including means for automatically changing
over to an auxiliary spring brake linein the event of failure of the spring brake line,
and wherein the valve is as claimed in claim 4, with its first port connected to a
driver’s control valve, the second port connected to a parking brake actuator or
actuators, and the third port is closed or connected to atmosphere by way of a
restriction.

10. A vave substantiadly as hereinbefore described with reference to the
accompanying drawings.

11. A vehicle having avalve according to any one of claims 1 to 6 or claim 10, and
substantially as hereinbefore described.”

The proposed amendments

The request for amendment proposes a new set of four claims and consequential
amendmentsto pages 1 to 3 of the description. The principal amendment might be said
to be the amalgamation of claims 1 to 7 as granted to create proposed claim 1. The
proposed amended claims read:

“1. A valvein association with aspring brake linewhich suppliesair under pressure
to apark break actuator or park brake actuators of avehicle, thevalve being operable
between afirst conditioninwhich it isadapted to retain air under pressure withinthe
spring brake line and a second condition in whichit releases air under pressurefrom
the spring brake line; the valve comprising

abody;
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first, second and third ports, said first and second ports being connected in said
spring brakeline such that said first port receives air under pressure and said second
port supplies said air under pressure to said park brake actuator or actuators,

a first valve member movable between a first position wherein it provides
communication between the first and second ports and a second position wherein it
prevents said communication;

a second valve member moveable between a first position wherein it prevents
communication between the first and third ports and a second position wherein it
providesfor said communication, said valve members being connected together for
movement with one another between their first and second position;

a solenoid actuator which is electrically energised to electromagnetically move the
valve membersto their first positions from their second positions; and

spring means for bringing the valve members to their second positions when the
solenoid actuator is not electrically energised;

wherein the valve members co-operate with seatingsin the valve body to providefor
and prevent said communication, and the dimensions of the valve members and
seatings are selected so that when air under pressureis present at the first port of the
valve it overcomes the spring means to retain the valve members in their first
positions even if the solenoid actuator has been de-energised.

2. A valve according to claim 1 wherein the first port thereof is connected to a
driver’s control valve, and the third port is connected directly or indirectly to
atmosphere for releasing air from the spring brake line.

3. A vave according to clam 1 wherein the vehicle includes means for
automatically changing over to an auxiliary spring brake line in the event of failure
of the spring brake line, the first port of the valve is connected to adriver’s control
valve, and thethird port isclosed or connected to atmosphere by way of arestriction.

4. A valvein association with aspring brake line which supplies air under pressure
to a park brake actuator or park brake actuators of a vehicle substantially as
hereinbefore described with reference to the accompanying drawings.”

Technical background

At this point, it may be helpful to amplify a little the technical background to put the
patent in context. Wigmore | gives a succinct explanation which, at least in these
respects, is not disputed, and | quote:

“The patent refersto pneumatic braking systems of vehicles having ahandbrake that
providesan air signal to a“relay valve” whichin turn applies high volumes of air to
the actual brake cylinders. When air is applied the brakes are released and when air
is removed or lost the brakes are engaged. The handbrake mechanism is supplied
with pressurised air and when the handbrake is released, air passes to abrake relay



valve. Thisconnection uses small volumes of air and acts asa signal to operate the
relay valve and the relay valve, in turn, supplies alarge volume of air to disengage
thebrakes. When the handbrakeisapplied thissignal air isexhausted to atmosphere
and the supply feed blocked. Thiscausestherelay valveto exhaust thebrakelineair
and allowsthe brakesto apply. Therefore, if no pressurised air can reach the brake
relay valve then the brakes cannot be released. This fact is the means by which a
vehicle security or anti-theft device can be employed. However, if devicesareadded
into the vehicle handbrake line to achieve theft security by locking the brakes, then
such a device has to be designed to prevent sudden, uncontrolled, application of
brakeswhilst the vehicleistravelling. Thisrequirement isan essential qualification
to avoid the risk of accident.”

14 Wigmore | goes on:

“To prevent pressurised air reaching the handbrake relay valve, a shutoff device can
be placed in the supply line to the handbrake or in the line between the handbrake
and relay valve. Theinstallation position isaquestion of personal choice, but each
location requires a different valve construction to achieve security and safety. 2/2
and 3/2 valves may be used and likewise direct acting or pilot operated valves may
be selected.”

15 He then provides the following definitions:

“2/2 valves have two ports, an inlet port and an outlet port. When the internal
mechanism opens the valve, air flows from the inlet to the outlet port. When the
mechanism closesthevalve, air does not flow and the outlet port will retain pressure
if the line is blocked. The valve is therefore said to be a two port, two position
valve.”

“3/2 valves have three ports, an inlet port, an outlet and usualy an exhaust port.
When the internal mechanism opens the valve, air flows from the inlet port to the
outlet port (as with the 2/2 valve) and the exhaust port is blocked. When the
mechanism closesthe valve, air does not flow from theinlet port and the outlet port
is connected internally to the exhaust port. The outlet line decompresses to
atmosphere. Thevalveistherefore said to be a three port, two position valve.”

“Solenoid valves haveinternal componentsthat are operated by an electrical current
connected to a coil and armature assembly.”

“Direct acting valves are operated directly from the primary electrical input signal,
and require no other energy source to complete the valve operation.”

“Pilot operated valves use a small amount of internal air pressure to complete
actuation of the valve assembly. The air is normally controlled by an in-built 3/2
solenoid valve and allows amplification of actuation forces.”

16 Wigmore| also saysthat if it isdecided to instal the security valve after the handbrake to
prevent air reaching the relay valve:
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“3/2 valvesensureany air leakage cannot pressurisethe brakerelay valve and allows
the brake line to fully decompress in the security mode. If a2/2 valve is used, then
the brake relay line would not decompressin the security modeif the handbrake had
not been engaged. To overcomethisproblem, a2/2 valveshouldbe“Tee d” intothe
line and held open in the security mode.”

Finaly, Wigmore | states that there is a further problem with the use of electrically
operated solenoid brake valves.

“In the event of a fault occurring with the electronics, the electrical signal to the
brake valves could belost instantaneously and as aresult the brakes could suddenly
be applied when the vehicle is moving at high speed. To prevent this happening, a
non-electrical safety feature is used which keeps the operating mechanism engaged
al the while air pressure is present, even when the electrical signal is removed
deliberately or by fault. This latching mechanism is only disengaged when the air
signa is removed by applying the handbrake or by other external means such as a
pipe being deliberately cut.”

Thereason for the amendment request

Thereason given on Form 11/77 for the request is “to distinguish the invention from new
prior art which hasrecently cometo light.” The Office deemed this reason insufficient:
sinceit did notidentify the prior art, it was not possibleto determinewhether the proposed
amendments effected aproper curefor any defectsthey wereintended to cure. The Office
also reminded Mr Pownall that the allowance of amendments under section 27 was a
matter for the discretion of the comptroller and the onus was on him to make full
disclosureof all material matters. Mr Pownall responded by filing, under cover of aletter
dated 20 October 1999, further documents which he requested and the comptroller
directed should be treated as confidential under Rule 94. Rather unusually then, the
detailing of the prior art from which Mr Pownall seeks to distinguish by the proposed
amendment is not open to public inspection. There has though been further matter filed,
especially in evidence, which it has not been requested be treated as confidential.

The background to the request is given in Mr Pownall’s statement of case, and more
especialy in Mr Pownall’ s statutory declaration. He explains that following a meeting
with representativesof Maple, hereceived aletter dated 6 April 1999 from M aple' spatent
agent (Exhibit CSP.5) saying that all of the claims of the patent were either wholly
anticipated by Mapl€e s activities prior to the earliest date of his patent, or (at his choice)
wereanticipated or were not infringed by those activities. Specifically, andwith reference
to certain documents enclosed with the letter (but not exhibited), the letter in essence
contends that claims 1-3 of the patent were not valid on account of prior publication and
prior usein the United Kingdom by Maple of a pilot-operated spool valve. Mr Pownall
admits that he was aware of the Maple valve prior to taking out his patent but did not
consider it relevant to hisinvention. However, having consulted his patent agent, he says
he now recognisesthat hisoriginal claim is broad enough to encompass the Maple valve
and the amendment requested seeks to narrow the claim to exclude that prior art.
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On this basis, it seems that the prior art from which the proposed amendment seeks to
distinguish can be described as the Maple pilot-operated spool valve. Whether it is clear
precisely what construction of valve that requires | shall return to.

Opposition by Maple

The grounds of opposition to the proposed amendments set out in Mapl€e' s statement of
casearethat: (a) theapplicationtoamend failsto comply with therequirements of section
76 in that the specification as amended discloses matter which extends beyond that
disclosed in the specification as first filed; (b) the amendments do not cure the defect
stated by the proprietor, specifically the amended claimslack novelty and inventive step;
and (c) Mr Pownal has demonstrated bad faith, specifically in the timing of the
application to amend and in that he did not make afull and complete disclosure of al the
relevant facts. Accordingly, they ask that the application to amend be refused.

Thelaw

The application to amend is made under section 27 of the Act, the relevant subsections of
which are:

“(1) Subject to thefollowing provisions of this section and to section 76 below, the
comptroller may, on an application made by the proprietor of a patent, allow the
specification of the patent to be amended subject to such conditions, if any, as he
thinks fit.

(5) A person may give notice to the comptroller of hisopposition to an application
under thissection by the proprietor of apatent, and if he does so the comptroller shall
notify the proprietor and consider the opposition in deciding whether to grant the
application.”

Section 76 prohibits the addition of matter when amending a patent specification. The
subsection relevant to these proceedings reads as follows:

“(3) No amendment of the specification of a patent shall be allowed under section
27(1), 73 or 75if it -

(a) resultsin the specification disclosing additional matter, or

(b) extends the protection conferred by the patent.”

It is settled law that an amendment put forward under section 27 mugt, if it is to be
allowable, cure the defect identified by the patent proprietor as the reason for requesting
amendment. Where the reason is to distinguish from specified prior art, this means that
the amended claims must be novel and involve an inventive step when considered in the
light of that prior art. However, thelaw isalso clear that opposed amendment proceedings
should not descend into a roving inquiry into the validity of the patent. This means, |
believe, that in considering the novelty and inventive step of the amended claims | must
do so in the light of the prior art identified by the proprietor as the reason for the
amendment, and not rely on anything else.
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It is also settled law that in making an application to amend under section 27 the
proprietor is under an obligation to make a full disclosure of the circumstances leading
him to do so, and to demonstrate that he has acted in good faith. The comptroller is
obliged to take these matters into account in deciding whether to exercise discretion to
allow an amendment requested under section 27.

| shall now turn to the facts of the present case, applying theselegal principlesin thelight
of theevidencebeforeme. | shall consider each of thethree groundsof oppositioninturn.

Do the proposed amendments add new subject matter ?

In their statement, Maple make a general allegation that the requested amendment adds
matter, but go on to allege specifically that the proposed amendment to claim 1 fails to
comply with section 76 in that it discloses matter which extends beyond that disclosed in
the specification as first filed. Their argument appears to be that the word
“electromagnetically” in the proposed amendment to claim 1 which requiresthe solenoid
actuator “to el ectromagnetically movethevalve member sto their fir st positionsfromtheir
second positions’ hasno support inthe specification asfiled. Inhiscounterstatement, Mr
Pownall denies that the proposed amendment extends beyond the specification prior to
amendment. He argues that it is common knowledge that a solenoid operates by
el ectromagnetism and, by way of example, pointsout that it is clearly stated in the patent
specification on page 5, lines 14 to 16 that “the valve has been brought to the condition
shown in Figure 1 by energisation of the solenoid coil 20". However, if the word
“electromagnetically” is considered to offend against section 76, Mr Pownall asks the
Comptroller to exercise discretion and allow the word to be deleted.

This ground of opposition of added matter is not clearly argued in Maple's skeleton
argument, nor has any evidence been filed which backsit up. | note though that in his
evidence on behalf of Maple, Mr. Peck states “In any pneumatic solenoid valve, an
electro-magnetic force[my emphasis| isused to open or close orificesto admit air to, or
vent it from, the output”. Furthermore, Wigmore | at paragraph 6.3.1 says that “Both
direct acting and pilot operated solenoid valve are brought into their operating state by
the action of electromagnetic force produced [my emphasis] when electrical energy is
applied to the integral coil.”  This evidence tends to support my own view that the
presence of theword “ electromagnetic” in amended claim 1 in the context of movement
provided by a solenoid actuator does not add matter in view of the disclosure of the
specification asfiled. Hence |l do not find that in this respect, or | should make clear in
any other, do the proposed amendments offend against section 76.

Do the amendments cur e the defect stated by the proprietor?

Asl haveaready indicated, to be allowabl e the proposed amendment must curethe stated
defect. This means in the present case that the claimed invention needs to be
distinguished from the prior art identified by Mr Pownall as the reason for making the
request, both for novelty and inventive step. Maple argue that the amended claim would
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not be so distinguished from the prior art, and in particular from Maple’ sown brake lock
valves marketed before the priority date of the patent.

This necessarily brings me back to the question | flagged earlier, namely what precisely
isthe construction of the prior art that Mr Pownall is seeking to distinguish from? Both
parties seem content to refer to it as Mapl €' s pil ot-operated spool valve, but to determine
novelty and obviousnessin relation to the amended claims | need to be quite clear about
itsconstructional features. Although the evidence put in by both sidesgivesconsiderable
background to valves of different sorts used before, and indeed in some cases since, the
priority date of the patent, it does not to my mind absolutely pin down the prior art valve
construction Mr Pownall is seeking to distinguish over. As| have said earlier, it isthis
prior art, and only this prior art, which falls for consideration in these proceedings.

It seems to me that the primary information about the prior art relevant in these
proceedings liesin the documentsfiled on 21 October 1999 and which are the subject of
confidentiality directions. In addition, paragraph 6 of Mr Pownall’ s skeleton argument
ishelpful. It reads:

“6. A clear distinction should be made between:

“(i)  Thesolenoid operated pilot latching 3/2 spool valveshowninDoc.
7 appended to Sanderson & Co.’sletter of 6 April 1999 submitted in the
course of the Application to Amend (“ The Maple spool valve’). Thisis
admitted to be prior art.

(i) The solenoid operated direct acting 3/2 valve shown in Exhibit
RW-7, which was not disclosed until August 1995. [Pownall §11.]"

L ooking at the (confidential) documents, of which “Doc. 7" isone, | believeitispossible
toform aview of the Maple spool valvefromwhich Mr Pownall is seeking to distinguish.
However, aswill emergelater inthisdecision, | do not regard those documents as giving
detailed information about the construction, install ation and operation of the M aple spool
valve of sufficient precision or clarity as will necessarily enable me to reach clear
conclusions.

Novelty

Mr Pownall admitsthat claim 1 as granted is anticipated by Mapl €' s pilot-operated spool
valve. However, in thelr statement, Maple say that even if clam 1 were limited as
proposed in the application, the claim would not define subject matter which is new.
Although Mr Pownall admits that the combination of an indirect pilot operated 3/2
solenoid valve (in effect the Maple spool valve) fitted in abrake line was known prior to
thepriority date of the patent, M aple have submitted no evidencethat the prior art relevant
in the present proceedings shows that a direct-acting 3/2 solenoid valve (as defined in
amended claim 1) in association with a spring brake line was known before the priority
date. | therefore find that amended clam 1 is novel over the Maple spool valve from
which Mr Pownall seeksto distinguish.
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| should add that Maple have also aleged that the Ultra valve (which appears from the
evidence to be the name by which the valve of the patent is commercially known) was
made available to the public before the priority date of the patent, and hence that the
proposed claims are anticipated. Mr Pownall deniesin his statutory declaration that the
Ultra valve was in the public domain before the priority date of the patent, and Maple
have put forward no evidence to support their allegation. The allegation is on the
evidence before me therefore refuted. 1n any event, thisis not a matter which | believe
properly fallsfor consideration in opposition proceedings, where the issue iswhether the
proposed amendments overcome the defect identified by the proprietor. More general
issues of anticipation can and should be raised in revocation proceedings.

Inventive step

Development of the Ultravalve

Before considering whether amended claim 1 involves an inventive step, it is convenient
to outline the development of the Ultravalve asit appears from the evidence on file.

In 1992, Mr Pownall produced a manually-operated valve that could be fitted after the
standard driver’s park brake control valve. It was a 2/2 latching valve which was held
open or shut by a permanent magnet. When the valve was in the lock position, it
prevented air from flowing to the spring brakes preventing their release. The Vehicle
I nspectorate accepted thevalvein October 1993 and sales of thevalve beganin November
1993. In 1994, the valve won the Road Haulage Association TipCon 94 trophy for its
contribution to truck security and the valve was exhibited at the TipCon 94 exhibition.

During the winter of 1993/94, there were a few instances where the valve would not
release when the security system was disarmed, and on investigation it was found that
some vehicles, usualy older ones, had problems with excessive ail in the vehicles' air
system. Incold weather thisoil turned waxy likethick grease and jammed the valve core,
which was not acceptable.  Mr Pownall then began to search for an aternative. He
admits he had been aware of 2/2 and 3/2 valves for many years, both pilot-operated and
direct-acting el ectromagnetically-operated val ves, but was not aware of any off-the-shelf
valvewhich would function asrequired. He says he spent agreat deal of timelooking for
asuitable valve but none was available at that time.

Following severa months of in-house experimentation and testing he eventually hit upon
theideaof avalve which was electromagnetically operated but remained held in position
by thedifferenceinair pressure betweentheair pressureit was switching and atmospheric
pressure. He had a valve manufactured to his requirements which he tested with good
results. Thevalveonly required alow power solenoid to change state before air pressure
was applied but in the event of an electrical power lossit remained held-in downto avery
low pressure, well below the threshold at which most vehicle spring brakes would start
to apply if an air fault developed. He was so pleased with the valve that he instructed a
firm of patent attorneys to commence a patent application for the valve which was filed
on 5 October 1994. Sdles of the valve started a few weeks later in November 1994.

Mapleintroduced their spool valve at around the same time Mr Pownall was developing
the Ultravalve. He admits he was aware of the Maple valve but he thought it was too
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complicated because it was essentially two valvesin one. A pilot valve operated a spool
valve which was made fail-safe by a second air supply taken from the spool valve outlet
to keep the spool in position while air was present. He felt the bores were narrow so that
thepilot air feed could easily be blocked by contaminationintheair system, whichiswhat
he wanted to avoid. Although the solenoid of the pilot valve remained energised in
normal use, the spool valve would only moveto the operating position when thedriver’s
park brake was released to provide the necessary air pressure. Thismeant that every time
thedriver applied and rel eased the park brake the spool moved back and forth. Although
thiswas not usually an operational problem, Mr Pownall thought it would reduce thelife
of the valve.

Mr Pownall saysthat hisUItravalve providesatechnical advance over knownvalvesused
for any similar purpose. Itisasimpledirectly operated solenoid valve which, when fitted
to avehicle park brake system, isdirectly held in a safe condition by air pressure within
the braking system which holds the valve members against seatings without using pilot
ports. The valve has few components, especially moving components and seals, so that
itisvery reliable. Inaddition, the arrangement of passageswithin thevalve can besimple
and of wide bore so that it isunlikely to become blocked by any contamination present in
the air system.

Mapl€e' s arguments

Maple say that in an air control system, the use of a directly operated control valve or of
an indirectly operated control valve (a so-called pilot control valve) is no more than a
matter of design choice, with the appropriate selection being made on the basis of the air
flow requirements downstream of thevalve. They arguethat the functionality of adirect-
acting solenoid valve and an indirectly acting solenoid valve cannot in general be
distinguished in agiven application provided that the valves are properly specified for the
intended application.

They submit that Mr Pownall knew about the M apleelectrically operated brakelock valve
and would have recognised that it solved the problems that he was having with his own
earlier design of brake lock valves. They argue that it is surprising that the patent
application makes no mention of the advantages of the Ultravalve over the Maple valve.
They suggest that, if Mr Pownall had had such trouble finding a suitable valve, it would
be expected that the patent would say why no off-the-shelf valve could be used and what
was special about the Ultra valve. They argue that it was within the competence of a
pneumatics engineer at the priority date of the patent to select asuitable valvefor agiven
application and to specify suitableorificesizesfor that valve, and that claim 1 asamended
is amere selection and involves no inventive activity. They aso argue that the Ultra
valve isawholly conventional valve in construction and operation, but isjust properly
specified for the intended application. They submit that the drawings of the patent show
acrude representation of awholly conventional solenoid operated direct acting 3/2 valve
of the kind known to Mr Pownall and all other competent pneumatic engineers.

Mr Pownall’s arguments

Mr Pownall denies that the use of a directly operated or indirectly operated valveis a
matter of design choice. He points out that a spool valve does not have valve members
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which co-operate with seatings as required by amended claim 1. He says that the pilot
orifices and cross drillings in a pilot operated valve can easily be blocked by dirt in a
vehicle' sair system causing potentially catastrophic failure. He also says that a normal
direct operating valve could not be used asit would not provide any fail safefeature. He
states that he was unable to purchase any off-the-shelf valve that was suitable for the
purpose which iswhy he designed the valve.

Mr Pownall also disputes that the features of the Ultra valve are just a simple matter of

design choice or mere design detail. He denies that the decision on which type of valve
to use in this application is determined solely by considering the operating parameters
such asrequired flow rate, available space and current consumption. Hearguesthatinthe
real world, operating parameters are not the only consideration and highlights a number
of respects in which the direct-acting valve of the patent is superior to the Maple spool

valve, namely (i) reduced risk of failure dueto contamination in the vehicle sair system,

(it) small number of componentsand hence lower manufacturing and assembly costs, and
(iii) reduced wear and increased reliability. He aso arguesthat the evidence points away
from the obviousness of his valve as defined in the amended claim since the “ obvious”

route of a solenoid pilot latched spool valve was initially followed by Maple and other
manufacturers. He saysthat athough solenoid 3/2 valves were available they could not
be used without modification of theinternal spring and/or valve orificesizeto providethe
necessary safety latch. He also argues that although Maple contend that hisvalveisa
direct equivalent of their spool valvewith no advantages, they havereplaced their origina

spool valve with adirect acting valve. He notes that Maple say that their direct acting
valve could be assembled from known components supplied by Mead Fluid Dynamics
which makesit all the more surprising that they did not follow this route at the outset.

Mr Pownall argues that Mr Peck’s evidence is of dubious value because it does not
compare the Ultra valve with the relevant prior art, namely Maple' s solenoid operated
pilot latching 3/2 spool valve. He saysthat Mr Peck’ s assessment merely comparesa 3/2
direct acting valve with a 3/2 pilot operated valve which is not the correct starting point.
He also saysthat drawings 5a, 5b, 6a and 6b are presented in such away to suggest there
islittle difference between a 3/2 direct acting valve and a 3/2 pil ot operated valve, but the
comparison would only be valid if drawing 6a and 6b showed aspool valve. He argues
that, as presented, these drawings show valves with orifices and sealswhich Maple have
not shown to have been used in aspring brake line prior to the date of the patent. He also
argues that Mr Peck’s statement does not take into account the full practica and
commercia considerations which led Mr Peck to conclude, with regard to the risk of
blockage in the prior art valves, that “ thisis not attributable to its being a pilot-operated
system rather than direct-acting - only to the particular way in which it has been
connected in thisinstance.”

Mr Pownall also draws attention to the following paragraph in Mr. Peck’ s statement:

“Thevalvesused by the partiesin this matter have been connected in different ways.
The Mead valves are connected in the conventional manner, in which the supply is
isolated and output is vented to exhaust when de-energised, and output connected to
the supply when energised. The valve described in the Pownall patent specification
is arranged so that when the valve is energised the supply air is delivered to the
outlet, but when de-energised the supply air is vented to atmosphere.”
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Mr Pownall arguesthat this passage isatacit admission that the invention claimed in the
patent (as amended) does not merely involve substituting one valve for another.

The proper approach to obviousness

Although both sides in their statements of case and skeleton arguments have addressed
the issue of inventive step, neither has commented on the approach | should take to
deciding the matter. | believe | should follow the well-known stepwise approach laid
down in the case of Windsurfing International Inc v Tabur Marine (Great Britain) Ltd
[1985] RPC 59 and since adopted by the courtsin many other cases. Indeed it may bethat
because the Windsurfing approach is so well known that the parties did not refer metoit.

The Windsurfing processis set out by Oliver LJ at page 73 asfollows:

“There are, we think, four steps which require to be taken in answering the jury
guestion. Thefirstistoidentify theinventive concept embodied inthe patent in suit.
Thereafter, the court has to assume the mantle of the normally skilled but
unimaginative addresseein the art at the priority date and to impute to him what was,
asthat date, common general knowledgein the art in question. Thethird step isto
identify what, if any, differences exist between the matter cited as being “known or
used” and the aleged invention. Finally, the court hasto ask itself whether, viewed
without any knowledge of the alleged invention, those differences constitute steps
which would have been obviousto a skilled man or whether they require any degree
of invention.”

Thefirst step for methereforeisto identify theinventive concept embodied in the patent.
In the present case, | think it is fair to regard this as being contained in the features of
claim 1 as proposed to be amended. In particular, it appears to reside in a 3/2 directly-
operated solenoid valve connected in aspring brakelinein such away that whenthevalve
isenergised the supply air is diverted to the outlet, but when de-energised the supply air
is vented to atmosphere.

The next step is to assume the mantle of the skilled but unimaginative addressee at the
priority date, imputing to him therelevant common general knowledge. Itisgeneraly the
casethat expert evidenceishelpful, if not absolutely essential, to negotiate this step with
confidence. The evidence before me comes from anumber of witnessesin what | might
call the road transport industry. The extent to which they are variously independent or
unimaginative experts varies. Mr Pownall’ s position as the proprietor and inventor can
hardly qualify him as either independent or unimaginative. However, | am prepared to
regard the evidence of all the witnesses as contributing to the picture | must form of what
would be in the skilled man’s mind at the priority date.

The next step is to identify what, if any, differences exist between the matter cited as
being “known or used” and the alleged invention. In the present case, this means
comparing the Maple spool valve (as previoudy discussed) with the valve of claim 1 as
proposed to be amended. And finally | must consider whether those differences would
have been obvious to the notional skilled man. There are anumber of points| believeit
will be helpful to consider in reaching a conclusion on obviousness.
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First, | should say | am not persuaded that the evidencewholly supports M aple’ sargument
that, at the priority date, a 3/2 directly operated solenoid valve and a 3/2 pilot operated
solenoid valvewerefunctionally equivalent in agiven application provided that thevalves
are properly specified for the intended application. Certainly Maple's witnesses say as
much, but the evidence of Mr Pownall goesin the oppositedirection. Intaking adecision
on the papers, | am unable to resolve this conflict of evidence.

Secondly, | note that Mr Pownall says that although solenoid 3/2 valves were available
they could not be used without modification of theinternal spring and/or valveorificesize
to provide the necessary safety latch. It may have been within the competence of a
pneumatics engineer at the priority date of the patent, as Maple's evidence suggests, to
select asuitable valve for agiven application and to specify suitable orifice sizesfor that
valve. However, | am not confident in concluding that the use of a 3/2 direct acting
solenoid valve in place of the 3/2 indirect pilot-operated solenoid valve in brake lock
applications would be obvious.

Thirdly, Maple argue that the Ultra valve is a wholly conventional solenoid-operated
direct-acting 3/2 valvein construction and operation, but isjust properly specified for the
intended application. On the other hand, Mr Pownall argues that in the real world,
operating parameters are not the only consideration and that the Ultravalveistechnically
superior to the Maple spool valve, for example because of (i) reduced risk of failure due
to contamination in the vehicle' sair system, (ii) small number of components and hence
lower manufacturing and assembly costs, and (iii) reduced wear and increased reliability.
Which view is the correct one depends crucially on the view a skilled man would take.
Absent independent expert evidence, or cross-examination of the witnesses whose
evidence conflicts, | do not feel able to reconcile this conflict of view.

Fourthly, Maple arguethat theway the Ultravalveisconnected into the brakelineismere
selection and involves no inventive activity. However, | note from Wigmore | and Mr.
Peck’ sstatement that theval vesused by the partieshave been connected in different ways.
The Maple valve and the valves exhibited at RW-2, RW-3 and RW-5 are connected in
what Mr Peck calls the conventional manner, in which the supply is isolated and the
output is vented to exhaust when de-energised, and the output is connected to the supply
when energised. However, in the amended claims, the valveis connected in adiverting
mode so that when thevalveisenergised the supply air isdelivered to the outlet, but when
de-energised the supply air isvented to atmosphere. | also note Mr Peck’ s statement that
the latter arrangement provides a safer system asit vents air from the hand brake lever
directly to atmosphere so that it cannot release the brake. In the former arrangement, he
saysthereisarisk of thevehiclerolling if there is spurious activation of the solenoid. It
appears to me on the evidence that the way the valve is connected in the brake line
according to the amended claim does confer a technical advantage which would not be
obviousto the skilled man at the priority date.

On the basis of these considerations, | am not persuaded that Maple has shown, on the
balance of probabilities, that theinventive concept embodied in claim 1 as proposed to be
amended would have been obvious to the skilled man at the priority date.

Hasthere been bad faith?
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| turn now to the submission by Maplein their statement that Mr Pownall * has displayed
bad faith”. Thisallegation is made on two grounds. Theisfirst based on the seeking of
the amendment of the patent only as recently as 28 September 1999. Maple allege that
Mr Pownall was aware of matter available to the public before the priority date of the
application which anticipated claim 1 (at | east) of the patent asgranted. Specifically, they
submit that the prior art had not “recently come to light” as stated on the Form 11/77.
Maplesay that Mr Pownall and themselves, aswell astheir associated organisation Maple
Fleet Technology, are in business in the same area of industry, marketing directly
competing products into the same marketplace. They say that Mr Pownall could not
reasonably be presumed not to have known about the prior art identified in Sanderson &
Co.’sletter (exhibited asCSP.5) prior to those mattersexpressly being stated in that | etter.
Maple assert that Mr Pownall beyond all doubt knew of their own products before being
notified in some detail of those products by Sanderson & Co. The second ground is that
Maple say that Mr Pownall’ sfailure at the outset to identify the prior art on Form 11/77
showed alack of candour. Consequently they submit that, in making the application to
amend, Mr Pownall did not make afull and completedisclosure of al relevant factswhich
would have enabled the comptroller properly to exercise discretion in allowing (or not
allowing) amendment of the patent as requested in the application.

In his counterstatement, Mr Pownall does not dispute that he was aware of Maple' s pilot
operated spool valves but says he did not consider them to be relevant to hisinvention.
He says that the relevance of the Maple valve only cameto light when explained to him
in the letter sent to him on behalf of Maple by Sanderson & Co. dated 6 April 1999. In
his evidence, he says that since Sanderson & Co explained to him, and his present patent
attorneys Craske & Co confirmed, that hisoriginal claim was broad enough to encompass
theoriginal Maplepilot valve, henow appreciatesthat should havedrawntheMaplevalve
to the attention of the attorneys who prosecuted the patent application. He did not do so
earlier smply because hefelt it was not relevant. He saysthat, from his point of view, he
had asked them to patent his Ultravalve and that was what he thought his patent covered,
nothing more and nothing less. He submits that “bad faith” cannot exist in relation to
prior art which is honestly and sincerely believed to be irrelevant.

Maplein their skeleton argument draw my attention to Kimberly-Clark Worldwide Inc v
Procter & Gamble Ltd (No. 2) [2001] FSR 22. In this case, which concerns the
amendment of apatent after grant, but inthe course of infringement proceedings, Pumfrey
Jsad at page 343:

“It isnot amatter of criticism that the broadest claim formulated has bare novelty if
the Patent Agent considersthat it could be successfully prosecuted through the Patent
Office. Thatishisjob. What is blameworthy isto formulate a claim which covers
that which is old, to the knowledge of the applicant.”

Maple argue that the failure of Mr Pownall to tell his patent agent about the Maple valve
is blameworthy conduct and that | should exercise the comptroller’ s discretion to refuse
to allow the amendments. They contend that one must presume Mr Pownall read the
specification prepared by his patent agent and if so, he cannot honestly say that he thought
his patent covered his Ultra valve, nothing more and nothing less.
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Although Mr Pownall admitsthat he was aware of the Maple valve before his patent was
filed, it seemsto me, in the light of the Kimberly-Clark judgment, that if | amto find his
conduct blameworthy, then | must be satisfied that he would have realised that the claims
of the specification prepared by his patent agent covered the Maple valve. Although on
oneview it may have been surprising that Mr Pownall did not tell his patent agent about
the Maplevalve, on the basis of the papers before me, | do not think | can necessarily and
soundly infer that Mr Pownall would have understood the claims, or even that he had read
the specification. | recognisethisreects Maple' ssubmission that “one must presume Mr
Pownall read the specification”, but | cannot work on mere presumption, only on the
balance of probabilitiesbased on the evidence beforeme. Inthiscase, | amnot persuaded,
on the balance of probabilities, that it is safe to conclude that Mr Pownall did read the
specification beforefiling, or if hedid what hethought of it. | do not therefore accept that
he showed bad faith at the time of filing the patent application or up to the point when the
application to amend the patent was filed.

The other ground Maple put forward isalack of full and frank disclosure in making the
application to amend, in particular because Form 11/7 is unspecific about the prior art
sought to be distinguished from. However, it is clear from the papers that Mr Pownall’s
initial lack of specificity was motivated by adesirenot to release confidential information
into the public domain, and he was quick to provide the necessary information when
requested by the Patent Office to do so. | can see no bad faith on this ground either.

Conclusions

In summary, having considered al the evidence and argument before me, | am not
persuaded that the proposed amendment adds matter contrary to section 76 or fails to
distinguish from the prior art which motivated the application to amend, or that Mr
Pownall has acted in bad faith such that the proposal to amend should be refused as an
exercise of discretion. | therefore allow the request to amend the patent.

Costs

In their statements, both parties have asked for an award of costs. Costsin proceedings
before the comptroller are usually awarded to the successful party on acontributory basis
derived from a published scale. | see no reason in the present case to depart from that
standard practice. Applying the scale of costs set out in Annex A of Tribunal Practice
Notice 2/2000, | therefore order Maple to pay to Mr Pownall £800 as a contribution
towards his costs. This sum should be paid within seven days after the expiry of the
period for appea against this decision, except that if an appea is lodged, payment is
suspended pending the outcome of the appeal .

Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any appeal against
this decision must be filed within 28 days after the date of this decision.



SN DENNEHEY

Divisional Director, acting for the Comptroller



