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PROCEEDINGS
Reference under section 12 of the Patents Act 1977 in
respect of patent application number PCT/GB2002/00725

HEARING OFFICER P Hayward

DECISION

This decison is concerned with the question of whether | should strike out a reference under
section 12 for want of prosecution.

Background

Patent gpplication number PCT/GB2002/00725 (now published as W0O2002/066143) was
filed on 20 February 2002 in the name of Kenneth William Grunwell. On 24 January 2003
Spaclean Limited (* Spaclean”) made a reference to the comptroller under section 12 of the
Patents Act 1977, submitting that it was entitled to be granted any patents for the invention,
or at least was entitled to an exclusve licence. This reference was opposed by Mr Grunwell.
The usud evidence rounds followed, with Spaclean filing the fina round of evidence (ieits
evidence in reply) on 5 January 2004.

| should perhaps record that, behind the scenes, there were a number of changes to the
parties representatives. Initialy, Spaclean was represented by Boult Wade Tennant and Mr
Grunwdl by Wilson Gunn M’ Caw. However, on 15 April 2003 the Patent Office was
informed that Mr. Grunwell would be representing himself and on 25 September 2003 that
he was being represented by Class Law Solicitors LLP. Later, on 19 April 2004, Boult
Wade Tennant informed the Patent Office that they were no longer representing Spaclean



and that correspondence was to be sent to the address of Lord Harry Odone, adirector of
Spaclean.

The evidence rounds being complete, on 6 January 2004 the Patent Office issued aletter to
both sdes inviting them, by 30 January, to agree amutualy convenient dete for the hearing,
nominate representatives, and say whether they were seeking to cross examine any
witnesses. No proposals were received because the representatives of both sides reported
that they were unable to obtain ingructions from ther clients.

The Patent Office |etter of 6 January warned the partiesthat if they failed to come up with a
date by the deadline of 30 January, the Patent Office would smply set one of itsown
valition. Accordingly | directed that the hearing should take place on 5 May 2004 and both
sides were so informed in a Patent Office letter dated 23 March 2004. Thet letter told the
partiesthat if they did not wish to continue contesting the case, they should tell both the
Office and the other Sde as soon as possble, warning that failure to do so could be reflected
in an adverse cogts order if the other Side were put to unnecessary trouble as aresult. It dso
gave them the option of having the matter decided on the papers.

Nothing was heard from either sde until 19 April, when, as mentioned above, Boult Wade
Tennant informed both the Patent Office and the other Sde that they had ceased to act for
Spaclean. The Office wrote to the new address for service that had been supplied (ie that of
Spaclean’ s director, Lord Odone) to confirm that it had been notified of the change. Shortly
afterwards, on 28 April, Class Law Solicitors, on behdf of Mr Grunwell, sent aletter flagging
up aprdiminary point that his counsd wanted to raise at the hearing.

Conscious that no communication had been received from the claimant, on 28 April 2004, a
week before the date appointed for the hearing, the Patent Office wrote to Spaclean at the
address of Lord Odone, saying that unlessit confirmed by 11.00 am on 4 May that it was
mantaning its clam, it would be assumed that it wished to withdraw from the proceedings
and that they would be struck out subject to costs. This letter prompted a telephoned
response on 29 April from Lord Odone s secretary, explaining that he was in the United
States and was unwell. He would therefore not be able to attend the hearing.

Concerned that this Smply left everything in mid air, the Patent Office immediately wrote to
Spaclean, requested medica evidence of the nature and probable duration of Lord Odone's
iliness and an indication of when he would be available to resume his dutiesin relation to the
case. Despite areminder issued on 14 May, there was no response. On 17 May, both
sides were informed that the case would be referred to me with a view to striking out for
want of prosecution and offering two weeks for submissions of cogts. The defendant
responded to thisinvitation, but nothing was received from the clamarnt.

Ruling

| must now consider whether to strike out. This reference has been initiated by the clamarnt,
and so the onusis on it to prosecute the case diligently. Since filing the evidence in reply in
January, Sx months have passed by with no response or action from the clamant. In
particular, it failled to do anything about setting a hearing date, and then when the Office had
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gppointed one, made no attempt to say it couldn’t make the date until the Officeitsef tried to
find out what was happening. That generated one telephone call from a secretary, but that
was the end — there has been no response to the correspondence sent subsequently.

If the clamant was a private individua and if there was evidence thet the individua was
serioudy ill and had been unable to manage his affairs throughout this period, that might be
forgivable. However, the claimant is a company, not a private individua, and one doesn't
expect a company to go through lengthy periods when no one is managing the company’s
affairs. Moreover, insofar as respongbility for the company’ s affairs may rest primarily with
Lord Odone, | have been given no evidence to suggest that hisillnessis so severe and 0
prolonged that he has been unable to respond to any of the correspondence sent since 6
January, despite an invitation to supply evidence about hisillness. | am satidfied that this
conduct amounts on the part of the clameant to an abuse of process. It would be unfar to
leave the defendant in his current Sate of uncertainty for any longer, and | therefore Strike out
the proceedings for want of prosecution

Costs

The defendant is clearly entitled to costs, and he has provided a schedule of the actua costs
he has incurred, amounting to over £12,500. In proceedings before the comptroller, it is
long-established practice that costs awards are guided by a published scale, so long as
neither party has behaved unreasonably in the way it has conducted the proceedings. The
proceedings went smoothly up to the final round of evidence, and | can see nathing in either
side’' s behaviour that would warrant a departure from the scale for events up to that stage.
Thereafter Spaclean’ s behaviour has not been acceptable, and this has caused the defendant
to incur codts - in indructing counsd — that could have been avoided if Spaclean had
withdrawn its reference rather than Smply doing nothing. 1 do not think this entities Mr
Grunwdl to costs higher than he would have received had the hearing gone ahead and
resulted in a decision adverse to Spaclean. Accordingly | fed the correct gpproach isto stay
with the scale, but cdculate costs as though the hearing had gone ahead. On that basis, |
order Spaclean Limited to pay Kenneth William Grunwell the sum of £2300 as a contribution
to hiscogts. Thismugt be pad within five weeks.

Appeal

Under the Practice Directionto Part 52 of the Civil Procedure Rules, any apped must be
lodged within 28 days.

PHAYWARD
Divisond Director acting for the Comptroller



