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Introduction

The grant of the patent in suit, GB 2314392 entitled “ Joint”, was announced in the * Patents
and Designs Journd” on 19 July 2000. The patent is concerned with a plumbing joint
suitable for usein centra heating systems. The present application to revoke the patent was
filed on 4 March 2002 by afirm of patent agents, Edward Evans Barker (“EEB”), trading
snce 1 April 2004 as part of Marks & Clerk plc. The application was accompanied by a
statement of case setting out the grounds for revocation.

The patent was origindly applied for on 6 June 1997 in the name of Artform Internationa
Limited, but the application was then assigned successively to Lancashire Fittings Limited, to
Easyrad Limited, and then to the named inventor Paul Anthony Davidson, to whom the
patent was eventually granted. The patent was assigned to the defendant Oystertec plc
(“Oydertec”) on 6 February 2001. Oydertec were ill named on the register asthe
proprietor a the time the gpplication for revocation was made, and till remain the
registered proprietor.

Thegroundsfor revocation



3 The clamant seeks revocation under sections 72(1)(a), (c) and (d) of the Act on the grounds
that:

« thedleged invention asclamed in “at least clams 1 to 14 and 15" of the patent is
not new, or dternatively is obvious and does not involve an inventive step, having
regard to German Offenlegungschrift No 2052034 published on 25 November 1971
(“the OLS’) and European Patent No 0039476 published on 17 April 1985 (“the
EP’) and (for lack of inventive step) common generd knowledge;

* the specification of the patent does not disclose the dleged invention clearly enough
and completely enough for it to be performed by a person skilled in the art; and

« the matter disclosed in the specification of the patent extends beyond that disclosed
in the gpplication for the patent asfiled.

The history of the proceedings

4 The revocation proceedings have not proceeded smoothly, for reasons which | will briefly
explain. At the outset, before filing a counter-statement the defendant disputed the
entitlement of EEB to bring proceedings in its own name without disclosing the name of
anyone for whom they might be acting. This digoute was settled in favour of EEB by a
preliminary decision of the comptroller on 25 July 2002 and an gpped by the defendant
againg this decison was dismissed by the Patents Court on 31 October 2002.

5 The defendant Oystertec then filed a counter-statement on 28 November 2002 in which it
proposed amendments under section 75 of the Patents Act 1977. Supplementary
satements were subsequently filed by the claimant and defendant, and, after an extenson of
time had been dlowed, the claimant filed its evidence on 31 March 2003.

6 At this point the proceedings became complicated by the existence of parale entitlement
proceedings in the Patents Court, as a result of which the defendant requested and was
dlowed an extenson of time for filing its evidence. The defendant eventudly filed its
evidence on 21 November 2003. The clamant filed its evidence in reply on 10 February
2004, and aso raised concerns about the defendant’ s gpplication to amend the patent and
its evidence.

7 Attempts by the Patent Office to arrange a substantive hearing of the gpplication for
revocetion then foundered because of uncertainty as to who was now the proprietor of the
patent. Oystertec wrote through its solicitors Berg & Co (who had acted for them in the
court proceedings) on 4 March 2004 saying that since the court’ s find judgment on 19
December 2003 had returned the patent to a previous proprietor, Easyrad Limited
(“Easyrad”), it intended to take no further part in the proceedings. However, the Office
noted that Oystertec remained the registered proprietor, and wrote to the parties and to
Easyrad on 17 March 2004 to seek clarification of the position.

8 I will not attempt to go through every detail of the substantia correspondence which ensued,
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but the podition as | undergtand it is that the court judgment did not order legd transfer of the
patent to Easyrad but ordered Oystertec to pay “ equitable compensation”. Oystertec saysit
isunwilling to do this, but is prepared to recognise Easyrad' s better claim to proprietorship;
it has therefore offered either to formally assgn the patent to, or buy it from, Easyrad, but
these offers have been refused. Oystertec does not believe that it is a proper person to
defend the proceedings but is prepared to cooperate with Easyrad.

The only communication received from Easyrad was via solicitors DLA representing the
minority shareholdersin the firm. DLA say ther dlients will accept an assgnment from
Oydtertec, but will require a court order to do so - they would not however then wish to
participate in the revocation proceedings. No other communication has been received from
Easyrad or anyone purporting to act for it, or from the inventor Mr Davidson to whom the
Office dso wrote as having apossble interest in Easyrad.

The clamant was agreeable to a decision being made on the basis of the papers on file (see
letter dated 11 August 2004, enclosing a number of further documents for consderation). In
the absence of anyone on the defendant’ s Side who gppeared to have any interest in the
proceedings, the Office proposed in aletter of 29 September 2004 to treat them as
undefended and sought submissions from the parties asto costs. No further correspondence
was received from the defendant, but the claimant maintained a request for costs.

The documentsto be consider ed

Although the gpplication for revocation is not now being defended, | must consider whether
the clamant has made out a case and whether it is contradicted by any of the documents
available to me on thefile of the proceedings. | will however proceed on the basis thet the
defendant no longer wishes to amend the specification (and as | explain below | do not think
the amendments that it has previoudy proposed under section 75 are alowable anyway).
Except where specificaly mentioned, my analyss below therefore rdates to the patent in the
form in which it was granted (taking account of the correctionsin GB 2314392 C published
on 29 October 2001).

The evidence before me conssts of witness statementsin chief and in reply from George
Phillips for the dlamant, and witness statementsin chief from lan Walch and Michael Robert
Harrison for the defendant. Mr Phillips and Mr Wach are providing evidence as experts.
Mr Harrison is apartner in the firm of patent agents Harrison Goddard Foote, who have
been responsible since October 1997 for the prosecution of the patent gpplication.

Mr Phillipsis an independent consulting engineer with 45 years experience of contracting

and consultancy in various areas of building services including plumbing; he says that he does
not know any of the partiesin abusiness or socid capacity. Mr Walch has been a senior
manager with the building services design and indalation company Lorne Stewart plc, for 13
years and has particular respongbility for the specification of products including centra
heating sysems. He saysthat he hasin the course of hiswork dedlt with Oystertec following
a chance meeting with the inventor Mr Davidson, and has attempted so far with little success
to get Lorne Stewart’ s designers to specify the Figure 3 product - which he regards as very
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innovative and offering substantia benefits over what was dready on the market - in
plumbing sysems.

| congder thet the evidence of both Mr Phillips and Mr Wach isadmissble. However,
without the assistance provided by cross-examination | can only take the evidence at face
vaue and give it such weight as gppears appropriate in al the circumstances. | am broadly
satisfied that Mr Wach is giving an objective view despite his previous involvement with Mr
Davidson and with Oystertec. That said, | suspect that some of his conclusions on the
relationship between the patent and the prior art may be coloured by his enthusasm for
Oydtertec’ s products, and | have treated this aspect of his evidence with caution.

The letter filed with the claimant’ s letter includes a skeleton argument, prepared in
expectation of a hearing, on the ground of added matter, and a copy of aletter dated 11
May 2004 to the European Patent Office in connection with a co-pending European patent
goplication. | should say that | do not place any greet reliance on the argumentsin this letter,
save for the eaboration (which | discuss below) of what the claimant believes to be common
generd knowledge in the art.

The amendments made befor e grant

Before dedling in detail with the arguments submitted, it will be hepful to examine the
differences between the gpplication asfiled and granted. The patent is concerned with a
joint for connecting a pipe to a hollow structure so that relative axid movement between
them ispossible. It is particularly suitable for connecting verticaly extending water feed and
return pipesto the vaves of a central heating radiator o as to enable the radiator to be
raised to disengage it from the means which normaly hold it to the wall, and can be used in
conjunction with other forms of joint so asto dlow the radiator to be both lifted and svung
outwardly to alow access to the wall behind for maintenance or decoration without the use
of tools and without needing to loosen any plumbing connection.

The specification of the patent as filed on 6 June 1997 shows three specific joint
congructions. Figure 1
2 H,HK
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Is stated to show “a cross-section through the joint of the invention”, and is used to connect

aradiator vave 11 having a
tubular inlet (or outlet) 12 witha
feed (or return) pipe 13.
Fgures2 and 3

are dated to show *“ cross-sections through two forms of joint with which the joint of Figure
1 might be used”.

Clams 1- 4 of the gpplication asfiled (with my addition in brackets of the reference
numeras in the corresponding figures) read :

“1. A joint for connecting a pipe (13) with ahollow structure having atubular inlet (12)
thereto comprising a tubular member (15) adapted to engage the inlet and having an
outwardly directed circumferentid flange (16) spaced from itsinner end and adeeve
member (20) adapted to be secured with said inlet and having an inwardly directed
crcumferentia flange (22) at its outer end and adapted to overlie the outwardly
directed flange on the tubular member, and an O-ring sedl (24) between the tubular
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member and internd surface of theinlet, the inwardly directed flange of the deeve
member being outwardly spaced from its connection with the inlet to permit axia
movement of the tubular member relative to the inlet.

2. A joint according to clam 1 wherein the deeve member has an internally threaded
portion (21) at itsinner end adapted to engage a threaded bore (14) on the outer
surface of the tubular inlet.

3. Joints according to clam 1 or clam 2 when fitted between verticadly extending feed
and return pipes and the valves of a central heating radiator.

4. Joints according to claim 3 in combination with joints connecting the radiator valves
by pipes with hollow pipe receiving structures secured to the radiator and each
comprising adeeve member (114) adapted to be secured to the hollow structure, a
tubular member (115) adapted to extend through the deeve member and an O-ring sedl
(124, 151) between the deeve member and tubular member, the tubular members
being connected with said pipes’.

The joints oecified as part of the combination of claim 4 include the congtructions of Figures
2 and 3 in which the pipe recaiving structure is a hollow sphere 110 and is rotatable with the
deeve 114 around the tubular member 115, so asto alow the radiator to be swung
outwards as mentioned above as well aslifted verticdly by the joint of Figure 1. In Figure 2
the deeve is screwed into the hollow structure and abuts againgt a flange 120 on the tubular
member, which aso has an extension 121 abutting the inner wall so that the member is
congrained againg axid movement. In Fgure 3 the tubular member isin the form of athin-
walled tube with a deformed end condtituting the flange 120 and the O-ring sedl 151 is
provided in agroove on the deeve; thereis nothing in Figure 3 corresponding to the
extension piece 121 in Figure 2, from which it would gppear that the tubular member is
axidly movable dthough thisis not goecificaly mentioned in the description.

Clams5-13 are dl dependent back to clam 4 and relate to subsidiary features of the
congructions of Figures 2 -3. No clam is made to any of the congtructions of the Figures
themsalves or to the invention as described.

Amendments to the clams adong the lines of those eventudly granted were published with the
gpplication on 24 December 1997, and further amendments were made during prosecution
of the gpplication before the Patent Office.

Clams 1 - 4 of the granted patent (as corrected in GB 2314392 C published on 29 October
2001) read as follows (with my additions in brackets which particularise the integers of clam
1in the same way as the clamant does in the gpplication for revocation, and dso identify the
corresponding festures in Figure 3, which as explained below is the congtruction of particular
interest to the defendant):

“1. Ajoint (a) for interconnecting a pipe or other tubular dement with a hollow
structure having a threaded tubular inlet thereto, (b) the joint comprising a tubular



23

24

25

ended member (115) associated with the pipe (¢) an annular sedling member (114)
provided with first and second sedling means, (d) said first sealing means (118) being
for seding engagement between said annular sedling member and said inlet and (€) sad
second sedling means (151) being for seding engagement between said annular seding
member and said tubular member, (f) said annular sealing member having a threaded
portion for engagement with said threaded tubular inlet, (g) said second sedling means
engaging an outer surface of the tubular member (h) whereby sedling engagement may
be effected between said sedling member and said tubular member over a plurdity of
relaive axid pogtions therebetween, (i) the tubular member being provided with an
outwardly directed circumferentia flange (120) to limit the extent of relative axid
movement between said tubular member and said seding member.

2. A joint according to dam 1 wherein the annular sedling member has an interndly
threaded portion at its inner end adapted to engage a threaded bore on an outer surface
of the tubular inlet.

3. Ajaint according to clam 1 or clam 2 when fitted between a verticdly extending
feed pipe or return pipe and avave of acentral heating radiator.

4. A joint according to clam 3 connecting the radiator valve by a pipe with ahollow
pipe receiving structure secured to the radiator, the joint comprising a deeve member
adapted to be secured to the hollow structure, atubular member adapted to extend
through the deeve member and an O-ring sedl between the deeve member and an O-
ring sed between the deeve member and tubular member, the tubular member being
connected with the pipe.”;

clam 4 istherefore no longer a clam to a combination of two different joint congtructions.
Clams5 - 13 are unchanged, and new claims 14 and 15 have been provided asfollows:
“14. A joint according to clam 1 and substantialy as hereinbefore described.

15. A joint subgtantidly as hereinbefore described with reference to any of Figures 1,
2 and 3 of the accompanying drawings.”

The description is unchanged except for the replacement of statements corresponding to
clams1 - 4, so asto correspond with the new clams. In particular, the specific description
of Figures 1 - 3 dill states that Figure 1 condtitutes a joint according to the invention and that
Figures 2 - 3 arejoints with which it may be used.

Arguments and analysis

Added subject matter

It will be convenient to ded firg with this ground, since it follows neturdly from the
explanation above of the amendments and seems to me to be centrd to the case for
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revocation. The clamant contends that the amended claim 1 recites a number of features
neither present in claim 1, nor disclosed in the specification as origindly filed, and omitsa
number of features that were originaly disclosed as essentid to the invention. In the result,
the clamant says, the origind inventive concept has been changed so that claim 1 now
coversajoint as exemplified in Figure 3 (but not Figure 2), rather than Figure 1 aswas
originaly the case. (I observethat in Figure 2 the O-rings condtituting the second sedl are
located in grooves on the tubular member 115 rather than on the annular seeling member
114 asrequired by integer (C) of claim 1.) The clamant believes that the amendments
originated because the inventor wasin late 1997 trying to exploit ajoint of the Figure 3 type
and redised that the daims as origindly filed would not give him effective protection for it.

The defendant does not dispute that the intention behind the amendments was to protect the
congtruction of Figure 3. Indeed Mr Harrison states in his evidence (paragraph 3) that when
he looked at the claims of the patent gpplication, he appreciated that claim 1 did not clearly
cover the Figure 3 embodiment. However, the defendant considers that it would have been
implicit to the skilled person that the Figure 3 joint could be used as a tand-done joint, even
though not expressy mentioned, and that it was therefore entitled to amend the clams so as
to cover that implicit disclosure. In the view of the defendant, it was entitled to claim
something that had aready been clamed in adifferent way - in clam 4, as a combination
with the Figure 1 joint - and that it was in any case entitled to broaden the claims provided
that, as was the case here, no new matter was added. The defendant makes the point that
third parties were not affected and would, by virtue of the publication of the amended clams,
have been aware of the subject matter for which protection was sought from the earliest date
on which they had access to the contents of the patent gpplication.

Mr Harrison recollectsin his witness statement that he was trying to follow as closdy as
possible the wording of the origind main daim whilst adapting it to cover the Figure 3
embodiment. He notes that the examiner clearly consdered whether the amended main
clam was supported by the description as origindly filed, Snce he raised objectionsin this
regard before alowing the claim to proceed to grant after further amendment. Mr Walch
saysin hiswitness satement that he was asked to consder whether the amendments
“introduced information which the skilled person would not have thought contained in the
goplication asfiled” and concludes that it would be implicit to a skilled person that the Figure
3 joint could be used independently of the Figure 1 joint, and that by placing a Figure 3 joint
either dde of the vave, dl the promised advantages could be realised.

| do not dispute that the skilled reader would redise that the joint of Figure 3 could be used
as a gand-aone congtruction, or thet third parties will have had the earliest possible notice of
the defendant’ s intentions by virtue of the early publication of amended clams. However, |
think that misses the point. Rather, the question which | have to decide is not whether there
Is matter in the specification which might be cgpable of condtituting an invention in its own
right, but whether the amended daim relates to a different invention from that originaly
contemplated. That much is quite clear from the case law to which the clamant has directed
me in the statement and the skeleton argument, including Bonzel v Intervention Ltd [1991]
RPC 553, Southco v Dzus [1990] RPC 587 (upheld at [1992] RPC 299), Harding's
Patent [1988] RPC 515 Raychem Ltd's Application [1986] RPC 547, Windsurfing v
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Tabur Marine [1985] RPC 59, and Glatt’s Application [1983] RPC 122. | do not think
it is necessary for me to examine these casesin detail. The tenor of the various judgments
comes over quite clearly from such wording as * covering something which quite plainly was
never in the contemplation of the invention as described in the specification” (Glatt, page
127 lines 10 - 12), “going well beyond the scope of mere amendment and putting forward
an essentidly different concept” (Windsurfing, page 82 lines 23 - 25) and “whether in fact
one has got the invention which was promised in the origina gpplication” (Harding, page
528 lines 14 - 15).

I can find nothing in the original specification to suggest thet the joint of ether Figure 2 or
Figure 3 was to be used other than in combination with the joint of Figure 1. It isnot
disputed, and it is gpparent on the face of that document that claims 1 and 2 and the
corresponding statement of invention on page 1 do not embrace Figures 2 and 3 (the
threading required by clam 2 - an internal thread on the deeve and an outer thread on the
tubular inlet - applying only to the Figure 1 congtruction). No specific clam is made to these
joints per se, and thereis no “omnibus’ clam relating to any of the drawings from which an
intention that they were to form part of the monopoly might beinferred. The description
makes clear in the opening paragraph that the invention is concerned with ajoint which is
intended to make possible axial movement between a pipe and a hollow structure, and it
explains a page 4:

“The joints of Figure 1 when provided between both verticaly extending feed and
return pipes and the vaves of aradiator enable the radiator to be raised to disengage it
from means normally holding it to awal therebehind.

Preferably the valves are connected with the radiator by further joints permitting
rotationa movement of the radiator relative to its valvesto give accessto the wall
normally behind the radiator for decorating or maintenance purposes. Examples of
such valves will now be described with reference to Figures2 and 3.7,

and the tubular member 115 in Figure 2 (dthough not that of Figure 3) is expresdy Sated to
be condrained againgt axia movement.

Inthelight of this| cannot think that the reader of the origina specification would have been
in any doubt whatsoever that Figure 1 related to the invention and that Figure 3 did not,
being intended merely for combination with Figure 1 to secure rotationd aswell as axid
movement. | am therefore satisfied that the amended claims do not merdly cdlam the origind
invention in a different way but dlaim a concept quite different from that origindly put

forward as the invention. | do not consider that the change of claim 4 from a combination of
two types of joint to one only of the joints is Ssmply claiming the sameinvention in a different
way. Theresult in my view isthat the amendmentsresult in the patent disclosing
matter extending beyond that disclosed in the application asfiled in contravention of
section 76(2) of the Act, and that the case for revocation succeeds on that ground.

The amendments proposed under section 75
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Although, as stated above, | am assuming that the defendant no longer wishes to amend the
patent under section 75, | will for completeness briefly mention at this point the amendments
dready offered. | do not think it is necessary for me to refer to them in detall: they have the
effect of limiting claim 1 by the incorporation of further festures with aview to avoiding the
prior art, the deletion of clams 4 - 13, and the amendment of clam 15 and the description to
make clear that of the embodiments only Figure 3 relates to the invention.

Since this merely cements further the construction of Figure 3 rather than Figure 1 as
representing the invention, it cannot avoid the above objection of added metter. Therefore
even if | wereminded to exercisediscretion | do not consider that they are
allowable. | do not propose to consder the amendments any further.

Patentability: novety and inventive sep

The parties allegations

On this ground, the claimant dlegesin paragraph 3 of its satement that the invention as
clamedin*“at leest clams 1to 14 and 15" is either disclosed by the OLS and the EP or is
obvious having regard to these documents and to common generd knowledge, but the
supporting argument in the statement is essentialy directed to clams 1, 14 and 15. No
specific arguments are advanced with respect to the subject matter of clams 2 - 13, and in
paragraph 14 of the statement the claimant say's (see the insufficiency ground below) it
cannot place any meaningful construction on claims 4 -13 and therefore makes no
submission on them. Given this, and my conclusion above on added maiter, | propose to
confine consderation of the patentability limb of the damant’s caseto daims 1, 14 and 15.

It is not disputed that elements (a), (b), (€), (f), (g) and (h) of claim 1 are present in each of
the OLS and the EP. The question | have to decide in relaion to claim 1 is whether features
(¢) and (d), insofar as they relate to the firgt sealing means between the tubular member and
the annular sedling member, and fegture (i) (the circumferentia flange to limit the extent of
axid movement between these members) are disclosed in these documents or are obvious
modificationsin the light of the common generd knowledge of the skilled man a the priority
date of the patent.

The OLS isdirected to a compensating screw connection enabling aradiator to be
connected to a heating pipe or removed therefrom for maintenance purposes, so that
stresses do not occur between the radiator and the pipeline. As shown in the sole
embodiment
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a socket 8 is connected to avave by means of aunion nut 15 and is longitudinaly
displaceable within aradiator connecting plug. The plug is screw-threaded for connection to
aradiator and is provided with a groove 6 holding an O-ring gasket 7 which provides a sed
with the socket 8, and with aflange 3 for the attachment of tools. The flange 3 isstated in
the introductory passage of the description to have a*“ seding surface for the radiator” but
thereis no further disclosure of how the sedl is condtituted. The patent recommends that the
connecting socket should be prevented from dipping out of the plug, and suggeststhat in the
very amplest case this can be achieved by alocking pin 11 mounted in radid holesin the
socket.

The clamant arguesthat al the dements of clam 1 of the patent are present in the
congruction of the OLS, theinlet, tubular member, annular sedling member and
circumferentid flange being condtituted by the plug inlet 3, the deeve 8, the assembly of
eement 2 and nut 5, and the locking ring 12 respectively. On this basis the clamant says
that the first seeling member is condtituted by “the meta-to-metal sedl (unnumbered)
inherently present between dement 2 and the screwed plug inlet 3 of radiator 1" and the
second by the packing 7. For the required sealing engagement between the second sedling
member and the tubular member over aplurdity of reative axid postions, the clamant
refers to passages in the description which amongst other things refer to the displaceability of
the deeve. If for any reason the OLS does not anticipate claim 1, the claimant argues that
the differences are obvious modifications having regard to common general knowledge at the
relevant time.

The clamant dleges a smilar correspondence between the dements of the EP and clam 1 of
the patent as in the case of the OL'S, except that feature (d) is present by virtue of “the
metd-to-meta sed (unnumbered) between the seding surface provided on radid flange 3 of
plug 1 and the radiator”, and there is no disclosure of a circumferentia flange to limit the
extent of axid movement between the tubular member (the socket 8) and the annular sedling
member (the radiator connecting plug). However, the claimant suggests that since the EP
refersto the OLS, it would have been obvious to replace the pin 11 by the locking ring
shown in the OL S which, as Sated above, it regards as a circumferentid flange.

In relation to claims 14 and 15, the clamant dleges that, insofar as they relate to the joint in
Fgure 3 of the patent in suit, they differ from the joint in the EP only in that the
circumferentid flange is provided by deforming the tubular member (at 120) and an O-ring
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sed (118) is provided between the tubular member and the annular sedling member.
However the clamant believes that these would be obvious modificationsin the light of
common generd knowledge at the earliest priority date of the patent.

| do not find the dlaimant’ s dlegations entirdly clear asto what condtitutes festure (d) - the
“first sedling means’ - in the cited specifications.  The statement seems to be suggesting a
sed between two co-operating flat faces on the members to be connected. However, in the
statement in reply a paragraphs 13 and 14, the claimant argues either that the first sealing
meansis present in each of the OL S and the EP by virtue of the threaded connection
between the members; or that it would have been obvious for a plumber to provide a further
sedant such as a PTFE tape, or for a manufacturer to provide a washer or an O-ring, to
ensure fluid tightness. | note that in the OL S a thickening appears between the abutting faces
of dement 2 and inlet 3, but | will proceed on the basis (as is suggested in the evidence from
both parties) that thisis amatter of draughtsmanship only and not the disclosure of a distinct
but otherwise unmentioned sedling member.

The defendant provides little beyond bare denid without explanation, other than as
mentioned below, to counter the claimant’ s dlegations in reation to the unamended patent.
Possbly thisis because most of its fire is concentrated on justifying the amendments which it
was proposing under section 75.

The evidence of Mr Phillips and Mr Walch

| have congdered this carefully, especidly those portions which are directed to the
relationship between the patent in suit and each of the OLS and the EP, namely paragraphs
8.1-82,10.3,13.2- 13.11, 14.2 - 14.10 and 15.12 - 15.17 of Mr Phillips witness
statement in chief, paragraphs 22 - 32 of Mr Wach's witness statement, and sections 2.6 -
2.12 of Mr Phillips witness statement in reply which ded with the said paragraphs of Mr
Wadch's statement.

Mr Phillips accepts that there are differences between the patent and the prior art. Thusin
hisview, the OLSis by virtue of the use of a stuffing box intended primarily for cast iron
style radiators with large connections (over 1 inch) whereas the patent is concerned with
stedl panel radiators with 3/4 or %2 inch connections, and the patent is “drafted around” the
use of copper tube rather than stedl tube as for the EP. On the matter of the first sealing
member, Mr Phillips observes that in both of the OLS and the EP the type of thread on the
male member which is screwed into the radiator is not disclosed, but saysit could be ether a
taper thread, where the thread depth tapers along the threaded section, or aparallel thread,
where the depth remains unchanged. Mr Phillips says that a taper thread becomestighter as
the male member is screwed in, but would in practice need to be sealed by winding hemp or
PTFE tape around the made thread (hemp thread requiring the additiond use of jointing
paste; but because it does not result in atighter fit asit is screwed in, a pardld thread would
be sedled by a gasket - or less commonly an O-ring - between the flat mating faces of the

fitiings

Mr Walch at paragraphs 22 - 32 of his witness statement says that in practice some form of
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sedling would need to be introduced to make the joint between the sedling member and the
radiator inlet watertight, such as PTFE tape wound around the thread or the use of sedling
paste or grease. However he bdieves that this would have been a disincentive to use the
prior art devices and that it would not have been obvious &t the priority date of the patent to
modify either the OLS or the EP to arrive a the invention of the patent. Whether thisissois
aquestion for me to decide, and whilst | note Mr Walch'sview, | do not find it of particular
assgance in the absence of further explanation.

Asto the presence or otherwise of a circumferentia flange, Mr Phillips appearsto regard the
locking ring 12 in the OLS, the locking pin 11 and an integra flange asin the patent in it as
dternative means available to the skilled man for preventing the axid movement of the
tubular member, and at paragraphs 2.8.5 - 2.8.7 of his witness statement in reply says that
the flange does not have to be integrd with the tubular member and that thering 12 in the
OLS could condtitute aflange. Mr Walch however believes that the flange must be araised
ridge formed out of the materia of the tubular member (thus excluding the OLS
congtruction), and that he regards the deformed pipe end in Figure 3 of the patent in suit to
be a much ampler provison than the locking pin 11 of the EP which requires the accurate
drilling of retaining holes and has the potentid to obstruct the flow of fluid.

Claim 1 - Novelty

The novelty argument is advanced with regard only to the OLS and in my view it depends on
whether the locking ring 12 condtitutes a“circumferentia flange to limit the extent of rdative
axid movement” and - absent the disclosure of any other sedling means - whether the screw
thread between the dement 2 and the plug 3 condtitutes a“first seding means’. Asto the
former, as explained above Mr Phillips and Mr Walch disagree on whether aflange hasto
be integral with the underlying member. In the absence of further eaboration | see no reason
why this should be necessary, and | believe that the skilled man reading the OLS would
regard the locking ring 12 as functiondly condtituting a flange to limit the axid movement of
the deeve 8.

However, asto the term “sedling means’ | am of the view that thiswould be would ordinarily
be understood as something making the joint fluid-tight. Having regard to the evidence,
neither Mr Phillips nor Mr Walsh gppear to regard the screw thread in the OLS as sufficient
on its own to achieve fluid-tightness, and | do not believe that the person skilled in the
meanufacture and fitting of pipework particularly for centra heeting radiators would regard
the screw thread as condtituting a sealing means. In any casg, it would seem to me more
likely that the skilled man would regard the screw thread as a distinct integer from the first
seding means Since it condtitutes a separate integer (f) of the clam. The novelty objection
thereforefails.

Claim 1 - Inventive step
In order to avoid using hindsight | shall follow the well-known four-stage procedure in

Windsurfing v Tabur Marine [1985] RPC 59 of (1) identifying the clamed inventive
concept, (2) identifying the common genera knowledge at the priority date, (3) identifying
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the differences between the cited matter and the dleged invention, and (4) deciding
“whether, without any knowledge of the invention, those differences congtitute steps which
would have been obvious to the skilled man or whether they require any degree of
invention”. | believe that my andysis above (see paragraphs 34 - 39) has sufficiently
covered (1) and (3).

Asto gep (2) the common generd knowledge dleged by the damant is (i) the provision of
an O-ring, an annular washer or athread sedlant in a threaded connection between two fluid
conveying-members, (ii) the provison by flaring, casting, flanging or machining of an outward
projection, such as a circumferentia flange, on or near the end of atubeto hold it captive,
and (iii) the common practice in mechanica engineering to provide a circumferentid flange or
one or more spaced, outwardly directed projections on an ement to limit relative axia
movement between it and some other lement. The aforementioned | etter to the European
Patent Office (see paragraph 15 above) includes awide range of examples of these. The
defendant says, in relation to (i), that threaded connection isbeing used in ajoint which is
fundamentdly different from those hitherto known to those skilled in the art; to (i), that
flaring is conventiondly used to anchor a pipe, wheress here the flange is not part of the
connection and merely forms a safety stop; and to (iii), that thisis remote from the subject
matter of the specification. In the absence of further explanation from the defendant (see
aso paragraph 51 below), | accept the claimant’ s contentions on common genera
knowledge.

Also, both Mr Phillips and Mr Walch are in agreement that in practice one of the options
open to the skilled man would be to provide a sedlant such as PTFE tape or hemp around a
malethread. Indeed, it ssemsto methat this would be no more than part of the normd skills
of afitter or heating engineer ingaling central heating systems. Mr Walch makes no
comment on the dternative possibility suggested by Mr Phillips of using a gasket to sed the
mating faces of ajoint, but | see no reason to doubt the latter’ s view that thiswould also be
an option open to the skilled man, who might equaly be amanufacturer of pipework aswell
asafitter or ingdler. In my view each of these dternaives is sufficient to conditute a“first
seding means’ as required by claim 1, and each was part of the common generd knowledge
available to the skilled man &t the priority date of the patent.

On the use of acircumferentid flange, Mr Walch's evidence does not to my mind yield
anything to back up the defendant’ s view of what is or is not common genera knowledgein
the art or to contradict Mr Phillips view that an integrd flange (as in the patent), alocking
ring or circlip (asin the OLS) and alocking pin (asin the EP) are dterndtives available to the
skilled man, depending on the tools available, to limit the movement of the tubular member.
Indeed if the locking pin in the EP is disadvantageous because, as the defendant suggests, it
will obstruct the flow of fluid, there would be an incentive to use an dterndive.

On gep (4) of the Windsurfing andysis, | am satisfied that in the result that the differences
between claim 1 and the cited congtructions (see paragraphs 37 and 38) would have been
obvious modifications for the skilled man to make. | am not persuaded otherwise by Mr
Wadch's arguments, given without further explanation, thet the need for a sedlant would be a
disncentive to use the prior art devices and that the products of the patent are a
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congderable advance on both current practice and on the OL S and the EP. 1t follows
thereforethat claim 1 lacksinventive step in regard to each of the OL S and the EP.

Claims 14 and 15

The claimant dso argues that clams 14 and 15, insofar as they relate to Figure 3, also lack
inventive step over the EP snce the only differences are the flange 120 formed by deforming
the tubular member 115, and the O-ring sed 118 between the sedling member and the
tubular element. However, an extra difference not mentioned by the clamant is the recess 4
in the EP, and | congder that there may be force in the defendant’ s submissions that the
Figure 3 congruction is advantageous by dlowing asmaller dimeter and therefore a more
compact congtruction, and by providing a greater length over which the tubular member 115
Is supported by the sedling member 114. | do not ther eforethink that the claimant has
made out a case against claims 14 and 15.

Insufficiency

The damant dleges that the specification of the patent isinsufficient by virtue of interna
incongstency and lack of darity asto what the dleged inventionsis. They note that these
incong stencies were not present in the application asfiled and assert that they came about
by virtue of the addition of matter in contravention of section 76(2). Asaresult the clamant
says that the extent of protection cannot be properly discerned, and the patent is therefore
invaid having regard to Milliken Denmark v Walk Off Mats [1996] FSR 292 and
Scanvaegt International v Pelcombe [1998] FSR 786.

The specific dlegations of the clamant are that the description teaches that of the three
exemplified congructions only that of Figure 1 iswithin the invention, but Figure 1 does not
fdl within the scope of clam 1, there being no second sealing means between the annular
seding member (20) and the tubular means (15); that clam 4 isinvaid because it pecifiesa
different manner of fitting from that in daim 3 on which it depends;, that daim 12 isinsufficient
because it does not disclose how to deform the inner end of athick-walled tube to form a
flange; and that dlaims 14 and 15 areinvdid insofar as they cover the joint of Figures 1 and
2, which are inconsa stent with the requirements of claim 1 (the axid movement between the
tubular member and the sedling member which is required by the dlaim being specificdly
prevented in Figure 2; and the second sedling means 124 in Figure 2 being provided on the
tubular member 115 rather than the annular sealing member 114).

| accept that the specification of the patent isindeed ambiguous for the reasons stated by the
clamant. Thiswould seem to have arisen from an attempt to stretch the clams of the patent
to embrace the embodiment of Figure 3, which | have found above to add meatter in
contravention of section 76(2). However | do not think this ambiguity isitsdf aground for
finding the specification insufficient and therefore invadid, and | am unable to discern in either
Milliken Denmark or Scanvaegt International the principle which the damant Sates.
Indeed in the latter Aldous LJ, gpproving Milliken, was quite clear (see page 797) that lack
of darity was not a maiter which resulted in invdidity, dthough it could result in the
proprietor being unable to establish infringement.
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Ondam 12, | do not accept without further argument that this clam isinsufficient, Indeed
this dlegation does not St easly with the damant’ s dlegation of what is common generd
knowledge. The attack on sufficiency thereforefails.

Findingsand order

In summary, | have found that the application for revocation succeeds on the grounds of
section 72(1)(a) in that clam 1 lacksinventive step, and of section 72(1)(d) in that the
amendments made to the specification result in the patent disclosing matter extending beyond
that in the gpplication asfiled.

As explained above | have proceeded on the basis that the defendant no longer wishesto
amend the specification to overcome any finding of invaidity, and | do not in any case
congder the amendments aready offered under section 75 to be dlowable. | therefore
refuse to dlow these amendments, and | do not think it appropriate in view of the
defendant’ s unwillingness to take the proceedings any further to afford a further opportunity
to amend to overcome my findings.

| therefore order patent GB 2314392 to be revoked.

Although Oydtertec plc is dtill the registered proprietor, in view of the apparently il
unresolved dispute on the entitlement to the patent, a copy of this decison will be sent to
Easyrad Limited for information.

Costs

This dlaimant haswon and is entitled to an award of cogts as a contribution to its expensesin
prosecuting the gpplication up to the point where the substantive hearing was due to be
arranged, even to the preparation of a skeleton argument. | note that costs have aready
been awarded for the prdiminary hearing in respect of the entitlement of the clamant to bring
the action for revocation, and make no further award for this. However, | believe that |
should reflect the ddlay and inconvenience caused after March 2004 by the failure of
Oydtertec to pursue the proceedings whilst remaining the registered proprietor.

| therefore award the claimant Marks & Clerk plc the sum of £1800 to be paid by the
defendant Oystertec plc within 7 days after the expiry of the apped period below. Payment
will be suspended in the event of an apped.

Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any apped must be
lodged within 28 days.



R C KENNELL
Deputy Director acting for the Comptroller



