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PRELIMINARY DECIS ON

Applications for revocation of patents numbers GB 2344348 and GB 2372039 (“the
patents’) in the name of Farrow System Ltd (“the Defendant”) were filed by the Secretary of
State for Defence (“the Claimant”) on 9 January 2004 accompanied by statements of case.
In aletter dated 2 April 2004 the Patent Office gave the Defendant the usual period of six
weeks to file a counter-statement. The Defendant sought and was granted three consecutive
extensions of one month to this period, their find letter dated 14 July 2004 referring to an
approach made to the Claimant to settle the dispute by mediation.

The Defendant wrote to the Office on 28 July 2004 asking the comptroller to exercise his
inherent discretion and order the parties to undertake Alternative Dispute Resolution (ADR)
In accordance with a specified timetable and to stay the revocation proceedings until this had
been completed. The Claimant argued that ADR was not suitable for revocation proceedings
and opposed the request. The parties were content to have this matter dealt with on the
papers. | issued a preliminary decison on 11th January 2005 declining to make such an
order and dlowed one month from the date of that preliminary decison for filing of the
Defendant’ s counterstatement.



The Defendant duly filed counterstatements for each of the two patents in issue on 11"
February 2005, and, after some correspondence and a six-week extension to which the
Defendant consented, amended statements were filed by the Claimant together with their
evidence-in-chief on 15" June 2005. The statements added alegations of prior use. Ina
letter of 19 July to the Patent Office, the Defendant declined to consent to these
amendmentsin view of the lateness of the amendments and the difficulties that they would
have in atempting to ded with the new dlegations. The parties have maintained their
positions in correspondence on the admittance of the new grounds. They have agreed that
this matter can be dedlt with by the Office on the papers and so it fdlsto meto decideif |
should, by exercise of the Comptroller’ s discretion, alow the Claimant’ s satementsto be
amended as filed on 15" June 2005.

The principa amendments to the statements of case are the introduction of two aleged
incidents of prior use and greater reference to common general knowledge. The two dleged
incidents of prior use are discussed in respective witness satements. The fird relatesto use at
amainaa Kaamaki, Greece, in January 1994. Video evidence has been submitted for this
use. The second relatesto atrial a Rosyth dockyard in 1996. Documentary evidence has
been submitted for thistria use.

Thefirgt aleged prior useis set againg the novelty of clam 1 of GB2372039 and the
inventive step of dl clams of this patent. It is further set againg the novety of clam 1 of
GB2344348 and the inventive step of this claim in combination with common genera
knowledge. The second dleged prior useis set againg the inventive step of al clams of
GB2372039.

The Defendant objected in letters of 19" July 2005 and 19" August 2005 to the admission
of new groundsinter alia because of the difficulty they say they will face in investigating the
aleged prior use incidents, which alegedly occurred 9 and 11 years ago, one of which wasin
Greece. The Defendant objects dso that a witness statement has not been supplied to explain
why the application to amend is made late in proceedings and why the mattersraised in the
amended pleading could not with reasonable diligence have been discovered erlier. If the
amendments are dlowed, the Defendant seeks costs of the proceedings down to the date of
the late amendment, failing which they seek costs of and occasioned by the amendments. The
Defendant seeks an extension of time for filing evidence and an amended counterstatement of
a least 6 weeks from the finad determination of the admissibility of the amendments. The
Defendant requests the comptroller to make an order for each party to give standard
disclosure.

The Claimant submitsin hisletter of 4" August 2005 that it is perfectly usud for the collation
of evidence to bring to light new facts that necessitate amendments to a statement of case,
and that thisiswhat has happened during the process of obtaining various witness satements
and accompanying exhibits. They state that much of the evidence that gave rise to the
amendment of the statement of case-in particular the various witness statements and thelr
exhibits-only cameto light in the period between the Comptroller’s decision of 11" January
2005 and the 15" June deadline for filing their evidence. They have offered £600 by way of
costs of and occasioned by the amendment. They do not object to alimited extenson of time
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for the Defendant to file evidence. The Claimant has made no argument in respect of an order
for disclosure. In hisletter of 30 August the Claimant re-emphasises his contention that the
additiond information came to light during collation of his evidence

Whether or not to dlow amendment to a stlatement of case is a matter for the
comptroller’ s discretion, taking into account al the factors. In the present case those
factors should, in my view, include:

C  thenature and relevance of the amendments;
C thediligence of the Clamant in preparing its case and requesting the amendment;

C  thegrounds on which the Defendant objects to the amendments and whether dlowing
amendments at this stage might be unjust to the Defendant;

C thepublicinteres;
C theeffect of refusng to dlow the amendments.

These are the factors which | need to take into account, none which aone will be decisve,
rather it isamatter of baance. | will address these factorsin turn.

Natur e and relevance of the amendments

As discussed above, the amendments comprise principally the addition of two alegations of
prior use to stand aongsde the origina grounds based on prior publication. No alegations of
prior use subsisted before amendment. It seems to me that the new grounds represent a
subgtantial amendment, though a finding of actua relevance or otherwise of the grounds must
be reserved for the subgtantive hearing.

Thefirg prior use incident relates to the use, by Mr. Bruce Nicholson and others, of a
Gagemark 2000 machine with Hydro “Facade’ dorasive to remove paint from the GRP hull
of aboat & amarinain Kaamaki, Greece, in January 1994. Thisincident is discussed in Mr.
Nicholson’ s witness statement, which serves for both patents, and evidence has been
supplied. The second prior use incident relates to use by Coating Consultants Limited of a
wet abrasive blasting machine together with 80 mesh garnet abrasve in atrid of GRP
subgtrate preparation held on HMS Quorn a Rosyth Dockyard between 24 and 26 July
1996. Thisincident is discussed in Mr. King' s witness statement in respect of GB2372039
and evidence has been supplied.

| consider that the amendments are substantiad and have prima facie relevance.
Diligence

The Defendant in hisletter of July 19" refers to paragraph 2.42 of the Patents Hearing
Manud (the Manud), and in particular quotes the following passages.
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“ A party should make any significant changesto its case clear at the earliest
opportunity. The other side must have a proper chance to deal with every issue
(including if necessary filing evidence), and so a party that triesto spring last
minute surprises should not be allowed to get away with it.”

“ Each party is expected to do its best to put its whole case forward at the outset.
A party that deliberately or through incompetence fails to do so can expect later
requests to amend its statement to receive less sympathetic treatment.”

The Defendant refers further to paragraph 2.43 of the Manud:

“ To assess the diligence of a party, the hearing officer may demand evidence to
show that they could not with reasonable diligence have discovered any new facts
earlier or to explain the lateness of the amendment”

The Defendant contends that both incidents of dleged prior use relate to matters which ought
to have been raised earlier. In respect of the firgt incident, the Defendants suggest a
connection between the witness (Mr. Nicholson) and Quill Industries plc (Quill). They refer
to the letter from Quill’s agent (L JBray & Co.) to the Patent Office in August 2004
opposing the Defendant’ s request for an order referring the revocation dispute to ADR. The
Defendant states that, if there be such a connection, then “it will have to be clearly
explained why the Applicant has delayed so long before amending its Statement of
Grounds to include grounds that were, and have at all material times been, in the
knowledge of a party who has been intimately involved in the proceedings from an
early stage’.

Mr. Nicholson in his witness statement at paragraph 38 admits that his firm, Gagemarch, are
the patentees of EP0358648 B1, which is centra in the statement of case against
(GB2344348. The bibliographic data on the front of this patent shows that it was prosecuted
before the EPO by Quill’s agent (L JBray & Co) and that Mr. Nicholson is a co-inventor of
it. Quill are named in the Satements as a party against whom the patents were sought to be
enforced, but they are not a party to these revocation proceedings, though they appear to
have an interest in the outcome. On the papers available to me, however, Quill and Mr.
Nicholson are linked only by possessing a common patent agent.

The Defendants continue their argument in their letter of 19 duly: “even if thereis not a
connection, it isincumbent on the Applicant to explain when it first became aware of
the alleged prior use and why it is made at the last minute. Delay is a key consideration
relevant to whether or not the Applicant should be given permission to re-amend its
pleading”.

The Claimants letter of 15" June accompanying their evidence makes a brief explanation:

“In collecting the evidence the Applicant for Revocation has acquired prior use
evidence that has necessitated a change to the pleadings. Their letter of 4" August
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2005 at paragraph 3 refersto paragraph 2.40 of the Manual, which contains the
passage:

“ Often, the counter-statement and/or the evidence highlight further
issues that the Claimant may want to address or points that one side no
longer wishes to pursue. When this happens, a party may seek the
comptroller’ s discretion to amend its statement” .
The Clamants refer to this passage for support that “it is perfectly usua for the collation of
evidence to bring to light new facts that necesstate amendments to a party’ s satement of
case. Thisis precisely what happened to the applicant-in particular, during the process of
obtaining various witness satements and accompanying exhibits’.

At paragraph 6 of their letter of 4" August 2005 they state that “Much of the evidence that
gave rise to the amendment of the statement of case- in particular the various witness
gatements and their exhibits- only came to light in the period between the Comptroller’s
decison of 11 Jan and the 15 June deadline for filing our evidence. However, upon collating
and examining the evidence we promptly filed an amended statement of case to accompany
the evidence necessitating the amendment, thereby providing the patentee ample opportunity
to address any new issues’.

Hence the gpplicants argue that their uncovering of new grounds lies squardly within those
circumstances where the Compitroller should exercise discretion favourably. The Defendants,
in their letter of 19" August, address diligence: “The mere fact that it is dleged that the
evidence came to light during collation of its witness statements does not of course answer...
whether the evidence could have been discovered earlier. Given that the amendments relate
to itsown dleged prior use and the adleged prior use of a closay-connected party, thisisa
critical matter which must be answvered in detail”.

The Defendantsin therr letter of 19 August call for the Clamant to file evidence to support
their case for admisson of new grounds, and in particular “why the application to amend is so
late’ and “why... the matters raised could not with reasonable diligence have been discovered
ealier; or, if they could have been raised earlier, why alate gpplication should nonetheless be
permitted’. The Defendant contends that a pre-condition for the exercise of any discretion to
dlow alate anendment is afull explanation in awitness statement, but as pointed out in
paragraph 2.43, thisis not a pre-requisite, it merely recognises that the hearing officer may
demand evidence.

The Claimant statesin hisletter of 30 August that “...procedurd technicdities as to whether
further factud information amounts to afact in issue of evidence should not in the Applicant’s
opinion prejudice the ultimate inclusion of highly germane documentary evidence asto
whether the patent in suit isvalid or not”. | have dready decided that the new grounds have
relevance and now must assess diligence. Assessment of diligenceis not atechnicality but is
rather an essential safeguard againgt the type of ambush contemplated and deprecated in
paragraph 2.42 of the Manud.
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| have not requested evidence from the Clamantsin support of their diligence in this matter,
and none has been submitted of their own motion. | have some sympathy with the
Defendant’ s pogition that one of the dleged incidents of prior useis by the gpplicants
themsdlves, but the MOD isavery large organisation with several dockyards. The evidence
adduced in rdation to the statement of Mr. King sheds light on alarge and distributed control
gructure which islikdly to yied up the most useful evidence only after careful investigation. It
is not clear why the gpplicant for revocation obtained the witness statements leading to the
new grounds only in the first half of this year, but it would seem from their letter of August 4™
that they held back on the long and expensive process of evidence collation while the issue of
ADR was resolved, which appears reasonable. Further, asthe letter of 29 April 2005
requesting an extension explains, the deeth of one expert earlier this year forced the
Clamantsto “go dsawhere for the evidence that he would have provided’. In view of these
factors| find no lack of diligence on the part of the Clamant.

Delay

| turn to the matter of when the new grounds were brought to the attention of the Office and
the Defendant. The Claimant’ s position is that upon callating and examining the evidence they
“promptly filed an amended statement of case to accompany the evidence necessitating
the amendment, thereby providing the patentee ample opportunity to address any new
issues’. | cannat find anything in the papers before me to suggest that thisis not the case and
given tha | have found no lack of diligencein identifying the evidence of prior use, | am
satisfied that there has been no undue delay in submitting these new grounds.

Defendants’ objections and pr g udice to the Defendant

The grounds on which the Defendant objects to these late amendments are given on page 2
of their letter of July 19" as “the lateness of the amendments’ and “the difficulties that Farrow
will havein trying to deal with these new factua alegations’. In their letter of August 19 they
add “ prejudice will arise where new matters turn on ora as opposed to documentary
evidence and on the recollection of witnesses which may fade or dter over time’. Lateness
has been dealt with above and | turn to the prejudice objections.

The Defendants contend that alegations of prior use are dways “ notorioudy difficult to
investigate because the patentee is compelled to try and determine what actualy happened at
atime many years before trid; even more so where the alegations relate to matters outside
thejurisdiction”. Thisisclearly directed to the dleged prior use a amarinain Kaamaki,
Greece, in 1994. The Defendants at page 2 of their letter of 19" August Sate that

“ Given the fact that the recollection of witnesses may change over time, it is
imper ative that allegations of prior use are fully particularised and are raised at
the earliest opportunity so that the opposing party has the greatest chance of
contacting witnhesses who were around at the time and is best able to investigate
the allegations levelled by an applicant for revocation. In the present case, the
allegations of prior use relate to alleged happenings 9 and 11 years ago, and one
of the allegations relates to matters outside the jurisdiction” .
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On the face of it, the need to locate suitable witnesses in defence is a difficulty for the
Defendant. The Defendants contemplate in their letter of July 19™ the serving of a Request for
Further Information in relation to the aleged prior use in Greece and the subsequent despatch
of “investigators to Greece to test the truth of what isdleged’. | have some sympathy with
the Defendant in this aspect, but it is open to the Defendant to cross-examine Mr. Nicholson
a the hearing.

The Defendant has been aware that they may have to face dlegations of prior use for some
months now and has had at least some time to plan how to ded with them, should they be
alowed. | congder it unfortunate rather than unjust that they are confronted with these new
grounds.

Public interest

The Claimant refers to the public interest in hisletter of 4™ Augudt: “...these are public
monopolies. If the patentee is not unduly prejudiced the amendments should be dlowed so
that relevant facts and matters can be before the Hearing Officer when coming to his
decisgon”. | think this sums up matters accurately. Thereis detriment to the Defendant but it
isnot undue, and arefusd to dlow these amendments would leave a shadow over the
patents. Also, the public interest must weigh substantialy againg the other factorsin deciding
whether to dlow admisson of prima facie relevant grounds chdlenging vaidity.

Effect of refusing to allow amendment

There are several consequences of refusing these amendments. The hearing would be less
concludve asto vdidity and a potentidly invaid patent would remain on the register. Further,
the Claimant or another party could smply pursue these groundsin a new action. Each
consequence discussed in this paragraph is such as to encourage admission of the
amendments.

Summary

As| have dready stated, none of the factors which | have considered are decisive in
themsdalves, it isamatter of baance. | have found that the proposed amendments have prima
facie relevance to the revocation proceedings. | have found that there was no lack of
diligence on behdf of the Clamant in formulating these amendments and no undue delay in
communicating them to the Defendant and to the Patent Office. | am satisfied that the public
interest will not be served by refusing these amendments. There will inevitably be some
detriment to the Defendant in that it will be forced to respond to the amended grounds.
Neverthdess, weighing up dl the above, | am satisfied that the balance goesto dlowing the
amendments. Accordingly | have decided that the Claimant’ s amended statement is
admissble.

Other matters
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The Defendant complains that the amended statements of June 2005 should be labdlled as
“re-amended” in view of afirst set of amendments made in February 2004 to the origina
statements of January 2004. The latest statements have tailnotes “dated as amended 20
February 2004" and “Re-amended 14 June 2005", and are titied “AMENDED
STATEMENT OF CASE FOR REVOCATION”. The amended statements of 20 February
2004 have tailnotes * Dated as amended 20 February 2004" and aretitled smply
“STATEMENT OF CASE FOR REVOCATION”. Hence there areinconsstencies
between the title and the tailnotes in each version of the statements, but complaint has been
made only for the statement of June 2005. | view these errors as minor. The Defendant
objects that the changes introduced by the first amendment cannot be discerned, but a
“tracked copy” was supplied with the amended statement of 20 February 2004 which alows
gppraisa of what was amended at that time.

The Defendant in his letter of 19" July describes the disclosure of Mr. King as sdlective. The
Defendants complain that the Claimant “cannot cherry-pick documents thet it seeksto rely on
that support its case without giving full disclosure’. The Claimant has not addressed
disclosure in any subsequent communication with the Office.

The Defendant in his letter of 19" August requests an Order from the Comptroller for each
party to give standard disclosure in conjunction with a direction as to the “ categories of
documents which he envisages will be disclosed to obviate the need for further gpplications
for goecific disclosure which might further delay proceedings’. The Defendant states that full
disclosure would have to be given in High Court proceedings. However, dthough the Court
and the Comptroller enjoy equivaence in deciding applications for revocation, custom and
practice are different in respect of disclosure. The Comptroller from time to time may order
disclosure for specific categories of documents where thereis a clear caseto do so and it will
advance the case without unnecessary work and expense, but it isfor the partiesto indicate
what categories of document should be disclosed and give a compelling reason in each case.

| decline to give an Order for disclosure in this decison.
Costs

The Defendant requests cogts of the proceedings down to the date of the amendments of
June 2005, failing which they ask for the costs of and occasioned by the amendments. The
Claimant acoepts at paragraph 7 of hisletter of 4™ August that “it is usua for an amending
party before the court to pay the costs of and occasioned by the amendment” They deny a
basis for “off the scale” costs but offer £600 to cover the costs of and occasioned by the
amendment, which istwice the sandard scae cost of preparing a counterstatement and
recognises the further work involved as aresult of the amendment. In the Manud at 5.47,
“off the scae’ awards are contemplated for proportiond trestment of cogts incurred in
amending statements or filing further evidence in consequence of amended pleadings, but only
if “the amendment had clearly been avoidabl€’. | have decided that the amendments were not
clearly avoidable and can see no reason to depart from the Claimant’ s offer and order that
the Claimant pay the Defendant costs of £600 for the extrawork involved in deding with the
amended statements.
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Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules any gpped must be
lodged within 28 days.

PETER BACK
Divisond Director acting for the Comptroller



